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The provisions of Sec. 203(a) of the Interstate Com- 
merce Act’ which define “common carrier by motor ve- 
hicle,” “contract carrier by motor vehicle,” and “private 
carrier of property by motor vehicle,” have become an 
important economic legal battleground. The controversy 
which has arisen over the question of the appropriate 
“tests” for determining the “private carrier” status make 
a review of the interpretation of these definitions desir- 
able at this time. 


The language of the definitions in Sec. 203(a) is as 
follows: 


(14) The term “common carrier by motor vehicle’ means 
any person which holds itself out to the general public to engage 
in the transportation by motor vehicle in interstate or foreign 
commerce of passengers or property or any class or classes there- 
of for compensation, whether over regular or irregular routes, 
except transportation by motor vehicle by an express company 
to the extent that such transportation has heretofore been subject 
to chapter 1 of this title, to which extent such transportation shall 
continue to be considered to be and shall be regulated as trans- 
portation subject to chapter 1 of this title.? 

(15) The term “contract carrier by motor vehicle” means any 
person which, under individual contracts or agreements, engages 


* Member of the Bar of the District of Columbia. 
149 Strat. 543 (1935), 49 U. S. C., § 303 (1946). 
2 Td. § 303(a) (14). 
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in the transportation (other than transportation referred to in 
paragraph (14) of this section and the exception therein) by 
motor vehicle of passengers or property in interstate or foreign 
commerce for compensation.* 

(17) The term “private carrier of property by motor vehicle” 
means any person not included in the terms “common carrier by 
motor vehicle” or “contract carrier by motor vehicle,” who or 
which transports in interstate or foreign commerce by motor 
vehicle property of which such person is the owner, lessee, or 
bailee, when such transportation is for the purpose of sale, lease, 
rent, or bailment, or in furtherance of any commercial enterprise.* 


These definitions were added to the Interstate Com- 
merce Act by the Motor Carrier Act of 1935° and the 
common and contract definitions were amended by the 
Transportation Act of 1940.° 

The provisions relating to motor carriers are adminis- 
tered by the Interstate Commerce Commission through 
the Bureau of Motor Carriers. 

Section 206° of the Interstate Commerce Act provides 
that no common carrier by motor vehicle subject to the 
provisions of the Act shall engage in interstate or foreign 
operation without a certificate of convenience and neces- 
sity and Section 209° prohibits similar operation by con- 
tract carriers without permits issued by the commission. 

After qualifying for operation under the terms of the 
Act, the common and contract carriers are subject to full 
economic regulation by the commission as public utili- 
ties. 

The persons who fall within the “private carrier of 
property” definition require no authorization from the 
commission in order to operate and are subject merely 
to compliance with the safety regulations promulgated by 
the commission relating to safety of operation and hours 
and qualifications of drivers. 

It is readily apparent that the legal and economic status 

8 Id. § 303(a) (15). 

$Id. § 303(a) (17). 

5 Supra note 1 

654 Srar. 929 (1940), 49 U. S. C., § 303 (1946). 


7 Supra note 1, § 306. 
8 Supra note 1, "$309. 
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of the common and contract carrier differs materially 
under the Act from the status of the private carrier. 

The administrative procedures followed in determin- 
ing status under the Act are reviewed in the Monograph 
of the Attorney General’s Committee on Administrative 
Procedure’ dealing with the Interstate Commerce Com- 
mission and will be summarized here only to the extent 
necessary to show how the cases involving status arose. 

Persons desiring to operate as common or contract car- 
riers would, of course, apply for the appropriate certifi- 
cate or permit. However, the question arose as to the 
proper procedure to be followed by persons who be- 
lieved their operations to be those of private carriers, but 
who desired their status to be adjudicated in order to 
avoid possible penalties for unauthorized operation or to 
avoid improper classification by state regulatory bodies. 

The commission allowed persons desiring a clarifica- 
tion of their status to file an application to operate as a 
common or contract carrier and then file a motion to dis- 
miss the application on the grounds that their operations 
were those of a private carrier. This procedure was ju- 
dicially affirmed by the Supreme Court in Schenley Dis- 
tillers Corporation v. United States.” 

Approximately the same procedures are applicable to 
the applications filed with the desire of obtaining clarifi- 
cation of status and those filed with the intention of ob- 
taining a certificate or permit. The bulk of applications 
are handled informally by the Section of Certificates 
without hearings. All applications requiring hearings 
are handled in the Section of Complaints. These are 
naturally the cases of primary interest since they are the 
contested cases in which the important issues were de- 
cided. 

Two features of the proceedings are rather distinctive 


® Volume 2, Monograph No. 24, on Interstate Commerce Commission by the 
Attorney General’s Committee on Administrative Procedure (1940). 


10 326 U. S. 432, 66 Sup. Ct. 247, 90 L. ed. 181 (1946). 
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from a procedural standpoint. These are the “reports 
and recommended orders” and the joint boards. Section 
205 of the Act provides that when a hearing is conducted 
by an examiner, he shall issue a recommended “report 
and order,” accompanied by the reasons therefor, copies 
of which shall be served on the parties. If no exceptions 
are filed within a specified time after service, the order 
becomes the order of the commission unless stayed by the 
commission. This also applies to recommended orders 
of joint boards. 

The joint boards are a rather cumbersome procedure 
provided by Section 205(b) and are mandatory where 
the operations involve not more than three states. The 
boards are appointed by the commission from nominees 
by the Motor Vehicle Regulatory Agencies or by the 
Governors. The commission designates an examiner to 
assist and advise the board and as a general practice he 
drafts the recommended order. The joint boards are 
rarely utilized except when mandatory. 

If exceptions are filed to the recommended order or 
the order is stayed by the commission, the case goes to 
Division 5 of the commission for its full consideration. 
An opportunity for oral argument may be granted by Di- 
vision 5. The order of Division 5 generally becomes the 
final order of the commission. In some few cases in- 
volving important questions of policy, the full commis- 
sion decides to consider the case and issue an order of the 
full commission.” 

Intervening parties are generally allowed to come in 
at practically any stage of the proceedings. ‘Trade asso- 
ciations representing the railroads and the for hire motor 
carriers have been intervening in cases involving deter- 
mination of private carrier status with increasing fre- 


11 See Monograph referred to in note 9 for full discussion of the procedural 
aspects summarized above. Also, Annual Reports of the Interstate Commerce 
Commission. 
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quency in an effort to obtain the greatest possible limita- 
tion on the activities of private carriers.” To offset the 
activities of the railroads and for hire carriers, trade 
associations have been formed for the specific purpose of 
representing the interests of industrial shippers and pri- 
vate motor truck owners before the commission.” 

The commission has become to a considerable extent, 
an umpire between the intervening parties representing 
conflicting economic interests and in many cases the im- 
portance of the facts in the particular case is dwarfed 
by the major issues interjected by the intervening par- 
ties.” 

There is also another course which may be used by the 
commission in determining status. That is to bring an 
action in a Federal District Court under Section 322(b)* 
of the Act to enjoin certain operations unless a certificate 
or permit is obtained. This transfers the interpretation 
of the definitions and determination of status to the courts 
without going through the administrative procedures of 
the commission. 

The principal purpose of this paper is to review and 
discuss the primary tests which have been used or consid- 
ered by the commission in determining private carrier 
status. 

The legislative, constitutional and administrative back- 
grounds will be briefly discussed in so far as they may 
contribute to an understanding of the present situation. 


12 See particularly the records of proceedings before the commission in cases 
such as Lenoir Chair Company Contract Carrier Application, 48 M. C. C. 
259 (1948) and 51 M. C. C. 65 (1949), Schenley Distillers Corporation Con- 
tract Carrier Application, 48 M. C. C. 405 (1948), Woitishek Common Carrier 
Application, 42 M. C. C. 193 (1943). 

13 The National Council of Private Motor Truck Owners, Inc., Kass Building, 
Washington, D. C., was formed primarily for this purpose. The private truck 
owners’ interests are also represented by the Private Carriers Conference of the 
American Trucking Association, Washington, D. C., and the National Industrial 
Traffic League, Washington, D. C. 

14 See cases in note 12 supra. 


con Strat. 564 (1935) as amended 54 Strat. 929 (1940), 49 U. S. C., § 322 
(1946). 
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GENERAL BACKGROUND 
A. Constitutional Considerations 


Prior to the Motor Carrier Act of 1935,** the Supreme 
Court decided some important cases regarding state reg- 
ulation of the operations of private motor carriers. 

In 1925, in the case of Michigan Public Utilities Com- 
mission v. Duke,” the Supreme Court decided that a 
state does not have the power to convert property used 
exclusively in the business of a private motor carrier into 
a public utility, or to make the owner a public carrier 
since this would be taking property for public use with- 
out just compensation contrary to the due process clause 
of the 14th Amendment. 

The next year the Supreme Court reaffirmed the Duke 
case’ in Frost v. California Ratlroad Commission” and 
held that the same result could not be achieved by deny- 
ing the “privilege” of the use of the public highways to 
force compliance with an unconstitutional requirement. 

In the case of Stephenson v. Binford”® in 1932, the 
Supreme Court clarified the Frost case in upholding a 
Texas statute regulating “contract carriers.” 

Also, in 1932, the Supreme Court, in Continental Bak- 
ing Co. v. Woodring,” upheld a Kansas statute requir- 
ing licenses of “private” carriers for highway safety pur- 
poses, since the license requirements did not require the 
“private” motor carriers to undertake the obligations of 
common carriers. ‘The same case also upheld the tax 
provisions of the Kansas statute relating to private motor 
carriers, part of which was for the purpose of administra- 
tion. This was the constitutional background which ex- 


16 Supra note 1. 

17 266 U. S. 570, 45 Sup. Ct. 191, 69 L. ed. 445 (1925). 
18 [bid. 

19 271 U. S. 583, 46 Sup. Ct. 605, 70 L. ed. 1101 (1926). 


20 287 U. S. 251, 53 Sup. Ct. 181, 77 L. ed. 288 (1932). Stephenson v. Bin- 
ford was probably the most important court decision relating to motor carrier 
regulation prior to the enactment of the Motor Carrier Act. 


21 286 U. S. 352, 369, 52 Sup. Ct. 595, 76 L. ed. 1155 (1932). 
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isted at the time of the passage of the Motor Carrier Act 
of 1935.” 

It is interesting to note at this point that certain writers 
who advocate the economic regulation of “private” motor 
carriers have recently indicated that the best way to 
overcome the possible constitutional objections to such 
regulation is by the use of “definitions” which would 
severely limit the operations of “private” carriers.” In 
other words, they apparently feel that this indirect ap- 
proach might achieve the results without requiring the 
burden of a flat overruling of the decisions in the Duke™ 
and Frost” cases. 


B. Legislative History 


In construing the language of a statute today, the value 
of the legislative history is well recognized in determin- 
ing the legislative intent, and the old theory that the his- 
tory of the Act could not be resorted to if the language of 
the law.was clear on its face has been so well superseded 
as to not warrant further comment. 

The legislative history of the Motor Carrier Act of 
1935 *° with respect to the distinction between “private” 
and “common” or “contract” carriers in the pertinent por- 
tions of the Committee Reports and the Senate and House 
debates on S. 1629” of the 79th Congress, appears to 
clearly support the conclusion that a person who operates 
motor vehicles as an incident to or in furtherance of a 
commercial enterprise other than transportation, is a 
“private” carrier and not a “common” or “contract” car- 
rier. There is no suggestion in the reports or the debates 
that the status of a “private” carrier is in any respect de- 


22 Supra note 1. 

23 These views were expressed by Nutting and Kuhn in an article entitled 
Motor Carrier Regulation—The Third Phase (1949), 10 U. or PitrspurcH 
L. Rev. 476. 

24 Supra note 17. 

25 Supra note 19. 

26 Supra note 1. 

27S. 1629 of the 79th Cong. was the bill which was enacted into the Motor 
Carrier Act of 1935 (supra note 1). 
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pendent on his incidental transportation not being con- 
ducted “for compensation.” * 

The Chairman of the Senate Interstate and Foreign 
Commerce Committee in analyzing the bill on the floor 
of the Senate on behalf of the committee, explained the 
distinctions between the types of motor carriers as fol- 
lows: 


A common carrier is one that is engaged in the transportation 
of goods or passengers for the benefit of the general public. A 
contract carrier is one who goes out and takes a special job for 
a special group of individuals or for a particular individual. . . . 

The definition of “private carrier of property by motor ve- 
hicle” is transferred by the Committee from a later section and 
applies to persons transporting their own goods in their own 
vehicles for commercial purposes. The only regulation to which 
such carriers are subjected is that with respect to the maximum 
hours of service and qualifications of employees and the safety 
of operation and equipment—Section 204(a) (3). Such regu- 
lation is conditioned upon a finding, after investigation, of need 
therefor.?® 


In the House, the Committee on Interstate and For- 
eign Commerce stated in its report on the bill: 


Private carriers are not regulated under the bill except as to 
maximum labor hours of driving and safety or equipment. This 
is necessary to improve the public safety on our highways and is 
certainly in the public interest.*° 


The House debate on the bill indicated that the pro- 
posed regulation of motor vehicles was similar to existing 
state regulation but did not go as far as many of the states 
had gone.” In this debate Mr. Holmes, in explaining 
the “private” carrier definition said: 


In other words, the department stores in Washington that 
may sell a bill of goods to be delivered in Philadelphia, New 
Jersey, or Massachusetts, do not come under the provisions of 
this bill because they are private owners of motor vehicles.*” 


28 For the Senate debate on S. 1629 pertaining to the definitions under discus- 
sion, see 79 Cong. Rec. 5649, et seq. (1935). For the House debates see 79 
Cong. Rec. 12196 et seg. (1935). Also see S. Rept. No. 482, Calendar No. 
499, 74th Cong., pp. 6, 7 (1935). 

2979 Cong. Rec. 5651 (1935). 

30H. Rept. on S. 1629, p. 4, 74th Cong. (1935). 

3179 Cong. Rec. 12204 (1935) Statement by Mr. Rayburn. 
32 Jd. at p. 12221. 
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Mr. Holmes further explained, in response to a ques- 
tion, that such department stores were casual operators 
not in business as common or contract carriers even 
though they operated fleets of trucks.” 

The legislative history of the Transportation Act of 
1940 * (S. 2009, 76th Congress) affirmatively shows from 
the report of Senator Truman, who was on the Senate- 
House Conference Committee, that the amendments to the 
common and contract carrier definitions were for the sole 
purpose of declaring whether certain carriers performing 
perhaps delivery and transfer services, were contract or 
common carriers. He made it very plain that the confer- 
ees did not intend “. . . to change the legislative intent 
of Congress one iota with respect to the definition of com- 
mon and contract carriers other than those performing 
pickup, delivery and transfer services... .”* 

There was considerable debate on S. 2009 and the vari- 
ous amendments offered thereto. However, there was no 
affirmative indication that the scope of operations of pri- 
vate motor carriers was in any way intended to be limited. 
Mr. Bulwinkle, in the House debate giving the analysis 
of the bill from the Committee Report, stated that the 
references in the original definition to “by lease or any 
other arrangement” were omitted from the revised defini- 
tions because their meaning was not clear.” 

The Transportation Act of 1940 added to the Interstate 
Commerce Act a statement of policy termed the “Nation- 
al Transportation Policy.” “* However, there is nothing 
specific in the legislative history which indicates that the 
policy statement was intended to affect or change the 
status of private motor carriers. 

88 Td, 

3454 Srar. 920 (1940), 49 U. S. C., §303 (1946), Pub. L. No. 785, 76th Cong. 
(amending the Interstate Commerce Act, including amendments to the original 
wording of the Common and Contract Carrier definitions). See 84 Cong. Rec. 
5878 et seg. (1939) for Senate debate and 84 Cong. Rec. 9707 et seg. (1939) 
for House debate on S. 2009 and 86 Cong. Rec. 5836 et seq. and 10147 et seg. 
and 11288 et seq. for the discussion of the Conference Reports. 

35 86 Cong. Rec. 11545-11546 (1940). 


36 84 Cong. Rec. 9764 (1939). 
37 54 Strat. 899 (1940). 
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C. Administrative Experience of Interstate Commerce 
Commission Prior to Motor Carrier Act of 1935* 


The administrative experience of the Interstate Com- 
merce Commission prior to the Motor Carrier Act of 
1935 was with regulation of railroad common carriers. 
This experience is important to this discussion because it 
provided a certain background of precedent for deter- 
mining questions involving private motor carriers. The 
cases of interest concerned various circumstances under 
which railroads carried goods owned by them. The 
abuses by the railroads in discriminating in favor of their 
own goods by various devices are exemplified by cases 
such as New York, New Haven and Hartford Railroad 
Co. v. I. C. C.,* decided in 1906, in which the Supreme 
Court decided that a carrier could not take itself out of 
application of the Interstate Commerce Act by simply 
electing to be a dealer; but that charges for products so 
carried must be enough to pay cost of purchase, and 
handling at the carrier’s published rates. In 1906, such 
practices were specifically prohibited by an amendment 
to Sec. 1(8) of Part I of the Act* which prohibited 
the railroads from carrying commodities owned by them 
with certain limited exemptions. 

Although there is the substantial difference that rail- 
roads are, with limited exceptions, inherently public util- 
ities, while motor vehicles are not, certain of these rail- 
road decisions were cited in the early decisions under the 
Motor Carrier Act of 1935." 

For the same reason it is believed that particular care 
should be exercised in trying to compare decisions relat- 
ing to other businesses of an inherently public utility 
nature such as interstate pipeline systems for natural gas 

88 See Gorenstein, Private Carriage by Motor Vehicle under Federal Regula- 
tion, (1944) Vol. XI No. 6 I. C. C. Pract. J. 486 for discussion of the effect of 
the administrative experience of I. C. C. prior to 1935 on decisions relating to 
Motor Carriers. 

39 200 U. S. 361, 26 Sup. Ct. 272, 50 L. ed. 515 (1906). 


40 34 Strat. 585 (1906), 49 U. S. C., §1 (8) (1946). 
41 Supra note 1. 
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which are all defined under Sec. 1(3) (2) of the Act as 
common carriers. This point is brought out because the 
intervenors for the common carrier interests, have (per- 
haps rather naturally) cited such cases as justification for 
interpretation of the Motor Carrier definitions in a man- 
ner very restrictive of private operations.” 


D. State Definitions and Decisions 


This is a separate and very complicated subject.** The 
sole purpose of referring to it here is to point out the 
rather obvious fact that there is no uniformity of statu- 
tory or regulatory definitions of motor carriers in the 
several states and that these definitions and the court deci- 
sions relating thereto are of extremely limited value in 
interpreting the federal definitions. In fact, the term- 
inology in state and federal decisions is very confusing 
since, in some state laws and cases the “contract” carriers, 
as defined in the Interstate Commerce Act are sometimes 
referred to as “private” carriers. ‘Therefore, in some 
states “private” carrier actually refers to “for hire” op- 
erations.* 

One federal judge went so far as to describe the state 
decisions as “useless” in construing the federal defini- 
tions.*° 


How THE DEFINITIONS HAVE BEEN INTERPRETED 


We have noted the language of the definitions, the sig- 
nificance of “private” status, how cases involving the defi- 


42 See pp. 13-14 intervening briefs of the Regular Common Carrier Confer- 
ence of the American Trucking Association in the Lenoir Chair Company Con- 
tract Carrier Application, Docket No. MC-96541, citing such cases as authority 
for interpretation of the Motor Carrier definitions; and pp. 10-11 of brief of 
National Council of Motor Truck Owners, Inc., in same case in their Reply 
to Petitions for Reconsideration, arguing against the validity of the citations. 

43 See Lilienthal and Rosenbaum, Motor Carrier Regulation by Certificates of 
Public Convenience and Necessity (1926) 36 Yate L. J. 163, 166. Note (1948) 
175 A. L. R. 1333 on validity and applicability of statutes relating to use of 
highways by private motor carriers and contract motor carriers for hire. 

44See Pure Oil Co. v. Oklahoma Tax Commission, 179 Okla. 479, 66 P. 
(2d) 1097 (1936). 

45 Interstate Commerce Commission y. Davidson, 20 F. Supp. 832 (Nebr. 
1937). 
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nitions arise and the procedures under which they are 
handled, the constitutional background existing at the 
time the definitions were enacted, the legislative history 
of their enactment, and the related administrative expe- 
rience of the Interstate Commerce Commission prior to 
the Motor Carrier Act of 1935.*° These phases have been 
reviewed because they are the screen upon which the in- 
terpretations of the definitions must be projected. Also, 
it should be kept in mind that there is a major distinction 
between these definitions which intended to clearly delin- 
eate at the time of enactment the legal status of specified 
persons” and definitions such as the unfair methods of 
competition definition of the Federal Trade Commission 
Act* which was intended to grow and expand by admin- 
istrative and judicial interpretation. 

The issue before the commission in determining the 
status of a motor carrier is essentially a question of juris- 
diction. If the facts show that the operations are those of 
a private carrier, then the commission does not have jur- 
isdiction.” 

The cases decided by the commission regarding the 
definitions have been very numerous and in view of the 
hundreds of thousands of persons who operate trucks in 
interstate commerce there is a vast number of potential 
cases involving these definitions. 

The commission has stated that paragraphs (15) and 
(17) of Sec. 203(a) are not worded as exemptions to 
paragraph (14) but that each paragraph is of equal im- 


46 Supra note 1. 


47 Each of the three types of motor carriers are subject to separate responsi- 
bilities specified under the Act and it would not appear that the definitions were, 
in themselves, intended to confer any particular regulatory authority but were 
rather for the purpose of establishing the status of various types of operations. 


48 38 Srar. 719 (1914) as amended, 15 U. S. C., §45(a) (1946). 


49 The commission does have, of course, the very limited jurisdiction over 
safety features of private carriers but it has no authority to regulate the eco- 
nomic activities of such carriers. It does not appear that Congress intended 
to convey any indirect authority to the commission to regulate the economic 
activities of private carriers by determining status under the definitions. 


50 Full text pages 1 and 2. 
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portance and that no one of them may properly be desig- 
nated as an exception to one or both of the others.” 

The commission also went on to say in the same case 
that: 


The act clearly recognizes that some of the transportation of 
the country is performed by private carriers and this protestant 
concedes that fact, but seeks a construction thereof which would 
limit private carriage to those instances where it is attended by 
such features of specialization that the transportation service 
could not be rendered efficiently by the common carrier system. 
Such a construction, in our opinion, would, to a substantial ex- 
tent, nullify important provisions of the act relating to contract 
and private carriers and would completely ignore the funda- 
mental rule of statutory construction that the act be construed 
as a whole, that each part, including every definition, be construed 
with every other part, including all other definitions.*? 


The above statement was in answer to a contention of 
a “for hire” intervenor that the national transportation 
policy intended that the transportation system be built 
around common carriers through appropriate “interpre- 
tation” and “administration.” ™ 

The following summaries illustrate some of the types 
of limitation which have been placed on private carrier 
operations under the interpretation of the definitions: 

1. Back Haul.—The commission, in the JT. J. Mc- 
Broom Contract Carrier Application case,™ in 1937, de- 
cided that back haul transportation of goods purchased 
for resale after transportation to prevent returning empty 
was transportation for compensation as a common carrier. 

2. Joint Operation.—Operation by two manufacturers 

51 Williams Brothers Corporation Contract Carrier Application, 44 M. C. C. 
557 (1945). In Schenley Distillers Corp. v. United States, supra note 10, the 
Court said that the private carrier definition applied only to the extent that the 
common and contract carrier definitions did not. However, it seems obvious that 
as to a given operation a person can be only one of the three and that the 


definitions do not overlap. 
52 Williams Brothers Corporation Contract Carrier Application, supra note 51 


p. 565. 

53 Jd. at p. 565. The commission rejected this contention. The argument that 
the general policy language inserted at the beginning of the Act in 1940 should 
change the meaning of the specific definitions enacted in 1935 and bring a 
broad new classification of persons under regulation is indeed an unusual one. 
There was no affirmative evidence that this was the intent of Congress and in 
the absence of such clear congressional intent such an interpretation would not 
seem warranted. 

541 M. C. C. 425, 427 (1937). 
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of vehicles jointly owned for mutual benefit in connection 
with manufacture, sale and delivery of their products, is 
contract carriage. The fact that transportation costs are 
included in selling price does not establish private car- 
riage. Enterprise Trucking Corp. Contract Carrier Ap- 
plication,” also Southern Fruit Distributors, Inc. Con- 
tract Carrier Application.” 

3. The Corporate Entity—The corporate veil will not 
be pierced in construing the definitions where the cor- 
porate form has been chosen by the operator for his ad- 
vantage. A subsidiary transporting for the parent and 
other affiliate companies is considered to be a contract 
carrier. Schenley Distillers Corporation v. United States. 
However, in a case decided after the Supreme Court’s 
decision regarding a corporate entity, the commission 
held a partnership merchandising fruits and vegetables 
under one name and the trucking operations under anoth- 
er trade name and keeping separate accounts and records, 
was a mere bookkeeping device and that the business was 
in reality only one business and the transportation was 
merely incidental to the primary business. M. E. Bubis 
Truck Line Common Carrier Application.” 

4. Control of Leased V ehicles.°°—If the lessor controls 
the vehicles he leases (and the primary test which has 
been followed in this respect is the furnishing of the driv- 
ers), he is engaging in business as a common or contract 
carrier. Which classification he falls into depends on the 
circumstances. However, a bona fide lessee of a truck 
operating the truck as a private carrier needs no author- 
ity from the commission. Motor Haulage Co., Inc. 

8527 M. C. C. 264, 267 (1938). 

56 31 M. C. C. 771 (1942). 

57 Supra note 10. After the Court’s decision, the parent corporation dissolved 
the subsidiary transportation company and performed its own transportation 
service. Application for clarification of status was made to the commission 
and Schenley was held by Division 5 to be a private carrier. 48 M. C. C. 
405 (1948), affirmed by full commission 51 M. C. C. 65 (1949). 

587. C. C. Docket No. MC-96458, decided May 18, 1948 by Division 5. 

59 This question has aroused a great controversy and the Interstate Com- 


merce Commission conducted a general investigation on the subject in 1949. 
See ex parte No. MC-43. 
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Contract Carrier Application,” John J. Casale Contract 
Carrier Application.” 

5. Basing Price or Transportation Charges, on Com- 
mon or Contract Carrier Rates.—This practice has given 
rise to considerable controversy within the commission. 
One case, I. C. C. v. Jamestown Sterling,” which arose 
out of a request for an injunction by the I. C. C. under 
Sec. 322(b)” of Part II of the Act and decided by the 
Federal District Court in Buffalo, N. Y. in December, 
1945, held that a furniture manufacturer who transported 
a small portion of his own furniture in his own trucks to 
his customers and sold f.o.b. customer’s warehouses with 
cost of delivery added to the sale price, was a common 
carrier. The cost of delivery was computed on the basis 
of the rates of a common motor carrier who transported 
part of the company’s furniture. The court’s language 
in the decision is very confusing and its statement to the 
effect that the provisions of the Interstate Commerce Act 
pertaining to motor carriers discloses legislative intent 
that transportation by motor vehicles conducted for a 
profit should be regulated seems unwarranted either by 
the language of the definitions or the legislative history 
of the Act. The commission considers this case to have 
been impliedly overruled by the Supreme Court in the 
Schenley case“ regarding transportation by a subsidiary. 
In the Lenoir Chair Co. Contract Carrier Application,” 
decided by the commission, in 1948, on a similar factual 
situation (except that the furniture was sold f.o.b. at the 
mill), Division 5 of the commission held in a 2 to 1 de- 
cision, the operations to be those of a private carrier and 
dismissed the application. This decision was later 


60 46 M. C. C. 107 (1946). 

6149 M. C. C. 15 (1948). See also Note, 7 A. L. R. (2d) 456—reference 
regulation of the business of renting motor vehicles without drivers. 

62 64 F. Supp. 121 (W. D. N. Y. 1945). 

63 Supra note 15. 

64 Supra note 10. 

65 Lenoir Chair Contract Carrier Application, 48 M. C. C. 259 (1948). 

2 











16 THE GEORGE WASHINGTON LAW REVIEW 


affirmed by the full commission.” Division 5 of the 
commission also decided to the same effect as in the 
Lenoir case" in a later case in 1948 involving Burlington 
Mills.® 

In the recent Burlington Mills case (also a 2 to | deci- 
sion by Division 5), the commission said : 

Although Burlington is allowed by its suppliers an identi- 
fiable figure for transportation services provided by it in its own 
vehicles in connection with movements to its plants and ware- 
houses and although this amount is equal to a common carrier 
rate for the same service, we do not believe that these facts war- 
rant a conclusion that this constitutes carriage for hire. It is 
evident that neither Burlington nor any of the respondents, are 


engaged in transportation with a purpose to profit therefrom in 
the same sense as is a common carrier for hire.* 


The commission has reopened its proceedings in this 
case at the request of intervenors to permit a full hearing. 
The facts on which the original decision was made were 
stipulated. These cases will be further discussed in com- 
menting on the “primary business” versus the “for com- 
pensation”’ test. 

However, it should be noted here that had the James- 
town Sterling” decision been followed, it would have 
placed private motor carriers in the dilemma of, on the 
one hand, violating the Interstate Commerce Act, or, on 
the other, of possibly violating the discriminatory pricing 
provisions of the Robinson-Patman Act,” a result which 
was probably not unforeseen by the railroads and for hire 
motor carriers who advocated the Jamestown Sterling” 
point of view in intervening briefs before the commis- 
sion in the Lenoir Chair case.” 


6651 M. C. C. 65 (1949). 
87 Supra note 65. 


68 Burlington Mills Corporation—Transportation for Compensation, 48 
M. C. C. 787 (1948). 


69 Td. at p. 791. 
70 Supra note 62. 
7215 U. S.C, §13-13b (1946). 
72 Supra note 63. 

73 Supra notes 65 and 66. 
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THE ULTIMATE TEST OF PRIVATE CARRIER STATUS 
“Primary Business” or “For Compensation” 


The commission has enunciated the obvious premise 
that each case arising under the motor carrier definitions 
must be decided on its own facts. The cases just discussed 
illustrated the varying factual situations which have 
arisen. 

However, the commission has recognized that there is 
a major or ultimate test for determining private carrier 
status. This test is known as the “primary business” test.” 

The first major challenge to the commission’s use of 
this test was advanced by intervenors in the Woitishek 
Common Carrier Application” decided in 1943. The 
intervenors represented the position of rail and for hire 
motor carrier interests and advocated the adoption of a 
“for compensation” * test as the ultimate distinction be- 
tween common or contract and private carriers. 

The basic significance of the advocated “for compen- 
sation” test is that it would, in effect, read out of the com- 
mon carrier definition the wording “holds itself out to the 
general public” (which was the old common law test 
for a common carrier and recognized by the commission 
in N.S. Craig Contract Carrier Application). It would 
also, in effect, read out of the contract carrier definition 
the wording “under individual contracts or agreements.” 
To say the least, the effect of the adoption of the “for 
compensation” test on presently recognized operations of 
private carriers would be drastic. 





74 The “primary business” test has also been recognized and upheld in cases 
in two circuit courts of appeals specifically in Interstate Commerce Commission 
v. Tank Car Oil Corporation, 151 F. (2d) 834 (C. C. A. 5th, 1945), and im- 
pliedly in A. W. Stickle & Co. v. Interstate Commerce Commission, 128 F. (2d) 
155 (C. C. A. 10th, 1942), and Interstate Commerce Commission y. Clayton, 
pod F. (2d) 967 (C. C. A. 10th, 1942) decided by the same court on successive 

ays. 

75 Supra note 12. 

76 This test gained some recognition in Interstate Commerce Commission v. 
Jamestown Sterling Corporation, supra note 62, but has not been followed by the 
commission, Lenoir Chair Company Contract Carrier Application, supra notes 
65 and 66, or by other courts. 

77 28 M. C. C. 629 (1941). 
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The basic facts in the Woitishek case” were that he was 
engaged in the purchase, sale and transportation of build- 
ing materials. He maintained warehouses and yards for 
the storage of these materials. His transportation activi- 
ties were (1) in trucking materials from California to 
his yards in Nevada, (2) in making deliveries from his 
yards to customers in Nevada and (3) in transporting 
materials already sold directly from his sources of supply 
to certain large customers. Sales were delivered at flat 
prices and transportation charges were not separately in- 
voiced. About forty percent of sales were the direct de- 
liveries to large customers. 

The commission, after thorough consideration of the 
case, decided that Woitishek was a private carrier and 
upheld the “primary business” test. ‘The commission 
said in the Woitishek case: 

There is a substantial line of cases in which the applicants 
have been found to be primarily engaged in some business other 
than transportation to which the transportation performed was 
bona fide incidental. 

Thus, we have a line of cases wherein persons engaged pri- 
marily in the supplying of transportation for compensation and 
with a purpose to profit from the transportation charge have been 
found to be carriers for hire, notwithstanding that each was the 
owner of the goods transported while in transit and was trans- 
porting them for the purpose of sale and perhaps also had some 
other of the characteristics of a merchandiser. . . . In other 
words, the finding for or against a carrier-for-hire status in each 


such case has turned upon the sole question of fact as to the 
primary business of the transporter. . . .7° 


The commission went on to point out the significance 
of the decisions by the Tenth Circuit Court of Appeals 
in Interstate Commerce Commission v. Clayton® and 
A. W. Stickle and Co. v. Interstate Commerce Commis- 
sion,” handed down in 1942 on successive days. The 
commission said that when the two decisions were read 
together it was clear that the court had based its conclu- 


78 Supra note 12. 
79 Supra note 12 at p. 197. 
80 Supra note 74. 
81 Supra note 74. 
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sion in each case on what it deemed to be the primary 
business of the operator and that had the court been con- 
trolled by the fact that compensation for transportation 
was received in a form identifiable as such, it would have 
found that both operators were performing transportation 
for compensation within the meaning of the common and 
contract carrier definitions. (The court found Stickle to 
be primarily engaged in transportation and Clayton to be 
a private carrier.) 

While the W oitishek case® clearly established the “pri- 
mary business” test, some of the language regarding “com- 
pensation” was not clear and lent some support to the con- 
troversy which later came to a climax in the Lenoir Chair 
Contract Carrier Application.* ‘There are other cases 
since the Wottishek decision which involve the “primary 
business” and the “for compensation” issue but discussion 
will primarily be limited to the Lenoir case* since it rep- 
resented an exhaustive reconsideration of the ultimate 
test for determining private carrier status. 

Lenoir® filed an application for a permit and moved 
to dismiss on the grounds that it was a private carrier. 
The action was taken to clarify its status due to trouble 
with Florida authorities who contended Lenoir should 
have a permit from the Interstate Commerce Commission. 

The facts in the Lenoir case were, briefly, that the com- 
pany was engaged in the manufacture of furniture. Since 
1929 it had transported a portion of its products in 
its own trucks to customers in several states and had also 
transported materials and supplies to its plants. The fur- 
niture was sold f.o.b. and the delivery charges were in- 
voiced separately at a figure comparable to rail or for 
hire motor carrier charges. This was done so that the 
delivered price would be the same regardless of the meth- 


82 Supra note 74. 
83 Supra note 12. 
84 Supra notes 65 and 66. 
85 Supra notes 65 and 66. 
86 Supra note 65. 
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od of transportation used. Supplies and materials were 
purchased f.o.b. origin although sometimes a freight al- 
lowance was made by the suppliers. 

The case would probably have been routine except for 
the intervention of the Regular Common Carrier Con- 
ference of the American Trucking Associations, Inc., Na- 
tional Tank Truck Carriers, Inc., The Contract Carriers 
Conference of the American Trucking Associations, Inc., 
and the Rail Carriers Trunk Line Territory (with one 
exception). These intervenors contended that the com- 
mission erred in the Woittshek case in finding that a 
private carrier may receive not only compensation but 
also an incidental profit from his motor carrier opera- 
tions without that fact being controlling as to his status. 
They requested the commission to reexamine its policy 
and find that where a private carrier, transporting prod- 
ucts of which it is the owner or bailee, in furtherance of 
its commercial enterprise, charges and receives compen- 
sation which exceeds its cost of engaging in transportation, 
it has transcended the boundary of private carriage, and 
improperly and in violation of law, entered the field 
of for hire carriage. They contend that because Lenoir 
added to its factory price for furniture it manufactured, a 
rate comparable to the common carrier published rates, 
it was charging a rate which allowed not only a return 
of the cost of transportation but a profit and that Lenoir 
should accordingly be found to be a carrier for hire. 

The National Council of Private Motor Truck Own- 
ers and other groups representing private carrier inter- 
ests intervened on Lenoir’s behalf and requested the com- 
mission to reaffirm and clarify the Woitishek ™ decision. 

Division 5 of the commission thoroughly examined the 
issues and pointed out that Lenoir’s use of its own trucks 
served purposes other than pure cost considerations, such 
as convenience, goodwill, availability, etc. Division 5 


87 Supra note 12. 
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described the contention of the for hire interests that com- 
pensation should be the sole test as “unsound.” 

They also pointed out that Lenoir did not hold itself 
out either as common or contract carrier. They reaffirmed 
the Woitishek case and said: 


It must be determined whether the applicant is engaged pri- 
marily in a non-carrier business, whether its motor carrier opera- 
tions are conducted as a bona fide incident to and in furtherance 
of such primary business, and whether the operations are con- 
ducted with a purpose to profit therefrom as a separate and dis- 
tinct undertaking apart from the primary enterprise. We con- 
clude that applicant is primarily engaged in the manufacture of 
furniture, that its motor-carrier operations are a bona fide inci- 
dent to and in furtherance of its primary business, and that the 
transportation performed by it is not performed with a purpose 
to profit from the transportation as such. (Italics added.) ** 


The decision of Division 5 was 2 to | and the dissenting 
commissioner cited a water carrier case decided by Divi- 
sion 4, Phillips Packing Co. Common Carrier Applica- 
tion,’ which was an uncontested case under the so-called 
“orandfather clause,” where the applicant wanted to be 
declared a common carrier. The dissent seems to be to 
the same general effect as the Jamestown Sterling” deci- 
sion in the Federal District Court in Buffalo. How the 
dissent could be justified under the language of the defini- 
tions is not too clear. 

The Lenoir application was filed March 26, 1946 and 
the decision of Division 5 was made on May 27, 1948." 
The case was reconsidered by the full commission and 
the decision of Division 5 affirmed on November 8, 1949.” 
The commission rejected the “for compensation” test 
and restated the “primary business” test as follows : 

If the facts establish that the primary business of an operator 
is the supplying of transportation for compensation, then the car- 
rier’s status is established though the operator may be the owner, 


at the time, of the goods transported and may be transporting 
them for the purpose of sale. . . . If, on the other hand, the 


88 Supra note 65 at p. 264. 

89 260 I. C. C. 297 (1944). 

90 Supra note 62 and see note 76, 
%1 Supra note 65. 

92 Supra note 66. 
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primary business of an operator is found to be manufacturing 
or some other noncarrier commercial enterprise, then it must be 
determined whether the motor operations are in bona fide fur- 
therance of the primary business or whether they are conducted 
as a related or secondary enterprise with the purpose of profiting 
from the transportation performed. In our opinion, they cannot 
be both. . . . We do not mean that a private carrier may not 
under the law realize an incidental profit in the conduct of its 
motor carriage without forsaking or endangering its private 
=— status. . . . Each case must be determined on its own 
acts.** 


It is understood that the commission’s decision may be 
litigated by the intervenors for the for hire interests. It 
would appear to be a rather clear case for the determina- 
tion of the proper basic test. The commission has sub- 
stantially followed the Lenoir case in subsequent deci- 
sions.“* However, the issue has not yet been laid to rest. 


93 Supra note 66, at p. 75. 

94 See Charles Blaisdell Common Carrier Application, 51 M. C. C. 121 (1949), 
and Martin Rockwell Corporation Common Carrier Application, Docket No. 
MC-111415, January 23, 1950. But see Examiners Report in Theobald Indus- 
tries, Inc. Contract Carrier Application, Docket No. MC-110852 filed January 
10, 1950. 


oe 


THE TRIAL EXAMINER’S INTERMEDIATE 
REPORT AND ITS ROLE IN UNFAIR 
LABOR PRACTICE CASES* 


RANKIN M. GIBSON * 
INTRODUCTION 


The focal point of the National Labor Relations 
Board’s consideration of an unfair labor practice case is 
the trial examiner’s intermediate report. The report is 
the basic instrument of justice which vitally affects sub- 
sequent procedure and final judgment. To the extent 
that it assumes its proper role, it may clarify the contro- 
versy and render a just, final decision more probable and 
more easily determined. As an introduction to the role 
played by the report in the agency’s adjudicatory process 
that process will be examined briefly. 

An unfair labor practice case’ first comes to the atten- 
tion of the National Labor Relations Board when an in- 
dividual employee, an employer, or a union agent comes 
into a regional office of the board to recount his current 
troubles in the field of labor-management relations and 
to discuss the advisability of filing a charge of unfair 
labor practice. If a charge is made, it ordinarily must be 
filed with the regional director for the region® in which 
the alleged unfair labor practice has occurred or is oc- 
curring.* After it is filed a field examiner receives the 

* Member of the Bar of the State of Missouri. 

1 Only unfair labor practice cases will be considered because in employee rep- 
resentation cases the hearing officer does not submit an intermediate report to 
the National Labor Relations Board and because cases very infrequently arise 
under section 222 (f) of the Telegraph Merger Act, 57 Stat. 5 (1943), 47 
U. S. C., §222 (£) (1946). Further, a trial examiner very infrequently acts 
as a “hearing officer” in representation cases. 

2Cases arising under section 8 of the National Labor Relations Act, as 
amended, 61 Stat. 140 (1947), 29 U. S. C. Supp. I, § 158 (1948). 

3 The board has twenty-one regional offices located in some of the principal 
cities of the United States. See pp. 287-290, 14th Rep. N. L. R. B. (1950) 
for exact locations of the Regional Offices. 

4Rules and Regulations, Series 5, as amended, section 203.10; 29 App. 
U. S. C. Supp. I, § 203.10 (1948), 29 C. F. R. 102.10 (1949). (Hereafter only 


citation to the appendix to title 29, U. S. Code (1946) and to title 29 Code 
of Federal Regulations (1949) will be made.) A charge alleging that an 


[ 23] 
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charge for investigation. Investigation, conferences and 
frequently settlements follow.’ Subsequent to the inves- 
tigation the regional director may issue and cause to be 
served upon all the other parties a formal complaint in the 
name of the board.° 

Upon issuance of a complaint and notice of hearing by 
a regional director, under the supervision of the General 
Counsel of the board, a trial examiner, under the juris- 
diction of the board, will be designated to conduct the 
hearing.’ During the hearing the trial examiner func- 
tions generally as a trial judge. The hearings are open 
to the public unless otherwise ordered by the board or 
by the trial examiner.* 

Following the close of the hearing the trial examiner 
prepares and serves upon the parties an intermediate re- 
port, which contains his findings of fact, conclusions of 
law, and recommendations as to the disposition of the 
case.” Concurrent with the issuance of the intermediate 
report the case is transferred from the trial examiner to 
the board. 

If no exceptions are filed by the General Counsel or 
any party to the case within twenty days after service of 
the intermediate report upon the parties, or within such 
further period as the board may authorize, the recom- 
mended order of the trial examiner will become the order 
of the board.**” However, if exceptions to the report are 





unfair labor practice has occurred or is occurring in two or more regions may 
be filed with the Regional Director for any of such Regions. Whenever the 
General Counsel deems it necessary in order to effectuate the purpose of the 
Act or to avoid unnecessary costs or delay, he may permit a charge to be 
filed with him in Washington, D. C. See 29 App. U. S. C. Supp. I, § 203.33 
(1948), 29 C. F. R. 102.33 (1949). During fiscal year 1949, over 25,874 
cases were filed, 5,314 of which involved charges of unfair labor practices. 

514th Rep. N. L. R. B. (1950) 10. From 85 to 95 per centum of all unfair 
labor practice cases are settled informally. 

6 The person making the charge may secure a review of the regional direc- 
tor’s refusal to issue a complaint by the General Counsel in Washington, D. C. 
This right of review is not conferred by the Act. 

729 App. U. S. C. Supp. I, § 203.34 (1948), 29 C. F. R. 102.34 (1949). The 
hearing will be conducted by a trial examiner designated by the chief trial 
examiner unless the board or any member thereof presides. 

829 App. U. S. C. Supp. I, § 203.35 (1948), 29 C. F. R. 102.35 (1949). 

929 App. U. S. C. Supp. I, § 203.45 (1948), 29 C. F. R. 102.45 (1949). 

1061 Stat. 146 (1947), 29 U. S. C. Supp. I, § 160 (1948). 
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filed with the board the case is assigned to one member 
of the board, who is also a member of a panel of three, 
for analysis and thorough study. Upon completing his 
study of the case, with the help of his staff of legal assist- 
ants, the board member reports the case to the other mem- 
bers of the panel, or of the board, in appropriate cases.” 
The board member to whom the case has been assigned 
drafts a decision based upon the conclusions of the panel 
or of the full membership. After approval, the decision 
is served upon the parties to the case and published. Thus, 
except for the remaining problem of enforcement of its 
orders, the adjudicatory processes of the board come to a 
close. 

The balance of this paper will be devoted to an effort 
to indicate partial answers, at least, to some of the fol- 
lowing questions: Does the finality of decision contem- 
plated by the law for the trial examiner’s intermediate 
report exist in fact? If not, wherein does the system break 
down? Who are the trial examiners and should their 
determinations be final? How much independence do 
the trial examiners have in reaching a decision? What 
is the form and content of the intermediate report? What 
principal weaknesses, if any, appear in the reports? What 
is its effect upon and importance to the parties, the board, 
and the courts? What role should the intermediate re- 
port play in unfair labor practice adjudications? 


THE TRIAL EXAMINER’S CAPABILITIES AND INDEPEN- 
DENCE AS A QUASI-JUDICIAL OFFICER 


Any study of the effectiveness of administrative agency 
organization or procedure must necessarily consider the 


11 Section 3 (b) of the Act, 61 Strat. 139 (1947), 29 U. S. C. Supp. I, § 153 
(1948), provides: “The Board is authorized to delegate to any group of three 
or more members any or all of the powers which it may itself exercise.” Pur- 
suant to this authority, early in 1948 the board devised a system by which most 
of its cases would be decided by panels. Five panels were created, each con- 
sisting of three members. The full board continues to consider and decide cases 
involving heretofore undecided questions of law or policy. Approximately one- 
sixth of all cases reaching the board are considered by the full membership of 
the board. 
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personnel who place the plan into effect. A judicious 
and effective procedural plan can be placed in operation 
only as that machinery is exercised by wise and self-con- 
trolled men. To a large extent the effectiveness of the 
hearing and of the intermediate report in securing a 
proper disposition of the case is inherently one of per- 
sonnel and the traditions in which it is trained. Accord- 
ingly, attention is directed next to such matters as per- 
sonnel, its training, its supervision, and the conditions 
under which it works. 

The officials who conduct hearings for administrative 
agencies are known generally as examiners, trial exam- 
iners, hearing officers, presiding officers, inspectors, and 
by various other titles. Such officials as are employed by 
the National Labor Relations Board for the purpose of 
hearing unfair labor practice cases are called trial exam- 
iners” and are within the Division of Trial Examiners. 
This division comes under the jurisdiction of the board.” 
The division is situated in Washington and all trial ex- 
aminers work there when not traveling in circuit to hear 
evidence in labor-management cases. The board’s need 
of competent agents to conduct hearings and to render 
initial decisions is compelling, when the magnitude of the 
business coming within its jurisdiction is considered. In 
fiscal year 1949, 414 unfair labor practice cases were heard 
formally.* Obviously, it would be impossible for the 
board, consisting of only five members, to hear and deter- 
mine such a large number of cases in addition to its other 
duties without the help and assistance of a competent staff 
of trial examiners. 

There are a chief trial examiner, two assistant division 
chiefs, and 45 full-time trial examiners in the Division of 


1229 App. U. S. C. Supp. I, § 203.6 (1948), 29 C. F. R. 102.6 (1949). In 
representation cases and in jurisdictional dispute cases the official who conducts 
the hearing for the board is known as a “hearing officer.” While occasionally 
the service of a trial examiner is used in these cases, it is usual for a regional 
office employee to conduct such hearings. 

1313 Fed. Reg. 3091 (1948). 

1414th Rep. N. L. R. B. (1950) 11. 
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Trial Examiners.” All but two of the 48 trial examiners 
are lawyers who have been admitted to practice before 
either or both state and federal courts. Each has at least 
some college education and all but three have either a col- 
lege or a law degree. Their ages range from 33 to 66 
years, with approximately 50 per centum of them in the 
40 to 49 years group. All trial examiners now employed 
by the board have been appointed under Section 11 of 
the Administrative Procedure Act.** The grades and 
salaries of the trial examiners range from GS-13 at $7,600 
to GS-15 at $10,000, with twenty of them receiving $8,800 
or more. The experience of the individual trial examin- 
ers in the division is widely varied in both extent and 
kind. They include former teachers, writers, judges, 
practicing attorneys, and employees of other governmen- 
tal agencies. Although the board prefers to hire persons 
who have had previous experience in the labor relations 
field, many of the incumbent trial examiners had not had 
such experience before coming to the board. However, 
as of February 1, 1950, the incumbents had served as 
trial examiners with the board from about one month to 
over twelve years, with 60 per centum of them having 
four or more years of such experience. 

Generally the duties and functions of the board’s trial 
examiners are similar to those of atrial judge. In accord- 
ance with the provisions of Section 11 of the Administra- 
tive Procedure Act,” they engage in no activities other 
than those pertaining to the conduct of hearings and the 
preparation of reports based thereon. They conduct the 
hearings on the complaint filed in the case, order the 
amendment of pleadings, and rule on motions to inter- 
vene, to permit the taking of depositions, and to grant 
continuances. They take an active part in the develop- 


15 Statistics relating to trial examiner personnel are accurate as of January 


, 1950. 

16 60 Stat. 244 (1946), 5 U. S. C., $1010 (1946). The problems encoun- 
tered in administering this section of the Administrative Procedure Act are 
many and have occasioned much controversy. They will not be dealt with here. 
17 Cited, supra note 16. 
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ment and clarification of the record. After the close of 
the hearing they study the briefs and proposed findings 
submitted by the parties and the record. Based upon their 
study of the evidence and the law, they prepare and serve 
upon the parties an intermediate report (or decision) .* 
Clearly, if these duties and functions are to be fairly and 
competently executed, something is required in addition 
to competent personnel. Working conditions and other 
circumstances must exist which are conducive to an inde- 
pendent judicial proceeding and decision. 

All new trial examiners are given a special training 
course, which may last several months, when they join 
the Division of Trial Examiners.” Upon completion of 
this training course, they are assigned to work with expe- 
rienced trial examiners for a period of time, and are fin- 
ally designated to preside over hearings. The hearings 
assigned go progressively from relatively simple cases to 





18 29 App. U. S. C. Supp. I, § 203.35 (1948), 29 C. F. R. 102.35 (1949). The 
authority of a trial examiner is described by the board as follows: 


“The trial examiner shall have authority, with respect to cases assigned 
to him, between the time he is designated and transfer of the case to the 
Board, subject to the Rules and Regulations of the Board and within its 
powers: 

(1) To administer oaths and affirmations ; 

(2) To grant applications for subpenas; 

(3) To rule upon petitions to revoke subpenas ; 

(4) To rule upon offers of proof and receive relevant evidence; 

(5) To take or cause depositions to be taken whenever the ends of justice 

would be served thereby ; 

(6) To regulate the course of the hearing and, if appropriate or neces- 
sary, to exclude persons or counsel from the hearing for contempt- 
uous conduct and to strike all related testimony of witnesses refusing 
to answer any proper question; 

(7) To hold conferences for the settlement or simplification of the issues 
by consent of the parties, but not to adjust cases; 

(8) To dispose of procedural requests or similar matters, including mo- 
tions referred to the trial examiner by the Regional Director and 
motions to amend pleadings; also to dismiss complaints or portions 
thereof, and to order hearings reopened prior to issuance of Inter- 
mediate Reports (recommended decisions) ; 

(9) To make and file Intermediate Reports in conformity with section 8 
of the Administrative Procedure Act; 

(10) To call, examine and cross-examine witnesses, and to introduce into 
the record documentary or other evidence; 

(11) To take any other action necessary under the foregoing and author- 

ized by the published Rules and Regulations of the Board.” 


1°The kind and amount of training given varies with the experience and 
capacity of the new examiner. In every case a period of time is allowed in 
which the examiner may become familiar with the operations of the division. 
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cases of a more complex nature and as rapidly as the 
capacity of the new examiner will permit. 

While the supervision of new trial examiners may be 
rather close, after the preliminary training stages have 
passed, supervision is largely in the nature of consultation 
between the individual trial examiner and the chief trial 
examiner or his assistants. The trial examiner is beyond 
the jurisdiction of the General Counsel and only general- 
ly directed by the board.” If the trial examiner is in 
doubt as to the manner in which to dispose of a question 
of policy or law raised at a hearing or incident to the 
preparation of his intermediate report, he is at liberty to 
confer thereon with the chief trial examiner or his assist- 
ants or other trial examiners. In this way many questions 
of law and board policy about which the particular trial 
examiner is uncertain may be resolved. The examiner, 
however, may not in reaching his decision in the individ- 
ual case properly discuss the facts in issue with the chief 
trial examiner or his assistants, or any other person.” 
Weekly staff conferences are held by the chief trial ex- 
aminer or his assistants with all examiners who are pres- 
ent in Washington. Activity reports also are required 
each week from all trial examiners whether they are in 
Washington or in the field. 

The chief trial examiner does not designate the person 
to preside at the hearing in a particular case until a few 
days before the hearing, because it is not always possible 
for him to know which trial examiners will be available 
for assignment.” ‘This is so because it is impossible to 

20 See supra notes 13 and 16. 

21 After numerous conferences with the chief trial examiner and with indi- 
vidual trial examiners at which the writer sought to ascertain, through close 
and pointed questioning, whether any attempt was made by any supervisor to 
discuss what the facts of a pending case ought to be with the trial examiner to 
which it is assigned, the writer is convinced that the answer must be in the 
negative. 

22 In the assignment of cases, informality is the keynote. Wherever possible, 
the choice of the individual trial examiner with respect to location of hearing 
and type of case involved is respected. As to the procedure followed when a 
trial examiner becomes unavailable or is disqualified, see Rules and Regulations, 


29 App. U. S. C. Supp. I, § 203.36, § 203.37 (1948), 29 C. F. R. 102.36, 
102.37 (1949). 





30 THE GEORGE WASHINGTON LAW REVIEW 


know in advance the exact length of the hearings in prog- 
ress and whether such hearings may be recessed or ad- 
journed. These factors coupled with consideration of 
the size of the work load being carried by individual trial 
examiners at the time necessitates the formulation of a 
tentative schedule of assignments only, which schedule is 
corrected as cases are closed by settlement or postponed. 
Even after the trial examiner has been designated, his 
name is not publicized, because it may be necessary to 
substitute another examiner between the time of designa- 
tion and the hearing. Reassignments are sometimes re- 
quired by reason of adjournments or by resumptions of 
other hearings in which indefinite continuances had been 
granted. The foregoing assignment procedures are of 
long standing.” 

In determining the independence of the trial examiner, 
another factor should be explored, i.e., the work load 
borne by the trial examiner. If the work load of the 
Division of Trial Examiners is so excessive that the trial 
examiners do not have adequate time in which to analyze 
the evidence, to carefully consider their findings, to locate 
precedents and to work over their reports, then the qual- 
ity of the decisions rendered therein will be poor. Dur- 
ing fiscal year 1949, the 40 trial examiners then in the 
division conducted hearings in a total of 414 cases. The 
hearings ran to a total of 1,562 hearing days, with the 
average length of hearing being 4.72 days. The actual 
length of individual hearings varied widely from a frac- 
tion of a day to 52 actual hearing days in one case. Inter- 
mediate reports were issued in 328 cases. 

During the past few months there have been an average 
of approximately 90 cases in the division each month 
pending hearing and issuance of an intermediate report. 
This means that each of the now 48 trial examiners carries 


23 See note 68, page 15, Monograph of the Attorney General’s Committee on 
Administrative Procedure, Part 5, S. Doc. 10, 77th Cong., Ist Sess. (1941). 


24 14th Rep. N. L. R. B. (1950) 11. 
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a work load of about 2 cases at all times. Of course, not 
every individual trial examiner will have the same 
amount of work on hand; for example, one examiner may 
be conducting a hearing in a case this week, having fin- 
ished a hearing last week, and be writing an intermediate 
report growing out of a hearing concluded three weeks 
ago, while another examiner may be involved in a lengthy 
hearing of a case in which the hearing started three weeks 
ago just after he issued his last pending report. In this 
connection it should be pointed out that the number of 
cases being considered by a particular trial examiner at 
any given time will not always accurately reflect the 
amount of work he has todo. There are for consideration 
here other factors such as size of the record,” complexity 
of the issues and of the evidence involved, whether the 
entire case was heard at one sitting or whether it was 
heard piecemeal over a period of several weeks or even 
months. During certain periods the trial examiners may 
be under greater pressure than at other times, e.g., the 
division puts on a campaign near the end of each month 
to have as many reports as possible completed and issued. 
Although from time to time a particular trial examiner 
may have a heavy work load on hand, it does not appear 
to the writer that the amount of work required of indi- 
vidual trial examiners is so great as to impair the quality 
of decisions issued. 


THE FORM AND CONTENT OF THE INTERMEDIATE REPORT 


The regulations” issued by the board to effectuate the 
provisions of Section 10 (c) of the Act* require the trial 


25 By section 203.45 of the Rules and Regulations, 29 App. U. S. C. Supp. I, 
§ 203.45 (1948), 29 C. F. R. 102.45 (1949), it is provided that “The charge 
upon which the complaint was issued and any amendments thereto, the complaint 
and any amendments thereto, Notice of Hearing, answer and any amendments 
thereto, motions, rulings, orders, the stenographic report of the hearing, stip- 
ulations, exhibits, documentary evidence, and depositions, together with the 
Intermediate Report and recommended order and Exceptions, shall constitute 
the record in the case.” Cf. section 7 (d), Administrative Procedure Act, 60 
Start. 241 (1946), 5 U. S. C., § 1006 (d) (1946). 

2629 App. U. S. C. Supp. I, § 203.45 (1948), 29 C. F. R. 102.45 (1949). 

2761 Srat. 146 (1947), 29 U. S. C. Supp. I, § 160 (c) (1948). 


3 
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examiner to prepare an intermediate report and recom- 
mended order. Such report contains findings of fact, 
conclusions of law, and recommendations as to the dispo- 
sition of the case.” The typical report is a mimeo- 
graphed, single-spaced document, frequently being from 
25 to 50 or more legal size pages in length. Although it 
appears that no specific instructions are given to trial ex- 
aminers as to the form of the report, typically they are 
organized in the same pattern. 

Following the formal and introductory portions of the 
report are the trial examiner’s findings of fact. The find- 
ings consist of a detailed summary of the evidence heard. 
They begin with a brief statement of the business of the 
respondent and a description of the labor organization 
involved. Thereafter follow findings with respect to the 
unfair labor practices in the case, the effect of the unfair 
labor practices upon commerce, and the remedy. Al- 
though references to pages of the transcript of testimony 
are seldom used, the findings are replete with references 
to and quotations from testimony of particular witnesses. 
Sometimes quotations several pages in length from the 
record will be found in connection with the trial exam- 
iner’s analysis of the testimony or the resolution of con- 
flicting evidence. 

The most outstanding characteristic of the intermedi- 
ate reports is their detail relating to the unfair labor prac- 
tices involved. In summarizing the record the trial ex- 
aminer discusses and evaluates the evidence he heard 


28 The regulation cited in note 26, supra, provides in part: 


“After a hearing for the purpose of taking evidence upon a complaint, 
the Trial Examiner shall prepare an Intermediate Report and recommended 
order, but the initial decision shall be made by the Board. Such report shall 
contain findings of fact, conclusions, and the reasons or basis therefor, upon 
all material issues of fact, law or discretion presented on the record, and 
the recommended order shall contain recommendations as to what disposi- 
tion of the case should be made, which may include, if it be found that the 
respondent has engaged in or is engaging in the alleged unfair labor prac- 
tices, a recommendation for such affirmative action by the respondent as will 
effectuate the policies of the Act. . 


> section 8 (b), Administrative Procedure Act, 60 Stat. 242 (1946), 5 
. S. C., $1007 (b) (1946). 


as spe - 
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during the course of the formal hearing. He may give 
his views as to the demeanor of the witnesses, their cred- 
ibility, and the basis of his resolution of conflicts in testi- 
mony. It appears from a reading of such reports, how- 
ever, that in many cases an unnecessarily large amount 
of the testimony in the case is summarized, usually in nar- 
rative form.” Toa limited extent one will find among the 
findings of fact a discussion of decisions of the courts and 
of the board and interpretations of the Act. 


In a brief section of the findings of fact entitled “The 
Remedy” the trial examiner summarizes the recommen- 
dations which he will make for the disposition of the case. 
The language employed in this section is less formalistic 
than that used in the recommendations themselves. This 
section has been compared to the verdict of the jury found 
in court procedure. 


The two remaining sections of the report, which in- 
clude the trial examiner’s conclusions of law and recom- 
mended order, are comparable to the action taken by the 
trial judge in the courts of the land. The “Conclusions of 
Law” are numbered paragraphs which, without discus- 
sion, state the legal conclusions made, e.g., the union is a 
labor organization, the respondent by having done certain 
acts has interfered with, restrained, and coerced its em- 
ployees within the meaning of the Act, the unfair labor 
practices affect commerce within the meaning of the Act. 
Upon the basis of the findings of fact and conclusions of 
law made by the trial examiner, he next recommends to 
the board an appropriate order. Presumably for the 
information of the parties, the “Recommendations” close 
with a summary of the law and regulations relative to the 
applicable procedures for filing exceptions to the inter- 


29 A similar observation was made in 1941 by the Attorney General’s Com- 
mittee on Administrative Procedure. In this connection the reader is referred 
to Appendix L, pages 439-440, of the Committee’s final report, S. Doc. 8, 77th 
Cong., Ist Sess. (1941), for a description of the form and content of the inter- 
mediate report as of that time. It will be observed that the past decade has 
wrought little, if any, change in the organization of the typical report. 
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mediate report with the board, to the right of parties to 
request permission of the board to make oral arguments, 
and to the effect of a failure to file exceptions to the report 
within twenty days after the date of the receipt of the re- 
port. To this signed intermediate report there are ap- 
pended notices to employees and other materials, e.g., lists 
of employees to be offered reinstatement, incident to ef- 
fectuating the order recommended. 


THE DECISION WRITING PROCESS 


The trial examiner does not usually undertake the writ- 
ing of the intermediate report until after he has received 
the official transcript of the testimony offered and re- 
ceived at the hearing and after the briefs, if any, have 
been filed by the parties. Where possible an attempt is 
made to keep the trial examiners in Washington for a 
period of time between trips to the field in order to facili- 
tate the preparation of their intermediate reports.” The 
matter of granting time to counsel for the parties to file 
briefs is troublesome. As is to be expected counsel more 
or less routinely ask permission to file briefs and proposed 
findings of fact and conclusions of law. Applications for 
an extension of time in which to file these briefs are com- 
mon. For the most part, additional time is given if no 
undue delay is likely to be occasioned by the extension of 
time. Although the examiner’s job of writing the report 
quite likely would be lightened by study of well-reasoned 
briefs, frequently it is necessary for him to prepare his 
intermediate report without the benefit of such briefs be- 
cause counsel fail to file them or delay filing them so long 
that the pressure of work requires the preparation of the 
report without further delay. 

After a review of the record and the briefs, if any, filed 
by counsel, the trial examiner begins drafting his report. 
This is a matter of individual work by the trial exam- 





*0 The trial examiners in the division spend about one-third of the time in 
travel status for the purpose of conducting hearings. 
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iner as he has no assistants” to act as law clerks in such 
matters as checking the accuracy of the statements of fact 
made in the report or searching for and analyzing appli- 


cable precedents in the mass of decisions by the courts and 
by the board. 


As required by law the sole responsibility for the valid- 
ity of the analysis of the evidence and the law as well as 
the effectiveness of the report in reflecting that analysis 
rests. upon the individual trial examiner who prepares 
and signs the report. This independent quasi-judicial 
status of the trial examiner already firmly established by 
the provisions of the Administrative Procedure Act, was 
further directed and given added emphasis by the follow- 
ing amendment to Section 4 (a) of the Act:” 


No trial examiner’s report shall be reviewed, either before 
or after its publication, by any person other than a member of 
the Board or his legal assistant, and no trial examiner shall ad- 
vise or consult with the Board with respect to exceptions taken 
to his findings, rulings, or recommendations. 


THE FUNCTIONS OF THE INTERMEDIATE REPORT 


The functions of the trial examiner’s intermediate re- 
port have been stated to be as follows: 


The functions of an intermediate report are to avoid the 
necessity of Board consideration by securing immediate voluntary 
compliance with its terms, to sharpen the issues to be argued 
before the Board in cases where the parties are not content with 
the trial examiner’s appraisal of the controversy, and to provide 
the Board with the judgment of the —, who conducted the 
hearing and observed the witnesses. 


31 The staff of the Attorney General’s Committee on Administrative Proce- 
dure, at pages 27 and 28 of the Monograph, cited note 23 supra, dealing 
with the board, recommended that a small staff of law assistants to the trial 
examiners should be established. The chief trial examiner in discussing this 
matter with the writer also has suggested that the services of a group of 
assistants would aid the division in more effectively and expeditiously accom- 
plishing its task of report at 

3261 Strat. 139 (1947), 29 U. C. Supp. I, § 154 (a) (1948). Also see in 
ee, 60 Srart. 241, hy 244 (1946), 5 U. S. C., § 1006, § 1007, § 1010 
(1946) 

33 Monograph, page 22, cited note 23 supra. See paragraph 3340, ApmMINIS- 
TRATIVE PROCEDURE: A HANDBOOK OF LAW AND ProcepuRE Berore FEDERAL 
Acencies (1944), C. C. H., where the functions of the intermediate report 
generally are said to “. . . (1) secure the reaction of the official who actually 
heard the evidence, (2) present a basis upon which the parties may direct their 
briefs and arguments to the final agency authority, and (3) serve as a starting 
point for the guidance of the ultimate agency authority in making its decision.” 
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To these three functions may be added that of informing 
the court, upon judicial review, of what facts the agency 
has utilized, at least as to those portions of the intermedi- 
ate report adopted by the board, so that the existence of 
supporting evidence may be ascertained. 

With respect to securing immediate voluntary compli- 
ance with the terms of the intermediate report, an attempt 
was made in the 1947 amendment to the Act to give added 
emphasis to the finality of the trial examiner’s proposed 
report. Section 10 (e) of the amended Act provides in 
pertinent part: 

In case the evidence is presented before a member of the 
Board, or before an examiner or examiners thereof, such member, 
or such examiner or examiners, as the case may be, shall issue 
and cause to be served on the parties to the proceeding a proposed 
report, together with a recommended order, which shall be filed 
with the Board, and if no exceptions are filed within twenty days 
after service thereof upon such parties, or within such further 
period as the Board may authorize, such recommended order shall 
become the order of the Board and become effective as therein 
prescribed.** 

This provision, which is the authority for issuance of 
an intermediate report, appears to contemplate that the 
decision of the trial examiner should normally be a final 
determination of the issues presented in the case. The 
trial examiner’s recommended order in any case automat- 
ically becomes the order of the board unless exceptions 
(or what amounts to an appeal) are filed within a stip- 
ulated period of time. More is needed, however, than 
statutory declaration of public policy in order to give the 
intermediate report any substantial degree of efficacy in 
this area. 

3461 Srat. 146 (1947), 29 U. S. C. Supp. I, §160 (c) (1948). It should 
be remembered that when the Act was amended in 1947 there already existed 
the language of section 8 (a) of the Administrative Procedure Act, 60 Srart. 
242 (1946), 5 U. S. C., §1007 (a) (1946), which provided in pertinent part: 
“Whenever such officers make the initial decision and in the absence of either 
an appeal to the agency or review upon motion of the agency within time 
provided by rule, such decision shall without further proceedings then become 
the decision of the agency.” The legislative history of this subsection of 
the Administrative Procedure Act indicated that “in a broad sense the agencies’ 


reviewing powers are to be compared with that of courts under section 
10 (e) of the Act.” H.R. Rept. No. 1980, 79th Cong., 2d Sess., p. 38 (1946). 
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Securing voluntary compliance with the terms of the 
trial examiner’s report is largely in the field of public 
relations. Much can be gained by issuance of reports 
which will gain and hold the confidence of the parties to 
the contest. Creation of this feeling of confidence in the 
fairness and validity of the report can be secured best 
by discussing fully in the report the evidence, the infer- 
ences drawn from the basic facts, the applicable law, and 
the reasoning which led to the examiner’s conclusions. 
Regardless of the form and content of the report a feeling 
of confidence sufficient to secure voluntary compliance 
cannot be obtained if there was any element of bias and 
prejudice, real or fancied, on the part of the examiner in 
the conduct of the hearing.” 

That the parties fail to comply voluntarily with the 
terms of the intermediate report issued by the trial ex- 
aminer in a considerable number of cases is shown by 
the fact that only about 16 per centum of all unfair labor 


practice cases which go to hearing are disposed of without 
a further decision® by either or both the board or the 


35 While it is recognized that the factors of bias and prejudice of trial ex- 
aminers are very important, they are beyond the scope of this paper. The 
reader wishing to pursue this topic further may find the materials appearing 
in the cited publications a good starting point: (1941-42) 30 Gro. L. J. 54, 
(1947-48) 32 Minn. L. Rev. 199, (1948) 23 N. Y. U. L. Q. Rev. 109. 

36 14th Rep. N. L. R. B. (1950) at p. 164, shows the following disposition 
of unfair practice cases closed, by stage and method, during the fiscal year 1949: 
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federal courts. In this connection, attention is invited 
to fairly recent statistics compiled by the Director of the 
Administrative Office of the United States Courts, which 
indicate that only slightly under 24 per centum of all 
contested civil cases in the United States District Courts 
are appealed to the United States Courts of Appeals.” It 
should be borne in mind, of course, that any analogy 
which may be drawn between the role of the trial exam- 
iner and the role of the federal district court should not 
be pressed too hard. It must be remembered, for exam- 
ple, that about 90 per centum of all cases of unfair labor 
practices presented to the agency are adjusted informally, 
that in the cases requiring formal adjudication the factual, 
social, economic, and legal issues are frequently close and 
complex, and that the will of the contestants to win is 
strong. Furthermore, most of the employers and labor 
organizations so contesting are in good financial condition 
so that the expense of paying counsel fees and other costs 
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are not onerous. It should be noted, too, that the contes- 
tants have been anxious to have the recently amended Act 
construed by the final agency authority and by the courts 
so that their rights and duties will be defined for the pur- 
poses of determining future conduct. 

Incident to a discussion of the matter of securing volun- 
tary compliance with the terms of the intermediate report 


Fe: Rep. Dir. Adm. O., United States Courts (1950) 136, shows that dispo- 
sition of civil cases terminated in the 86 United States District Courts was as 
follows during fiscal year 1949: 


(All land condemnation cases omitted.) 


U. S. Cases Private Cases 
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. Judgment without contest or 
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1. Dismissed for want of 
prosecution1 


2. Default judgment 
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a. Before trial 
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a. Before trial 
b. During or after trial . 
. Contested judgments 


1. Judgment by decision of 
court before trial .... 


2. Judgment after court trial. 


3. Judgment by court dur- 
ing jury trial: 
a. Directed verdict 
b. Other 27 


4. Judgment on jury verdict. 850 
*, Other disposition 211 
. Remanded sia 263 








Total Cases s 14,498 4,321 6,677 10,211 2,284 


1 This includes 16 cases dismissed for want of prosecution after court trial had begun, 
12 — so trial was completed, 17 after jury trial had begun and 7 after jury trial was 
completed. 


The report at page 120 shows that of 2,989 appeals commenced in the United 
States Courts of Appeals during fiscal year 1949, 2,405 came from the United 
States District Courts. It is shown at page 116 of the report that of the 2,405 
cases so appealed, 1,962 were private and United States civil cases. The per 
centum figure given above for cases appealed was computed by dividing 1,962 
civil cases appealed by 8,190 total contested civil cases decided. 
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still another factor should be considered, i.e., the extent 
to which decisions of trial examiners are rejected wholly 
or partially by the board upon review. It is estimated 
that in about 41 per centum of the cases going to the 
board on exceptions, the conclusions of law and recom- 
mendations of the trial examiner have been accepted in 
their entirety. Complete reversal has occurred in ap- 
proximately 10 per centum of the cases appealed, and 
partial reversal in about 49 per centum of these cases.” 
By way of comparison, attention is invited to the current 
statistical report by the Administrative Office of the Unit- 
ed States Courts which indicates that about 68 per centum 
of all civil cases originating in the United States District 
Courts and then heard by the Courts of Appeals in fiscal 
year 1949 were affirmed and that about 28 per centum 
thereof were reversed.” Of course, the analogy between 
trial examiner and board and federal trial and appellate 
courts should not be pressed too hard. 

The extent to which the intermediate report of the trial 
examiner is effective (1) in providing the board with 
the judgment of the person who heard the testimony on 


38 This estimate is made by the writer and is based upon his analysis of the 
board’s decisions entered in unfair labor practice cases appearing in volumes 
79, 80 and 81 of the official reports. Volumes 79, 80 and 81 cover the period 
from August 21, 1948, to March 14, 1949. The standard used for determining 
what constitutes affirmance and reversal was as follows: (a) affirmance, where 
the trial examiner’s conclusions of law and recommendations were all adopted 
even though the board may have disagreed with the reasoning used by the 
examiner in reaching the conclusion—also one case where the board added one 
affirmative duty upon the respondent; (b) complete reversal, where all of trial 
examiner’s conclusions of law and recommendations were rejected even though 
the board may have agreed to all or a part of the examiner’s findings of fact; 
(c) Partial reversal, where the board rejected one or more of the trial exam- 
iner’s conclusions of law and recommendations. Only unfair labor practice 
cases being considered by the board the first time on exceptions filed to the 
intermediate report were counted. No cases were counted where the matter was 
being reconsidered by the board, where no exceptions were filed, or where 
exceptions were filed and later withdrawn. 

There also is for consideration footnote 94 appearing at page 22 of the 
Monogrdph, cited note 23 supra, which reads: 


“Tt is estimated that in about 70 per cent of the cases, the recommenda- 
tions of the trial examiner have been accepted in their entirety. Complete 
reversal has occurred in approximately 13 per cent of the cases, and partial 
reversal in somewhat less than 17 per cent. Even in the cases where the 
Board has arrived at the same results as those recommended by the inter- 
mediate reports, there have frequently been variations between the Board’s 
approach to the issues and that utilized by the trial examiners.” 
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the issue of the credibility of the witnesses, and (2) in 
sharpening the issues or presenting a basis upon which the 
parties may direct their briefs and arguments to the final 
agency authority, depends in large measure upon some of 
the considerations mentioned in the foregoing paragraphs. 
The trial examiner should spell out in his report the facts 
which he observed, where possible, which led him to feel 
one way or another about the credibility of the witnesses 
who testified during the hearing. Obviously these func- 
tions will be well performed as the report reveals the 
evidence relied upon, indicates that which is rejected 
and why, and shows the rationale by which the trial ex- 
aminer reached his conclusions. The report should re- 
flect both “primary or subsidiary” findings of fact and 
the “ultimate” findings or conclusions of law.“ The for- 
mer must support the latter and both must be supported 
by substantial evidence.“ These basic requirements for 
the content of the report will be met generally if the trial 
examiner makes a logical analysis of the case at hand. 


39 Cited note 37 supra, at page 116. Civil cases commenced and terminated in 
the United States Courts of Appeals during the fiscal year 1949, were as follows: 


United States Private 
Cases Cases 
Cases pending July 1, 1948 ................ 352 713 
Cases commenced .........cccccccccccccces 791 1,171 
ee Ree ee 665 1,132 
Cases pending June 30, 1949 ............... 478 752 
Cases disposed of without hearing or submis- 
2 Ee et pee ee 144 237 
Cases disposed of after hearing or submission: 
aise ter wits caedeoreccue aes tenes 521 895 
BEE ki. Ricckwctcsumaneraevrcedte 348 612 
SI orcs pave eae Wane ain one mals 9 38 
DEED, Gianciwksenuien#aacexeceseae 158 241 
GE ebedawakascatscnsdbsiesaaiooear 6 4 


40 The problems involved in this matter are discussed by Timberg, Adminis- 
trative Findings of Fact (1941-42) 27 Wasn. U. L. Q. 62, 169. 

41 Since this involves the so-called “substantial evidence” rule, which is not 
within the purview of this paper, the reader’s attention is invited to section 
10 (e) of the amended Act, 61 Stat. 146 (1947), 29 U. S. C. Supp. I, § 160 (e) 
(1948), providing that: “The findings of the Board with respect to questions 
of fact if supported by substantial evidence on the record considered as a whole 
shall be conclusive.” 
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In this connection, the court in Saginaw Broadcasting Co. 
v. Federal Communications Commission® spelled out, in 
the following language, the process by which a decision 
is properly reached: 

The process necessarily includes at least four parts: (1) 
evidence must be taken and weighed, both as to its accuracy 
and credibility; (2) from attentive consideration of this evidence 
a determination of facts of a basic or underlying nature must be 
reached; (3) from these basic facts the ultimate facts, usually 
in the language of the statute, are to be inferred, or not, as the 
case may be; (4) from this finding the decision will follow by 
the application of the statutory criterion. 

With respect to the function of helping inform the 
court, upon judicial review, of the facts the agency has 
utilized, it should be noted that at one time, it was the 
practice for the board’s decisions to contain a complete 
statement of the case, an analysis of the evidence on im- 
portant issues, findings of fact and conclusions. A few 
years ago, however, the board changed its practice so 
that its decisions simply adopt the trial examiner’s inter- 
mediate report as the opinion of the board, supplement- 
ing it when necessary with additional discussion or a 
restatement of the basis for decision on disputed issues. 
When the board disagrees with a proposed finding, its 
decision will make new findings on that issue and on the 
others approve and adopt the report. Only in rare in- 
stances is it necessary for the board to prepare a complete 
decision without adopting any portions of the trial exam- 
iner’s report. In the vast majority of cases the report, 
in toto, becomes a part of the board’s decision.“ It is 
evident then that in fact the report is a very important 
document in informing, upon judicial review, the court 
of the facts found by the board. 

Certainly to the extent of its adoption, the intermediate 
report is subject to careful scrutiny by the courts. In this 
connection, the situation, where the findings of basic facts 


4268 App. D. C. 282, 96 F. (2d) 554, 559 (1938), cert. den. Gross v. Saginaw 
Broadcasting Co., 305 U. S. 613, 59 Sup. Ct. 72, 83 L. ed. 391 (1938). 
43 Cox, Cases oN Lasor Law (1948) p. 629. 
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made by the trial examiner and the board were the same 
but where the final conclusions reached were different, 
was discussed by the United States Court of Appeals as 
follows, in the case of 4. E. Staley Manufacturing Co. 
v. National Labor Relations Board: “* 


A study of this record is rather convincing that there is no 
serious dispute as to the facts. The attorney for the Board in 
oral argument before this court pointed out that the facts found 
by the Board differed in no material respects from those reported 
by the Examiner. The former, however, reached a conclusion 
opposite to that reported by the latter. While we recognize that 
the Board is not bound by the findings or conclusions of its Ex- 
aminer, as is a court by its master or referee, and that its findings 
are conclusive if substantially supported, yet we think that where 
its conclusion rests on inferences, such can not prevail in face 
of direct evidence to the contrary. In the same connection, while 
the report of the Examiner is not binding on the Board, yet 
where it reaches a conclusion opposite to that of the Examiner, 
we think the report of the latter has a bearing on the question 
of substantial support and materially detracts therefrom. 


It appears that a disagreement between the board and 
the trial examiner may indicate at least that a conclusion 
contrary to that of the board is a reasonable one and may, 
therefore, properly be treated by the courts not as a factor 
to be weighed with the evidence, but as an indication that 
the evidence deserves closer examination. 


EVALUATION OF PROBLEM 


There is a need for making certain basic decisions 
which thus far have not been made and which possibly 
will not be made for several years to come. On the one 
hand there are statutory pronouncements which seem- 
ingly reflect a desire on the part of the Congress to give 
the initial decisions of the trial examiners a high degree 
of finality. On the other hand, however, there are facts 


44117 F. (2d) 868, 878 (C. C. A. 7th, 1940), noted (1941) 54 Harv. L. Rev. 
687-89. Accord, National Labor Relations Board v. Superior Tanning Co., 117 
F. (2d) 881, 889 (C. C. A. 7th, 1940); Wilson & Co. v. National Labor Rela- 
tions Board, 123 F. (2d) 411, 418 (C. C. A. 8th, 1941); National Labor Rela- 
tions Board v. Ohio Calcium Co., 133 F. (2d) 721, 724 (C. C. A. 6th, 1943) ; 
Wyman-Gordon Co. v. National Labor Relations Board, 153 F. (2d) 480, 483 
(C. C. A. 7th, 1946). Contra, National Labor Relations Board v. Universal 
Camera Corp., 179 F. (2d) 749 (C. A. 2d, 1950), 25 L. R. R. M. 2256. 





44 THE GEORGE WASHINGTON LAW REVIEW 


which show that in practice few of the parties involved 
treat the trial examiner’s intermediate report as having 
any degree of finality. Perhaps much of this difficulty 
arises out of the controversial nature of the work of the 
agency, and out of the attempt to completely separate the 
prosecution and decision functions of the National Labor 
Relations Board’s adjudication process. 

There is uncertainty as to just what role should be 
played by the trial examiner and by his intermediate re- 
port. Even though administrative agencies have been 
present on the American scene for several decades and the 
National Labor Relations Board itself has been in exist- 
ence for about 15 years, this aspect of administrative pro- 
cedure continues to present knotty problems. Although 
efforts have been made to compare the role of the trial ex- 
aminer and his report to that of special masters,** trial 
courts,** and agents,“ it is obvious that none of the anal- 
ogies can be pressed too far.“* Judge L. Hand in a recent 
case, National Labor Relations Board v. Universal Cam- 
era Corporation,” where the board had reversed the find- 
ings of the trial examiner, epitomizes the problem thus: 

The standing of an examiner’s findings under the Labor Re- 
lations Act is not plain; but it appears to us at least clear that 
they were not intended to be as unassailable as a master’s. The 
Old Act provided for “examiners”; but they did not have to 


make reports, and, although §10 (c) of the New Act requires 
them to do that, it does not undertake to say how persuasive 


their findings are to be.. . . Nothing is said [in the Administra- 
tive Procedure Act] as to what effect the “agency” must give 
to the “officer’s” findings. . . . 


Regardless of the relative merits of alternative theories 
which might be used in ascertaining the most desirable 


45 See Pittsburgh Plate Glass Co. v. National Labor Relations Board, 113 F. 
(2d) 698, 702 (C. C. A. 8th, 1940). 

46 13th Rep. N. L. R. B. (1949) 5. 

47 See Baltimore & Ohio Railroad Co. v. United States, 298 U. S. 349, 370, 
56 Sup. Ct. 797, 80 L. ed. 1209 (1936); National Labor Relations Board v. 
Botany Worsted Mills, 133 F. (2d) 876, 882 (C. C. A. 3d, 1943). 

48 See National Labor Relations Board v. Botany Worsted Mills, cited note 
47 supra, where Goodrich J. cautions against pressing too hard the analogy 
between trial examiner and board and trial court and appellate court. 

49179 F. (2d) 749, 752 (C. A. 2d, 1950), 25 L. R. R. M. 2256. 
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role to be played by the trial examiner’s intermediate re- 
port in unfair labor practice cases, the board is bound to 
effectuate, if possible, the intent of the Congress, as evi- 
denced in the Administrative Procedure Act and in the 
amended National Labor Relations Act. It seems fairly 
evident that these statutes require a personalized, inde- 
pendent analysis of the cases by the individual trial ex- 
aminer and by the board members. That these statutes 
were directed against tendencies toward institutionalized 
board decisions evidenced by factors such as the greater 
independence conferred upon trial examiners by the Ad- 
ministrative Procedure Act, the abolition of the Review 
Section of the Legal Division, the finality conferred upon 
the initial decision of the trial examiner in the absence 
of exceptions. 

One of the principal justifications for use of the admin- 
istrative process is that it provides a means of short-cut- 
ting the delays of technical legal procedures and furnishes 
the means whereby disputing parties may quickly have 
their rights determined. It has been said on many occa- 
sions that speed is of the essence in the determination of 
labor disputes. Bearing these considerations in mind 
along with the well-known fact that there is a delay of 
several months between the date a charge is filed until 
the date the board renders its decision, it was entirely 
reasonable for the Congress to attempt to clothe the decis- 
ion of the trial examiner with more than a modicum of 
finality. The practical problems incident to effectuating 
this policy, however, are many. 

There is no reason to expect initial decisions of other 
than a high quality to be issued by the trial examiners in 
unfair labor practice cases. This expectation is premised 
upon the fact that as a group the trial examiners are in 
the prime of life, have good educational and experience 
backgrounds, and have been employed by the board long 
enough to have acquired the necessary expertise. More- 
over, there is every indication that they individually enjoy 
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a high degree of professional freedom and independence. 
To the extent that the trial examiner’s intermediate re- 

port may be reinforced by changes in style and substance 

consideration should be accorded to the following: 

a. It is suggested that trial examiners should avoid any 
unnecessary summarization of the details of the record 
or long and extended quotation therefrom. Conversely, 
the trial examiner should avoid issuing a report contain- 
ing only a skeleton of conclusions. An awareness of the 
problem is probably the best guide that can be followed, 
for admittedly, in any specific case the inclusion or exclu- 
sion of factual material is largely a matter of wise per- 
sonal judgment. In this connection it also is suggested 
that page references to the record should be made, at 
least, where direct quotations are made therefrom. 

b. Obviously the trial examiner’s intermediate report 
should not assume the character of an appellate court de- 
cision, because fundamentally they are written for dif- 
ferent purposes. Necessarily incident to a finding of ulti- 
mate facts, however, is the logical application of the legal 
criteria to the facts. Confidence in the fairness and valid- 
ity of the decision depends to some extent at least, upon 
the trial examiner’s expression of his understanding of 
the law and the rationale by which he applies that law 
to the facts found.” In other words, the contestants want 
to feel, after reading the report, not only that the trial 
examiner understands and has fairly stated the facts of the 
case but also that he understands the legal yardstick and 
has logically and reasonably measured the facts thereby. 
While it is apparent that the validity of a decision is not 
necessarily made greater by reason of citation and analysis 
of the court and board decisions and interpretations of the 
statutory language, yet from a public relations viewpoint 
since the parties are represented and advised by lawyers, 
who are accustomed to such techniques, it is suggested 





50 See Norwood, Logical Treatment for Judicial Reports, (1946) 7 Fern. 
B. J. 286. 
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that there is a strong probability that acceptance of the 
validity of reports using those techniques would be great- 
er. Full utilization of this method of case analysis and 
opinion writing, in some cases, at least, also would be of 
some value to the trial examiner in clarifying and crystal- 
lizing his understanding of all aspects of both the factual 
and legal problems involved. 

Concededly, placing into effect the foregoing sugges- 
tions, will not automatically guarantee voluntary compli- 
ance with the terms of the report. Just what other proce- 
dural changes must be made in order that the trial exam- 
iner’s decision may gain a greater degree of conclusiveness 
probably rests with the Congress. It may well be that 
the emphasis the Congress has placed upon separation of 
the prosecution and judicial functions and consequently 
upon personalized judgments must, of necessity, be reced- 
ed from.” For example, the personalized decisions of 
both the trial examiner and the members of the board 
may stand as an inducement to the parties to except to 
the intermediate report in the hope that when they get 
before the board they may be able to convince a majority 
of the board to overrule or modify the trial examiner’s 
determination. Perhaps the passage of time may serve to 
educate the contestants to the merits of this procedural 
approach to the administrative problem. Again, it may 
be that the right of having the board itself review the case 
should be restricted or additional requirements for per- 
fection of an appeal imposed so that exceptions will be 
filed with the board in fewer cases. In any event it is 
clear that many important questions of administrative 
and legislative policy must be answered in this area. 


CONCLUSION 


Although, it is the smaller part of administrative adju- 
dication, as a whole most of the controversy over adminis- 





51 See Davis, Institutional Administrative Decisions (1948) 48 Cor. L. Rev. 
173 for an excellent statement weighing the relative merits of personal judg- 
ments and institutional decisions. 


4 





48 THE GEORGE WASHINGTON LAW REVIEW 


trative procedure has centered around formal adjudica- 
tion. The adjudicatory processes of the National Labor 
Relations Board have been subject to much of this contro- 
versy. One of the biggest issues raised is whether the 
agency’s decisions are motivated by any desire to deal 
with the parties or their interests otherwise than in the 
manner which an objective appraisal of the facts and 
furtherance of the public duty imposed by law upon the 
agency require. This problem was pointed up by the 
Attorney General’s Committee on Administrative Proce- 
dure in this way: 
. . . it is necessary that the evidence be heard and the facts be 
reported to the agency head by an official who shall command 
public confidence both by his capacity to grasp the matter at 
issue and by his impartiality in dealing with it. The heads of the 
agency cannot, through press of duties, sit to hear all the cases 
which must be decided. Their function is to supervise and direct 
and to hear protests of alleged error. If the initial decision— 
which may dispose of the case or be the statement of it from 
which appeal may be taken to the heads—can carry a hallmark 
of fairness and capacity, a great part of the criticisms of adminis- 
trative agencies will have been met.*? 

Although it is recognized that many of the difficulties 
incident to ascertaining the exact role of the trial exam- 
iner’s intermediate report in unfair labor practice cases 
are such as preclude any exact resolution at this time, it 
is believed that much can be accomplished by an aware- 
ness of the issues involved. A periodic study of the 
various factors involved, a conscientious effort to deter- 
mine the role which the intermediate report should play, 
and an evaluation of the degree of its efficacy in that role 
will do much toward meeting the criticisms which from 
time to time have been directed at the formal adjudica- 
tion procedures of the National Labor Relations Board. 


52 Cited, note 29 supra, at page 43. 
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EDITORIAL NOTES 


PATENTS—FINALITY OF R. S. 4915 DECREE 


When an applicant for a patent is denied one by the Patent Office, 
he has two ways of obtaining a review of the decision of the Patent 
Office. He may appeal to the Court of Customs and Patent Appeals,’ 
or he may bring a suit in equity in the district court under Section 
4915 of the Revised Statutes.? One method of review is exclusive of 
the other. Two decisions in the last few years have, by way of 
dicta, raised questions as to the finality of a decree under R. S. 4915 
with respect to the Commissioner of Patents. In Hoover v. Coe* the 
Court, in deciding that an applicant could bring a suit in equity after 
the Patent Office refused to allow claims which would result in an 
interference, said that the courts have never questioned the power of 
the Commissioner of Patents to reject claims allowed in a R. S. 4915 
suit on the basis of a new reference.® This gratuitous statement of 
the Supreme Court was used by the court in Jeffrey Mfg. Co. v. 
Kingsland ® as one basis for deciding that the Commissioner of Pat- 
ents was not precluded from rejecting claims on the basis of a new 
reference after an appeal to the C.C. P. A. The court reasoned that 
since the Commissioner could reject claims after a suit under R. S. 
4915 there could be no doubt as to the propriety of his rejecting 
claims after an appeal to the C. C. P. A. The court in sustaining 
the power of the Commissioner to reject claims after a successful 
appeal to the C. C. P. A. also based this decision on the ground that 
the decision of the C. C. P. A. is administrative and is only to advise 
the Patent Office and on the ground that public policy requires that 





1 Rev. Stat. (1875) § 4911, as amended, 35 U. S. C., $59a (1946). “If any 
applicant is dissatisfied with the decision of the board of appeals, he may appeal 
to the United States Court of Customs and Patent Appeals, in which case he 
waives his right to proceed under section 63 [R. S. 4915] of this title. If any 
party to an interference is dissatisfied with the decision of the board of inter- 
ference examiners, he may appeal to the United States Court of Customs and 
Patent Appeals. 

2 Rev. Star. (1875) § 4915, as amended, 35 U. S. C., §63 (1946). “When- 
ever a patent on application is refused by the Board of Appeals or whenever 
any applicant is dissatisfied with the decision of the board of interference exam- 
iners, the applicant, unless appeal has been taken to the United States Court 
of Customs and Patent Appeals, and such Appeal is pending or has been de- 
cided, in which case no action may be brought under this section, may have 


remedy by bill in equity . . . and the court having cognizance thereof, on 
notice to adverse parties . . . may adjudge that such applicant is entitled, 
according to law, to receive a patent for his invention. . . . And such adjudi- 


cation, if it be in favor of the right of the applicant, shall authorize the Com- 
missioner to issue such patent on the applicant filing in the Patent Office a copy 
of the adjudication and otherwise complying with the requirements of law. . . 

3 Supra note 1. 

4325 U. S. 79, 65 Sup. Ct. 955, 89 L. ed. 1488 (1945). 

5 Id. at 89. 

6179 F. (2d) 35 (App. D. C. 1949). 
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the Commissioner have the power to prevent issuance of invalid pat- 
ents. It is the purpose of this note to consider the finality of a 
R. S. 4915 decree and whether public policy requires that the Com- 
missioner have the power to reject claims after they were allowed 
in a suit under R. S. 4915. 


Suit Under Section 4915 


A suit under R. S. 4915 is a trial de novo in the district court.’ 
Any party, the Commissioner of Patents being an adverse party,*® 
may introduce evidence not considered by the Patent Office during the 
prosecution of the application.? The suit is a case or controversy’® 
as required by the Constitution as a condition for review by the 
United States Supreme Court. The court in hearing the suit is not 
acting merely as an advisory body or in an administrative capacity™ 
but is exercising judicial power.'? The Supreme Court has long exer- 
cised appellate jurisdiction with respect to suits under Section 4915,?* 
while consistently denying appellate review to suits which were not 
cases or controversies as required by the Constitution,’* and to in- 
stances where the lower court was not exercising judicial power but 
was functioning in an executive,° administrative,’® or legislative’* 


7 Hoover v. Coe, supra note 4; Nichols v. Minnesota Mining and Manufac- 
turing Co., 109 F. (2d) 162 (C. C. A. 4th, 1940) ; General Electric v. Hygrade 
Sylvania Corp., 61 F. Supp. 476 (S. D. N. Y. 1944); Cothran v. Coe, 38 F. 
Supp. 984 (D. C. 1941). 

8 High Point v. Coe, 74 App. D. C. 364, 123 F. (2d) 65 (1941); Cleveland 
Trust Co. v. Berry, 99 F. (2d) 517 (C. C. A. 6th, 1938). 

9 Rev. Stat. (1875) § 4915, as amended, 35 U. S. C., §63 (1946). “In all 
suits brought hereunder where there are adverse parties the record in the 
Patent Office shall be admitted in whole or in part . . . without prejudice, 
however, to the right of the parties to take further testimony.” 

10 Cleveland Trust Co. v. Berry, supra note 8; Cleveland Trust Co. v. Nelson, 
51 (2d) 276 (E. D. Mich. 1931). 

11 [bj 


12 United States v. Duell, 172 U. S. 576, 19 Sup. Ct. 286, 43 L. ed. 559 (1899) ; 
United States ex rel. Bernardin v. Seymour, 10 App. D. C. 294 (1897). 

13 Hoover v. Coe, supra note 4; American Steel Foundries vy. Robertson, 
262 U. S. 209, 43 Sup. Ct. 541, 67 L. ed. 953 (1923); Gandy v. Marble, 122 
U. S. 432, 7 Sup. Ct. 1290, 30 L. ed. 1223 (1887). 

14 Stearns v. Wood, 236 U. S. 75, 35 Sup. Ct. 229, 59 L. ed. 475 (1915); 
Muskrat v. United States, 219 U. S. 346, 31 Sup. Ct. 250, 55 L. ed. 246 (1911) ; 
United States v. Evans, 213 U. S. 297, 29 Sup. Ct. 507, 53 L. ed. 803 (1909) ; 
United States v. Ferreira, 13 How. 40, 14 L. ed. 40 (U. S. 1851); Hayburn’s 
Case, 2 Dall. 409, 1 L. ed. 436 (U. S. 1792). See Tutun v: United States, 270 
U. S. 568, 578, 46 Sup. Ct. 425, 70 L. ed. 738 (1926); Interstate Commerce 
Commission v. Brimson, 154 U. S. 447, 14 Sup. Ct. 1125, 38 L. ed. 1047 (1894). 

15 Hayburn’s Case, supra note 14. 

16 Federal Radio Commission vy. General Electric Co., 281 U. S. 464, 50 Sup. 
Ct. 389, 74 L. ed. 969 (1930); Postum Cereal Co. v. California Fig Nut Co., 
272 U. S. 693, 47 Sup. Ct. 284, 71 L. ed. 478 (1927); In re Sanborn, 148 U. S. 
222, 13 Sup. Ct. 577, 37 L. ed. 429 (1893); Gordon y. United States, 2 Wall. 
561, 17 L. ed. 921 (U. S. 1864), Appendix 117 U. S. 697 (1885). 

17 Keller v. Potomac Electric Power Co., 261 U. S. 428, 43 Sup. Ct. 445, 67 
L. ed. 731 (1923); Prentis v. Atlantic Coast Line Co., 211 U. S. 210, 29 Sup. 
Ct. 67, 53 L. ed. 150 (1908). 
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capacity. It is not within the power of Congress to confer on the con- 
stitutional courts of the United States any function which is not judi- 
cial in nature.* Since the suit under Section 4915 is a case and is an 
exercise of judicial function the judgment of the court must be treated 
as and have the same effect as a judgment rendered in any civil case. 

An appeal to the C. C. P. A. differs from a suit under Section 4915 
in that it is limited to the record which was before the Patent Office,?® 
the decision is not a judicial judgment,”° and therefore is not review- 
able by the United States Supreme Court, the proceedings being 
merely administrative.” 


Finality Required 


To have a case or controversy within the making of the Constitu- 
tion the decree of the court must finally determine the rights of the 
parties.** The court cannot give merely an advisory opinion,”* nor 
can the legislature subject a judgment of the court to review by an 
executive, administrative or legislative agency.2* Review by an execu- 
tive, administrative or legislative agency would not only remove final- 
ity from the decree of the court but would also violate the doctrine 
of separation of powers in the government.”® The fact that further 
proceedings in the administrative body may be necessary, or that the 
judgment of the court aids an administrative body in carrying out its 
function does not mean the court functions as an administrative body 
as long as the decision of the court is a final and indisputable basis 
for action by the administrative body.?* Nor is it fatal to the judicial 
power if the court cannot change the action of the administrative body 
but must remand its decision to that body for action according to the 


18 Keller v. Potomac Electric Power Co., supra note 17. 

19 Supra note 1 

20 Postum Cereal Co. v. California Fig Nut Co., supra note 16; Baldwin v. 
Howard Co., 256 U. S. 35, 41 Sup. Ct. 405, 65 L. ed. 816 (1921); Atkins v. 
Moore, 212 U. S. 285, 29 Sup. Ct. 390, 53 L. ed. 515 (1909); Rousso v. First 
National Bank, 37 F. (2d) 281 (C. C. A. 6th, 1930). 

21 Postum Cereal Co. v. California Fig Nut Co., supra note 16; Butterworth 
v. Hoe, 112 U. S. 50, 5 Sup. Ct. 25, 28 L. ed. 656 (1884). 

22 Federal Power Commission v. Pacific Power and Light Co., 307 U. S. 
156, 59 Sup. Ct. 766, 83 L. ed. 1180 (1939); AEtna Life Insurance Co. v. 
Haworth, 300 U. S. 227, 57 Sup. Ct. 461, 81 L. ed. 617 (1937); Federal Radio 
Commission v. Nelson Bros., 289 U. S. 266, 53 Sup. Ct. 627, 77 L. ed. 1166 
(1933) ; Postum Cereal Co. v. California Fig Nut Co., supra note 16. 

23 Muskrat v. United States, supra note 14; Hunt v. Palao, 4 How. 589, 
11 L. ed. 1115 (U. S. 1846). 

24 Old Colony Trust Co. v. Commissioner of Internal Revenue, 279 U. S. 716, 
49 Sup. Ct. 499, 73 L. ed. 918 (1929); cases cited supra, notes 15, 16, and 17. 

25 See Gordon vy. United States, supra note 16. Cf. United States v. Jones, 
119 U. S. 477, 7 Sup. Ct. 283, 30 L. ed. 440 (1886). 

26 Interstate Commerce Commission v. Brimson, supra note 14. Cf. Federal 
Power Commission v. Pacific Power and Light Co., supra note 22; In re San- 
born, supra note 16. 
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decision.*”7 The court will not assume that an administrative body 
will violate its duty and fail to carry out the decision of the court.” 

Hayburn’s Case*® was one of the first decisions involving the ques- 
tion of the power of Congress to confer on constitutional courts juris- 
diction to act in an administrative or executive manner. Congress 
had passed an act relating to pensions and to claims of war widows 
and orphans which were barred by the statute of limitations.*° The 
circuit courts were given jurisdiction to determine who was eligible 
under the Act and were to transmit their decision to the Secretary 
at War, who was to put the person on the pension list. There was 
a proviso however which gave the Secretary at War the power to 
suspend any person from the list if the Secretary had reason to sus- 
pect mistake or imposition.** The Act was held unconstitutional by 
various circuit courts because it conferred on the courts a function 
which was not judicial and because the decree of the court was subject 
to revision by the legislative and executive branches of the govern- 
ment. The Supreme Court never handed down a decision in Hay- 
burn’s Case since Congress before the hearing of the case by the Court 
repealed the proviso which in effect gave the Secretary at War the 
power of review.** However the reasons for the action of the circuit 
courts were expressed by the judges in letters written to President 
Washington.** The principles set forth in the letters to President 
Washington have been adopted by a long line of decisions in the 
Supreme Court.** 


27 Federal Radio Commission v. Nelson Bros., supra note 22; Hoover v. Coe, 
supra note 4. 

28 Federal Power Commission v. Pacific Power and 7“ supra note 22; 
Vermont Farm er Co. v. Marble, 20 F. 117 (C. C t. 1884). 

29 Supra note 

30 Act of sr 23, 1792, Ch. XI, 1 Star. 243. 

31“. | . the Secretary at War . . . shall cause the same to be duly filed 
in his office, and place the name of such applicant on the pension list of the 
United States, in conformity thereto; Provided always, That in any case, 
where the said Secretary shall have cause to suspect imposition or mistake, he 
shall have the power to withhold the name of such applicant from the pension 
list, and make report of the same to Congress, at their next session.” Section 
4, Act of March 23, 1792, supra note 30. 

32 Act of Feb. 28, 1793, Ch. XVII, 1 Stat. 324. 

33 The Circuit Court for Pennsylvania wrote, “Because . . . if the court 
had proceeded, its judgments might under the same act, have been reversed and 
controlled by the legislature and by an officer in the executive department. 
Such revision and control we deemed radically inconsistent with the indepen- 
dence of that judicial power which is vested in the courts. . . .”’ 2 Dall. 411. 
The Circuit Court for North Carolina wrote, “. . . yet inasmuch as the decision 
of the court is not made final, but may at least be suspended in its operation 
by the Secretary at War if, he shall have cause to suspect imposition or mis- 
take; this subjects the decision of the court to a mode of revision which we 
consider unwarranted by the Constitution.” 2 Dall. 412. 

34 Tutun v. United States, supra note 14; Muskrat v. United States, supra 
note 14; United States v. Evans, supra note 14; Interstate Commerce Com- 
mission v. Brimson, supra note 14; United States v. Waters, 133 U. S. 208, 
10 Sup. Ct. 249, 33 L. ed. 594 (1890) ; Gordon v. United States, supra note 16. 
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Originally the decision of the Court of Claims was not final but 
depended on the action of the legislature before it was carried into 
effect. The Supreme Court refused to review decisions of the Court 
of Claims since the judgment would not be final and conclusive upon 
the rights of the parties and execution could not be awarded to carry 
out the judgment.** It is no longer considered necessary that the 
court be capable of awarding process of execution in order to carry its 
judgment into effect,** but there has been no relaxation of the require- 
ment of finality and conclusiveness of judgment upon the parties as a 
necessary element of a case or controversy, or as a necessary element 
in determining that the power exercised by the court is not merely 
advisory or administrative so as not to be a violation of the doctrine 
of separation of powers. 

The Supreme Court in refusing to review decisions of the Court of 
Appeals for the District of Columbia in appeals from the Commis- 
sioner of Patents when they were exercising the jurisdiction now con- 
ferred on the Court of Customs and Patent Appeals** did not base 
their decision on the ground that the subject matter was not capable 
of a judicial review, but on the ground that the decision was not final 
and determinative of the rights of the parties.** The statute in the 
case of appeals from the Commissioner expressly provides that the 
decision on appeal shall not preclude any party from contesting the 
validity of the patent in any court.*® The only way we can reconcile 
the refusal of the Supreme Court to review decisions of the C. C. P. A. 
and their continuing practice of reviewing cases under Section 4915 
R. S. is to consider the decree under R. S. 4915 as binding on the 
parties. This distinction is recognized in interference cases which 
have been appealed to the C. C. P. A. and those which have been re- 
viewed by a bill in equity. In the former the losing party to the 
interference can contest the validity of the patent in a subsequent 
infringement suit on the same grounds which were involved in the 


35 Gordon v. United States, supra note 16. 

%6 Old Colony Trust Co. v. Commissioner of Internal Revenue, supra note 24; 
Nashville, Chattanooga and St. Louis Railway Co. v. Wallace, 288 U. S. 249, 
53 Sup. Ct. 345, 77 L. ed. 730 (1933). 

37 Formerly the appeals from the Commissioner were heard by a member of 
the Court of Appeals for the District of Columbia. In 1928 this jurisdiction was 
transferred to the C. C. P. A. The history of jurisdiction of patent appeals is 
set out in Hoover v. Coe, supra note 4 at pp. 84, 85, 86, 87. 

38 Postum Cereal Co. v. California Fig Nut Co., supra note 16. 

39“After hearing the case the court shall return to the Commissioner a 
certificate of its proceedings and decision, which shall be entered of record in 
the Patent Office, and shall govern the further proceedings in the case. But no 
opinion or decision of the court in any such case shall preclude any person inter- 
ested from the right to contest the validity of such patent wherein the same may 
‘ a in question.” Rev, Stat. (1875) § 4914, as amended, 35 U. S. C., 62 
(1946). 
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appeal to the C. C. P. A.*° If the interference proceeding has been 
reviewed by a bill in equity, the doctrine of res judicata is applicable 
and when a party in a subsequent suit attempts to raise the same 
questions as litigated previously in the proceeding under Section 4915 
R. S. he is precluded by the previous decree.*t The Commissioner 
is an adverse party to bill in equity involving interference proceed- 
ings** and it would seem that the decree must be equally as binding 
on the Commissioner of Patents as it is on the other parties to the 
suit.** If the principles of res judicata are to apply then the Com- 
missioner of Patents would be estopped from rejecting the patent on 
grounds which had been litigated before the district court. 

The court in the Jeffrey case relied on dicta in Hoover v. Coe* 
for their authority for their statement that the Commissioner could 
refuse to issue a patent on discovering a new reference after the 
question of patentability had been decided by the court in a suit 
under R. S. 4915; the court quoted Justice Roberts where he said, 


. where an applicant has succeeded in a bill filed under R. S. 
4915, the courts have not questioned the power of the Patent 
Office subsequently to disallow the claims for want of invention 
over a newly discovered reference to the prior art.*® 


The Supreme Court cited the case of Gold v. Newton*® in support 
of this statement, but an examination of the history of the case shows 
that the fact situation assumed by the Supreme Court never existed.* 





49 Morgan v. Daniels, 153 U. S. 120, 14 Sup. Ct. 772, 38 L. ed. 657 (1894) ; 
Rousso v. First National Bank, supra note 20. Decision of C. C. P. A. will be 
accepted as final unless party attacking shows that it is clearly erroneous. 

41 McNamara v. Powell Muffler Co., 38 F. Supp. 180 (N. D. N. Y. 1941). 
See Radio Corp. of America v. Radio Engineering Laboratories, 293 U. S. 1, 
5, 54 Sup. Ct. 752, 78 L. ed. 1453 (1934). 

42 Cleveland Trust Co. v. Berry, supra note 8. 

43 A newly discovered reference would only be a piece of evidence bearing on 
the issue of patentability and not a new issue. Patentability is a question of 
fact and not one of law. Faulkner v. Gibbs, 170 F. (2d) 34 (C. A. 9th, 1948), 
aff'd 338 U. S. 267, 70 Sup. Ct. 25 (1949). 

44 Supra note 4. 

45 Supra note 4 at p. 89. 

46 254 Fed. 824 (C. C. A. 2d, 1918). 

47 A filed an application and became involved in an interference with B. The 
interference was dissolved, certain of the counts being held unpatentable. A 
added during the ex parte prosecution claims which were substantially the same 
as those which had been declared unpatentable in dissolving the interference. 
The examiner rejected them, applying the decision in the interference as res 
judicata. The examiner was reversed on an appeal to the Examiners-in-Chief. 
Another interference was then declared between A and B. A was awarded 
priority and B appealed to the Court of Appeals for the District of Columbia 
(not a suit under 4915) contending that the dissolution of the first interference 
on the grounds that the involved counts were not patentable was res judicata. 
The court held that the doctrine of res judicata did not apply to the commission- 
er in this case. Gold v. Gold, 34 App. D. C. 229 (1909). B then brought suit 
under R. S. 4915 naming A and the Commissioner as defendants; the suit was 
asking for a decree on the interference and on a reissue application of B. The 
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There was no refusal of the Commissioner of Patents to issue a patent 
after a suit under R. S. 4915. 

The case closest to the discussion is the case of Radtke Patents 
Corporation v. Coe*® which involved an interference proceeding in 
the District Court for the District of Columbia. The senior party had 
previously obtained the claims involved in the interference in a suit 
under R. S. 4915. It was necessary to the decree in the R. S. 4915 
suit for the court to find that the application of the senior party dis- 
close the subject matter to which the claims were drawn. There was 
however no express finding to this effect by the court. The party 
opposing the senior party in the interference contended that the appli- 
cation of the senior party did not disclose the subject matter involved. 
The lower court held, without discussion, that the decree in the pre- 
vious suit under R. S. 4915 did not involve the principles of res judi- 
cata. This was affirmed by the court of appeals. The holding on 
this point is correct in any case since the junior party in the inter- 
ference proceeding was not a party to the first suit under R. S. 4915 
and therefore could not be estopped by the judgment in that suit.* 
Since there was no discussion of the point, we do not know whether 
or not the statement of the court meant to be applicable to the Com- 
missioner of Patents as well as to the opposing parties. It would seem 
that he should have been estopped from raising the question in that 
suit, on the basis of the previous judgment. 

There have been decisions which have recognized the necessity of 
making the decree of the court final and binding on the Commissioner. 
In Cleveland Trust Co. v. Nelson®® the respondent had received a 
favorable decision from the Patent Office in an interference proceed- 
ing. Petitioner brought suit in the district court under R. S. 4915. The 
respondent attacked the jurisdiction of the court on the grounds that 
a suit under R. S. 4915 was not a case or controversy as required 
by the Constitution but was merely an administrative, advisory, or 
declaratory action. The court, in holding that the suit was not 
merely advisory but determined a right or status,®! said that the 


court dismissed the suit as multifarious. Gold v. Gold, 181 Fed. 544 (S. D. 
N. Y. 1910), aff'd 187 Fed. 273 (C. C. A. 2d, 1911). Both A and B then pro- 
ceeded with ex parte prosecution. B was rejected on the basis of a Weber 
patent and appealed. The court decided in favor of the Commissioner. A 
became involved in another interference, this time with C. The interference 
was dissolved on the grounds that the counts were unpatentable over the Weber 
patent. After rejection of his claims on the basis of the Weber patent, A 
brought a suit under R. S. 4915 Gold v. Newton, supra note 46. 

4874 App. D. C. 251, 122 F. (2d) 937 (1941). 

4950 C. J. S. [Judgments, Sec. 763, and cases cited therein]. 

50 Supra note 10. 

51 Suggestions have been made that a suit under R. S. 4915 is declaratory in 
nature. See Zitner, Jurisdiction under R. S. 4915 Restricted (1944) 26 J. Par. 
Orrice Soc. 643. This would not affect the requirement that the parties be 
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decision cannot be ignored by the Patent Office but becomes the deci- 
sion of the Patent Office and is to govern the action of the Com- 
missioner. 

The court in Knutson v. Gallsworthy* held that the court of 
appeals could not review the question of patentability where there was 
no affirmative finding on the question by the district court, nor one 
that could be inferred from the record in the Patent Office. The 
court went on to comment in dictum that this holding might have far 
reaching effects when combined with the doctrine of res judicata 
which would require adverse parties to litigate in one action all ques- 
tions as to issuance which could have been brought before the court at 
that time.** The court recognized the fact that this was dictum and 
was in conflict with the dictum in Hoover v. Coe. 

In General Electric Co. v. Hygrade Sylvania Corp.** the defendant 
attacked the validity of the plaintiff’s patent on the ground that the 
district court whose decree in a suit under R. S. 4915 had authorized 
the Commissioner to issue the patent to the plaintiff, did not have 
jurisdiction of the suit for a patent since the plaintiff had, before 
filing his bill under R. S. 4915, filed an appeal to the C. C. P. A,, 
and had withdrawn the appeal without the permission of the C. C. 
P. A. The court held that this was a defense to the suit under R. S. 
4915 which could be waived, and since the Commissioner who waived 
the defense by not raising it would be barred by res judicata from 
attacking the decree, the decree was not open to collateral attack 
by the defendant. 

The position of the Commissioner of Patents appears analogous to 
that of the Secretary of the Treasury when claims have been liti- 
gated in the Court of Claims and a decision has been handed 
down. In United States v. O’Grady,®* the petitioner had recovered 
judgment against the government for 414 bales of cotton. When the 
petitioner presented the judgment to the Secretary of the Treasury 
for payment, the Secretary deducted from the judgment two cents 
per pound tax on the cotton. The petitioner brought suit for the 
amount deducted. The Supreme Court held that the counterclaim 
for the tax should have been asserted in the first suit; and since it 





bound by the decree. Alabama State Federation of Labor v. McAdory, 325 
U. S. 450, 461, 65 Sup. Ct. 1384, 89 L. ed. 1725 (1945); AE=tna Life Insurance 
Co. v. Haworth, supra note 22. 

52 82 App. D. C. 304, 164 F. (2d) 497 (1947). 

53 The doctrine laid down by Hill v. Wooster, 132 U. S. 693, 10 Sup. Ct. 228, 
33 L. ed. 502 (1890) requires the court to determine the issue of patentability 
in interference cases before authorizing the Commissioner to issue a patent. 

54 Supra note 7. 
55 22 Wall. 641, 22 L. ed. 772 (U. S. 1874). 
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was not, the United States was estopped by the principles of res 
judicata. The Court said, 


. it is quite clear that Congress can not subject the judgment 
of the Supreme Court to the re-examination and review of any 
tribunal or any other department of the government.*® 


This statement would appear to be as applicable to R. S. 4915 suits 
as to tax cases. 


Public Policy 


The court in the Jeffrey case emphasized the fact that public policy 
requires that the Commissioner have the power to prevent invalid 
patents from issuing and harassing the public. The legislature has 
however indicated that it does not expect the Patent Office to retain 
jurisdiction over patents indefinitely. Thus the Patent Office has no 
power to cancel a patent once it has issued,™’ and in the case of inter- 
fering patents the court has provided a court remedy for the protec- 
tion of the public.** 

Even though the Commissioner is bound by a R. S. 4915 decree 
and cannot reject on the basis of a new reference, it would not mean 
that the Commissioner cannot prevent the issuance of a patent which 
would be invalid because of a newly found reference. Where a party 
discovers new evidence of the judgment the proper procedure, which 
is also open to the Commissioner, is to bring a bill of review.°® While 
it has been held that a patent is a matter of record®’ and consequently 
a bill of review cannot be based on a newly discovered patent since 
it could have been discovered with diligence, and the granting a bill 
of review is largely within the discretion of the court and is not gov- 
erned by any hard and fast rules.** The public interest involved is 
an important factor in determining whether or not a bill of review 
should be granted. In the case of a newly found reference after a 
R. S. 4915 decree, it would not appear to be an abuse of the court’s 
discretion to grant the Commissioner a bill of review. 

We also have in our law a strong policy in favor of ending litiga- 
tion and maintaining certainty in the law. If the Commissioner is 
given the power to reject after a R. S. 4915 decree, the applicant, if 
he disagreed with the Commissioner, would once again have to seek 


56 Td. at p. 647. 

57 McCormick Harvesting Machine Co. v. Aultman, 169 U. S. 606, 18 Sup. Ct. 
443, 42 L. ed. 875 (1898). Cf. United States v. Harford Empire Co., 73 F. 
Supp. 979 (Del. 1947). 

58 Rev. Stat. (1875) § 4918, 35 U. S. C., $66 (1946). 

59 Craig v. Smith, 100 U. S. 226, 25 L. ed. 577 (1879). 

— Iron Co. v. Bradford Belting Co., 123 Fed. 91 (C. C. A. 6th, 

61 Supra note 56. 





EDITORIAL NOTES 59 


review of the Patent Office decision. Every time the applicant must 
appeal from the examiner’s decision and then seek a review of the 
Patent Office decision, the public loses since the time of issuance of 
the patent is delayed and consequently the expiration of the patent 
monopoly is also delayed. 


Conclusion 


A suit under R. S. 4915 must be considered as a case or contro- 
versy in view of the Supreme Court’s long and continued practice 
of reviewing the decrees in these cases. The decision in the case 
must be a judgment of the court and must be as binding on the parties 
as any other judgment of the court. To allow the Commissioner of 
Patents to reject claims after allowance in a suit under R. S. 4915 
would remove the finality necessary to a court decree, make the opin- 
ion of the court only advisory and a step in an administrative pro- 
ceeding, and violate the doctrine of separation of powers. The court 
decree must be as binding on the Commissioner as it is on any of the 
other parties to the suit. 

The public is amply protected from the issuance of invalid patents 
even though the Commissioner cannot reject claims allowed in a 
R. S. 4915 suit since a bill of review is always open to the Com- 
missioner of Patents. J. H. Yount. 


LEGAL EFFECT OF APPLICATIONS ABSTRACTED IN THE PATENT 
OFFICE OFFICIAL GAZETTE 


The patent profession is at present in a quandary as to the legal 
effect which may be given by the courts to the disclosures of applica- 
tions abandoned in accordance with the Commissioner’s Notice of 
February 25, 1949.1 The Notice provides for the publication in the 
OrFIctAL GAZETTE of abstracts of applications upon request by the 
applicant or assignee accompanied by an agreement to abandon the 
application and make it available to the public. It also indicates that 
the published abstract will be cited as prior art as of the date of its 
appearance in the GAzETTE. No mention is made of the treatment to 
be accorded the application itself, and current procedure in the Patent 
Office is to cite it, if at all, only as “evidence of matters of public 
knowledge on the date of publication of the abstract.”* However, : 
the fact that the Patent Office currently treats the abstracted appli- 


1 Commissioner’s Notice, Publication of Abstracts of Applications, January 25, 
1949, 619 O. G. 258. 


2 MANUAL oF PATENT EXAMINING ProcepurE (1949) § 711.06 (f). 
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cation® as mere evidence of public knowledge as of the date when it 
is opened to the public by no means resolves the doubts as to the 
effect which may later be accorded it by the courts or by a change in 
Patent Office procedure. The questions presented in connection with 
the abstracted application are those as to what effect it will be accord- 
ed as a printed publication as of the date of publication of the abstract, 
as evidence of prior knowledge by the applicant as of his date of filing, 
and as a dedication. 


The Abstracted Application as a Printed Publication 


Section 4886 of the Revisep Statutes‘ provides that a printed 
publication shall, under certain conditions, preclude the issue of a 
patent for the same invention as disclosed in that publication. Since 
the Notice provides that the abstracted application must be made 
available to the public upon publication of the abstract in the OrFIcIAL 
GAZETTE, the question is suggested as to whether the abstracted appli- 
cation thus becomes a printed publication within the meaning of the 
statute. The objection to so regarding it is at once apparent in that 
there is only one, usually typewritten, copy of the application file made 
available; and it must be recognized that treating it as a printed pub- 
lication under these circumstances calls for a rather severe test of 
the meaning of that term as used in the Statute. Due to the recency 
of the Notice there are no decisions directly in point, but it is thought 
that a review of the cases deciding what is and what is not a publica- 
tion will lead to the finding of some general principles upon which a 
decision might be based. Although current Patent Office examining 
procedure makes it extremely unlikely that the question of using an 
abstracted application as a publication will come before the Patent 
Office Board of Appeals, it is thought that in attempting to find gen- 
eral principles, those decisions which tend to throw light upon how 
that tribunal has treated analogous references should be examined 
along with similar decisions by the courts. 

In view of the fact that the Statute uses the term “printed publi- 
cation” it is thought inevitable that all tribunals will require that an 
alleged publication be reduced to written form, and that no verbal 
publication, however broad, will suffice. It appears that this inter- 
pretation is so universally accepted that it has never been directly 
questioned ; however, the matter was discussed in the case of Dovan 


3 The term “abstracted application” will be used throughout the text to refer 
to the complete application which is abandoned in accordance with the Notice 
cited note 1 supra. This term is adopted to distinguish from the abstract of the 
application which is printed in the Orriciat Gazette, and also to distinguish 
from the ordinary abandoned application. 

# Rev. Stat. (1875) § 4886 as amended by 29 Strat. 692 (1897), 46 Strat. 376 
(1930), 53 Srat. 1212 (1939), 35 U. S. C., §31 (1946). 
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Chemical Corp. v. National Aniline Chemical Co., Inc.’ wherein the 
court said, by way of dictum, that a contention that the reading of a 
paper before a public gathering might satisfy the statute as to publi- 
cation “would, of course, be untenable.”’® Although this was dictum 
it is thought that the language of the court leaves little doubt as to 
how the question would have been decided had it been squarely pre- 
sented. It seems to be clearly indicated, therefore, that in order to 
be treated as a publication, a disclosure must not only be in written 
form, but must be available in that form to a larger section of the 
public than a single lecturer, even though he broadcasts its contents 
to the ears of interested listeners. A somewhat similar question was 
presented in the case of Dow Chemical Co. v. Williams Bros. Well 
Treating Corp.,’ wherein suit was brought for infringement of a 
patent for a method of increasing output of oil wells. It was proved 
at the trial that the Mellon Institute made an investigation for the 
Gypsy Oil Company with respect to the problem solved by the pat- 
ented process, and that the Institute, more than two years prior to the 
application for the patent in suit, reported its findings to the Gypsy 
Oil Company, suggesting that it follow the same process which was 
later claimed in the patent. In considering this report as evidence the 
court said, “The proof is convincing that this was a private report 
to one entitled to the services of the Institute; it was never published 
and is not therefore a ‘printed publication.’” * This decision seems 
to indicate that, regardless of the form of the intelligence urged as a 
publication, the courts will not treat it as a publication unless it is 
clearly made available to a larger section of the public than the limited 
number by whom or for whom it was prepared. Considering the 
above two cases together, it thus seems clear that before a reference 
may be regarded as a publication it must be set down in readable (as 
distinguished from audible) form and must be published in the sense 
of being made available in that form to at least some portion of the 
general public. 

The fact that the abstracted application is not printed within the 
popular conception of the meaning of that word, but is practically 
always in typewritten form, raises a question as to the adequacy of 
typewriting to satisfy the meaning of the word “printed” as used in 
the Statute. Only two cases® have been found in which the question 

5 292 Fed. 555 (C. C. A. 2d, 1923), cert. den., 263 U. S. 714, 44 Sup. Ct. 134, 
68 L. ed. 521 (1923). 


6 Id. at p. 558. 

781 F. (2d) 495 (C. C. A. 10th, 1936), cert. den., 298 U. S. 690, 56 Sup. Ct. 
960, 80 L. ed. 1408 (1936). 

8 Id. at p. 499. 

® Hamilton Laboratories v. Massingill, 111 F. (2d) 584 (C. C. A. 6th, 1940), 
cert. den., 311 U. S. 688, 61 Sup. Ct. 65, 85 L. ed. 444 (1940); Gullicksen v. 
Halberg v. Edgerton v. Scott, 75 U. S. P. Q. 252 (Pat. Off. Bd. App. 1937). 
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was considered, and in both of these, typewriting was held to be 
sufficient. 

In Hamilton Laboratories v. Massingill*° the court decided, with- 
out discussion, that the spirit of the statute is met when the disclosure 
is made available to the public, whether in printed or typewritten form. 
In the Gullicksen case" the Board of Appeals devoted a major portion 
of its opinion to a discussion of the legislative intent in this respect, 
and reached the same conclusion, saying: 


While there are certain superficial differences between a type- 
written and a printed page, still for the purposes of use, there are 
really no differences at all. . . . The fact that the matter is 
formed by impressing one type at a time against the paper is 
deemed immaterial. We should look at the results obtained 
rather than the process by which the imprint is made.”” 


As to the question of how large a segment of the general public 
must have access to a disclosure, and how this accessibility may be 
evidenced, it should be noted that trade circulars or catalogs dis- 
tributed to the trade,** or to the general public,’* have been held to 
be publications. A single copy of a catalog found in a public library 
has been held to be sufficient evidence of circulation to entitle the 
catalog to be treated as a publication.*® In the case of the abstracted 
application, however, there is no circulation, and only a single copy 
is made available for inspection and obtaining of copies by the public. 
For that reason it is thought advisable to examine the decisions relat- 
ing to similar types of written matter where only a single copy has 
been made available. First, it seems clear that an ordinary aban- 
doned application for a patent, since it is not open for public inspec- 
tion, is not a publication within the meaning of the Statute. This 
position was taken by the Supreme Court in the very early case of 
The Cornplanter Patent.* In that case the defendant in an infringe- 





10 Cited note 9 supra at p. 585. 

11 Cited note 9 supra. 

12 Td. at p. 253. 

13 Jockmus v. Leviton, 28 F. (2d) 812 (C. C. A. 2d, 1928); Imperial Glass 
Co. v. A. H. Heisey & Co., 294 Fed. 267 (C. C. A. 6th, 1923); Pope Mfg. Co. 
v. Arnold, Schwinn & Co., 193 Fed. 649 (C. C. A. 7th, 1911); F. N. Burt Co., 
Ltd. v. W. C. Ritchie & Co., 251 Fed. 909 (E. D. N. Y. 1918); Truman v. 
Carwill, 87 Fed. 470 (C. C. N. D. Cal. 1898). But cf. O. K. Jelks & Son v. 
Tom Huston Peanut Co., 52 F. (2d) 4 (C. C. A. 5th, 1931), cert. den., 284 
U. S. 686, 52 Sup. Ct. 204, 76 L. ed. 579 (1932) (disclosure insufficient to teach 
one skilled in art to practice). 

14 McGhee v. Le Sage & Co., 32 F. (2d) 875 (C. C. A. 9th, 1929) ; Tampax, 
Inc. v. Personal Products Corp., 38 F. Supp. 663, 671 (E. D. N. Y. 1941), aff'd 
123 F. (2d) 722 (C. C. A. 2d, 1941), cert. den., 316 U. S. 665, 62 Sup. Ct. 946, 
86 L. ed. 1741 (1942). 

15 Berlinger v. Busch Jewelry Co., Inc., 48 F. (2d) 812 (C. C. A. 2d, 1931); 
John Crossley & Sons v. Hogg, 83 Fed. 488 (C. C. Mass. 1897); Britton v. 
White Mfg. Co., 61 Fed. 93 (C. C. Conn. 1894). 

16 23 Wall. 181, 23 L. ed. 160 (U. S. 1874). 
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ment suit urged that the patent in suit be declared invalid because 
anticipated by a machine disclosed by Remy and Kelly in an applica- 
tion which had been abandoned. In discussing this problem the Court 
said: 

Were it not for the application for a patent it [the Remy 
and Kelly machine] would justly be regarded as an abandoned 
experiment, incapable of being set up against any other claim. 
Can the fact that such an application was made and afterwards 
voluntarily withdrawn, and never renewed, make any difference? 
We think not. Had a patent been actually granted to Remy and 
Kelly, it would have been different. The case would then have 
come directly within the seventh section of the Act of 1836, 
which makes a “patent” or a “description in a printed publica- 
tion” of the invention claimed, a bar to a further patent therefor. 
But a mere application for a patent is not mentioned as a bar. 


It can only have a bearing on the question of prior invention or 
discovery.** 


The proposition that an abandoned application is not a publication has 
not been seriously questioned since the above decision, and was re- 
affirmed by way of dictum in the more recent case of Smith v. Hall.** 
On the other hand, in Ex parte Heritage,'* the only case found where- 
in the question has arisen, an abandoned application referred to in a 
granted patent was held to anticipate an application filed after the 
issue of the patent. The Board of Appeals held that the abandoned 
application was incorporated by reference into the patent, and, that 
since the abandoned application was itself available to the public there 
was no reason for denying it the effect of a reference. However, it is 
not clear from the language used whether the Board was applying the 
reference as a publication as of the date of issue of the patent, or as 
evidence of prior knowledge. 

Another analogous situation is that in which the original disclosure 
in the application file of a patent is sought to be applied as a reference 
against a later patent or application claiming matter which was orig- 
inally disclosed in the earlier application but which was cancelled 
prior to the grant of the patent thereon. No such case has been 
found where the issue of prior publication was directly involved 
although in the case of Fessenden v. Wilson & Schafer,®° the court 
rendered its decision as if the point had been raised. In that case it 
was shown that Fessenden filed an application in June, 1915 disclos- 
ing a number of separate inventions. The subject matter in contro- 


17 Jd. at p. 210. 
18 301 U. S. 216, 217, 57 Sup. Ct. 711, 81 L. ed. 1049 (1937). 
1977 U. S. P. Q. 179 (Pat. Off. Bd. App. 1947). 


2048 F. (2d) 422 (C. C. P. A. 1931), cert. den., 284 U. S. 640, 52 Sup. Ct. 
21, 76 L. ed. 544 (1931). 
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versy was described in this application but neither shown in the 
drawings nor claimed. In an Office Action of 1915 the examiner 
required Fessenden to limit the specification to a single invention, and 
to present claims only to the invention retained. In compliance with 
this requirement the application was amended in May, 1916; and 
as so amended, issued as a patent in May, 1918, the patent itself con- 
taining no disclosure of the subject matter involved in the controversy 
with Wilson. The Wilson application was filed in September, 1918 
and issued as a patent in November, 1921. In January, 1922 Fessen- 
den filed an application disclosing and claiming the same invention as 
that of the Wilson patent, and thus provoked an interference. In 
the interference proceedings Fessenden urged that since he was a 
prior inventor as evidenced by the cancelled matter in his 1915 appli- 
cation, Wilson could not qualify as the first inventor and hence was 
not entitled to a patent for that same invention. However, the court 
in refusing to recognize the cancelled matter of Fessenden’s 1915 
application as an anticipation of Wilson’s disclosure seemed to treat 
Fessenden’s argument as if he were urging the application file as a 
prior publication. The court’s language on this point is as follows: 


It is also a contention of the appellant that since a description 
of the invention was filed in the Patent Office in his 1915 appli- 
cation, appelles are, under the statute, not the first inventor and 
are not entitled to a patent, and therefore are not entitled to pri- 
ority in this interference. The statute authorizes the granting of 
a patent under certain conditions if the invention is: “not known 
or used by others in this country, before his invention or discov- 
ery thereof, and not patented or described in any printed publi- 
cation in this or any foreign country, * * *.” 

For obvious reasons, the filing of an application, the descrip- 
tion of which is canceled before it results in a patent or comes 
to the public notice, is not such a published description of the 
invention as is within the inhibition of the statute... .** 


In the case of Hommel Mfg. Co. v. East Side Mfg. Co.** decided a 
few years earlier than the Fessenden case, a substantially similar set 
of facts was presented. In this case, however, the question of publi- 
cation was not raised either by the parties or by the court, but the 
cancelled matter was held to be evidence of prior invention, and good 
on that ground as a bar to the validity of a patent to a later inventor 
of the same subject matter who had made his invention after the 
filing date of the application originally containing it. 

The above are the only two cases found in which the cancelled por- 
tion of a patent application file has been urged as a reference against 
a patent. In only one of these was the question of publication con- 


21 Jd. at p. 425. 
2216 F. (2d) 1008 (N. D, Cal. 1926). 
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sidered,”* and there inopportunely, it is thought, because of the court’s 
confusion of the issue of publication with that of prior invention. It 
thus appears that the question of whether or not cancelled matter in a 
patent file may be considered as a publication is still quite open, al- 
though language used in the Fessenden case seems to indicate that 
that court would be indisposed to regard it as such. 

In addition to the abandoned application file and the cancelled por- 
tion of a patent file, one other type of writing where only a single 
copy is available to the public has been urged as a publication within 
the meaning of the statute. That is the college thesis, a single copy 
of which has been placed in the library of the college at which it was 
prepared. Two such cases have been found,** and in both of them 
the thesis was accepted by the court as a publication sufficient to 
serve as a bar to the issue of a valid patent. In the case of Hamilton 
Laboratories v. Massingill** the defendant in a suit for infringement 
introduced into evidence a college thesis alleged to disclose the inven- 
tion claimed in the patent in suit. It appears that there was another 
publication upon which the patent in suit was clearly invalidated re- 
gardless of the effect to be given to the thesis; so the court’s finding 
to the effect that the thesis was a printed publication is somewhat 
weakened. 


While perhaps not determinative of ultimate issues in the 
present case, the Weed thesis is in the prior art and marks a step 
in its development since it was put on file in the library of the 
college, available to students there and to other libraries having 
exchange arrangements with Iowa State... . We think intent 
that the fruits of research be available to the public is determina- 
tive of publication under the statute. . . .*° 


However, it is thought worthy of note that the court in this case 
appeared to regard it as settled by the Crossley*" and Britton™® cases 
that a single copy of a work placed in a library available to some 
portion of the public is a publication under the Statute. In the Gul- 
licksen”® case, the only other one found involving a thesis, the Board 
of Appeals passed over the “single copy” issue by remarking, 


Apparently, it is admitted that the number of copies which 
were made are immaterial and should only one copy of the pub- 
lication be printed and be placed in a library accessible to the 
public that would be sufficient to satisfy the statute.*° 


23 Fessenden v. Wilson & Schafer, supra note 20. 

24 Hamilton Laboratories v. Massingill, and Gullicksen v. Halberg v. Edger- 
ton v. Scott, both cited note 9 supra. 

25 Cited note 9 supra. 

26 Jd. at p. 585. 

27 Cited note 15 supra. 

28 Cited note 15 supra. 

29 Cited note 9 supra. 

30 Td. at p. 253. 
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Thus, it is seen that neither of these tribunals regarded it as significant 
to the issue of publication that only a single copy of the work was 
available, so long as that copy was actually accessible in a library. 

Examining the abstracted application in the light of the above 
decisions relating to publication, it is seen that it meets the basic 
requirements of a printed publication in that it is in writing, as re- 
quired by Patent Office rules,** and it is available to the public, as 
required by the terms of the Notice. It is almost universal practice 
to submit patent applications in typewritten form, but this would not 
seem to disqualify the abstracted application as a publication in view 
of the fact that in the only cases found where the question of the form 
of writing required by the term “printed” was discussed,** it was 
held that the spirit, if not the letter, of the Statute was fulfilled by 
typewriting. In view of the trend indicated by the Hamilton Labor- 
atories,** Gullicksen,** and Heritage® cases, which is contradicted 
only by inference in the Fessenden*® case, and since the abstracted 
application is by virtue of the publication of its abstract printed in 
the OrriciaL GAZETTE, given much wider publicity than the mate- 
rials considered in any of the above cases, it will be surprising if the 
abstracted application is not accorded the status of a printed publica- 
tion when the question is presented. 


The Abstracted Application as a Reference as of Its Filing Date 


The second question for which an answer is sought is whether 
the disclosure in the abstracted application will be treated by the 
courts as a bar to a later applicant for a patent on the same mat- 
ter who cannot establish a date of invention earlier than the fil- 
ing date of the abstracted application. Since Alexander Milburn 
v. Davis-Bournonville*’ it is well settled that a patent is to be treated 
as conclusive evidence of knowledge on the part of the patentee, as 
of the date of filing of his application, of everything disclosed in his 
patent whether claimed or not, and that this knowledge will bar a 
patent to another who cannot show an earlier date of invention. The 
Milburn case was a suit for infringement of a patent to one Whitford, 
defended on the grounds that the Whitford patent was invalid for 
anticipation by a patent to one Clifford applied for before but issued 

31 Rules of Practice—United States Patent Office (1949), Rule 52 (b) “The 
specification and claims and all papers subsequently filed must be plainly written. 
. . . Legal paper . . . typewritten . . . is deemed preferable. . . 

22 Hamilton Laboratories v. Massingill, and Gullicksen v. Halberg v. Edger- 
ton v. Scott, both cited note 9 supra. 

33 Cited note 9 supra. 

34 Cited note 9 supra. 

35 Supra note 19. 


36 Supra note 20. 
37 270 U. S. 390, 46 Sup. Ct. 324, 70 L. ed. 651 (1926). 
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during the pendency of the Whitford patent, and disclosing com- 
pletely but not claiming the alleged invention thereof. The district 
court had held that because Clifford had not claimed the matter, his 
patent could not properly be used as a reference against Whitford. 
This decision was upheld by the Second Circuit and the Supreme 
Court issued a writ of certiorari to resolve the conflict between the 
holding of the lower courts in this case and contrary decisions on 
the same point by other courts.** In reversing the Second Circuit 
the Supreme Court held that Clifford’s filing of his application 
established him as having knowledge of everything disclosed therein, 
and as being the inventor of everything new. The fact that he 
failed to claim any part of his invention, it felt, was to be regarded 
as indicating either that he thought it was old, or that he intended to 
abandon it, neither of which circumstances could possibly entitle 
Whitford to a patent on that same matter. 

Inasmuch as it is thought that a decision to treat the abstracted 
application as a reference as of its filing date must result from an 
extension of the doctrine of the Milburn case, some light may be 
shed on the problem by examining later cases to determine whether 
or not the doctrine of that case has been limited to its facts or has 
been extended. In pursuing this objective, it is noted that, although 
in the Milburn case the disclosure of the Clifford patent was a com- 
plete reference within itself against the Whitford patent, the case 
was cited in Minnesota Mining & Mfg. Co. v. Coe*® as authority for 
the proposition that an application may be properly rejected upon the 
combination with other references of a patent issued on an earlier 
filed, copending application. 


Prior knowledge, clearly revealed is repugnant to the claim 
of first invention. This is the meaning of the decision in the 
Milburn Co. case. There is nothing in the opinion to indicate that 
the court intended to state a formal, arbitrary rule concerning 
a complete and adequate description, in a single application, by 
or on behalf of a prior inventor. What it had in mind was a 
disclosure in any form of knowledge inconsistent with a claim of 
first invention.*° 


Likewise in Western States Mach. Co. v. S. S. Hepworth Co.,“ the 
Milburn case was held to be authority for invalidating the questioned 


38 Naceskid Service Chain Co. v. Perdue, 1 F. (2d) 924 (C. C. A. 6th, 
1924) ; Lemley v. Dobsen-Evans Co., 243 Fed. 391 (C. C. A. 6th, 1917); In re 
Millet, 18 App. D. C. 186 (1901). 

3969 App. D. C. 256, 100 F. (2d) 429 (1938), cert. den., 306 U. S. 662, 59 
Sup. Ct. 788, 83 L. ed. 1059 (1939). 

40 Jd. at p. 258. 

41147 F. (2d) 345 (C. C. A. 2d, 1945), cert. den., 325 U. S. 873, 65 Sup. Ct. 
1414, 89 L. ed. 1991 (1945). 
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patent on the ground that its claims did not involve invention over 
the disclosure of a patent issued on an earlier filed, copending appli- 
cation which, however, did not completely disclose the invention 
claimed in the questioned patent. There has also been an extension 
in another direction in Hommel v. East Side*® mentioned earlier. In 
that case the plaintiff was suing for infringement of his patent to 
Voight, and the suit was defended on the ground that Voight’s patent 
was invalid because he was not the first inventor of the subject matter 
claimed, the same having been disclosed in Figs. 6 and 7 of an appli- 
cation filed by Keas and Hahn prior to Voight’s application. Figs. 
6 and 7, however, had been cancelled from the Keas and Hahn appli- 
cation prior to its issuance as a patent. The court decided that, not- 
withstanding the fact that these figures had been cancelled prior to 
the issuing of the Keas and Hahn patent, the Voight patent was an- 
ticipated by these disclosures and hence was invalid. In support of 
its decision, the court cited the Milburn case as having held “that 
a disclosure, made in a patent application, of a particular construc- 
tion, even though subsequently abandoned, bars the granting of a 
valid patent to another on the same construction.” ** Upon examin- 
ing the Milburn case, difficulty is experienced in finding the language 
here attributed to it, since that case appears to have held only that 
the disclosure in a patent is evidence of prior invention as of the 
filing date of the application therefor, and no mention can be found 
of any reference to consideration of matter cancelled from an appli- 
cation before issue. However that may be, the court in the Hommel 
case seems to have been unequivocal in holding that cancelled matter 
in the applic.tion of a patent is anticipatory with respect to a later 
filed application, and in that respect must be considered as having ex- 
tended the doctrine of the Milburn case, even though misquoting it. 

It thus appearing that there is a tendency toward extending the 
doctrine of the Milburn case, an examination is thought to be in 
order to see if it can logically be still further extended to apply to the 
abstracted application. There is thought to be no escape from the 
conclusion that in arriving at its decision in the Milburn case the 
Court was swayed considerably by the fact that Clifford’s prior 
knowledge as disclosed in his patent did eventually become known to 
the public. This seems clear, from the language of the Court to the 
effect that it would have been no bar to a patent if Clifford’s disclo- 
sure had been merely written out and placed in a portfolio uncom- 
municated to anyone,** and from the fact that the doctrine of The 


42 Supra note 22. But cf. Fessenden vy. Wilson & Schafer, supra note 20. 
43 Td. at p. 1010. 
44 Supra note 37 at p. 400. 
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Cornplanter Patent case, to the effect that an abandoned application 
is not in itself evidence of prior invention sufficient to bar a patent for 
the same invention, was not disturbed.*® It is submitted, therefore, 
that, while prior knowledge and publication are two separate and dis- 
tinct bars to the grant of a patent, the extent to which prior knowledge 
is publicized (at least if the only evidence of such prior knowledge 
is a written disclosure) is material in determining whether or not it 
shall constitute a bar. The actual holding in the Milburn case went 
no further than to hold that the eventual publication of the prior 
knowledge in a patent is sufficient. The Hommel case has gone one 
step further and held the inclusion in the file of an application upon 
which a patent was issued to be sufficient. It seems a short step to 
extend the doctrine to cover the case of the abstracted application, 
but the basic difficulty is in finding the reduction to practice which is 
said to be necessary before an invention is “known” within the mean- 
ing of the statute.** To meet this difficulty with respect to a patent 
the invention of which has not been actually practiced prior to the 
filing of the application, the courts have adopted the fiction of con- 
structive reduction to practice*” so as to entitle the applicant to his 
filing date as the date of completion of his invention; but this doc- 
trine of constructive reduction to practice has never been extended to 
include the filing of an application which later becomes abandoned.** 
If a comparison be made between an application which matures into a 
patent, and one which is abandoned, assuming that each contains a 
complete and adequate disclosure sufficient to enable one skilled in the 
art to practice the respective inventions, it is seen that there can be 
only one logical reason for the different treatment—it must be because 
the public eventually gains access to the former, when the patent is 
issued, while the latter remains forever concealed. If, now, the 
abstracted application be put to this same test it will be observed at 
once that it much more nearly resembles the former than the latter, 
because not only is it open to the public for inspection and obtaining 
of copies, but information relative to its availability is widely pub- 
lished. Except for the purely technical difference that one is a 
patent and the other is not (and this should have no bearing on the 
question because the issue is prior knowledge, and not prior patenting 


45 Tbid. 

46 WALKER ON Patents—Deller’s Edition (1937) § 49. 

47 Sundh Electric Co. v. Interborough Rapid Transit Co., 198 Fed. 94 (C. C. 
A. 2d, 1912). 

48 Wright Co. v. Herring-Curtiss Co., 177 Fed. 257, 260 (W. D. N. Y. 1910), 
revd on other grounds 180 Fed. 110 (C. C. A. 2d, 1910); Wright Co. v. 
Paulhan, 177 Fed. 261, 269 (S. D. N. Y. 1910), rev’d on other grounds 180 
Fed. 112 (C. C. A. 2d, 1910) ; see Smith v. Hall, supra note 18 at p. 217. 
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which is a separate bar)** the only difference between the patent and 
the abstracted application is that the former affirmatively claims some 
portion, however small, of the disclosure. It is submitted therefore, 
that the doctrine of constructive reduction to practice can be as log- 
ically applied in the case of the abstracted application as in the case 
of a patent. Thus there does not appear to be any logical reason for 
denying to the abstracted application the same effect it would have 
had if it had issued as a patent. It seems that to hold otherwise 
would be to penalize the public because the applicant either could not, 
or did not, make any claim to his invention which the Patent Office 
considered allowable. In the case of the abstracted application, just 
as effectively as in the case of a patent, the applicant has made a dis- 
closure of his knowledge and that knowledge has eventually been made 
available to the public. It is submitted that the logic of the Milburn 
case is applicable, and the tendency to extend its doctrine will prob- 
ably lead to further extension to cover the abstracted application. 


Effect of the Abstracted Application as a Dedication 


Having discussed the possible effects of the abstracted application 
upon applications or patents of other parties, there remains the ques- 
tion of their effect upon other applications of the same applicant. A 
discussion of the general problems of dedication is, of course, beyond 
the scope of this paper, but it is thought that there are special prob- 
lems which merit discussion. The questions relating to dedication 
which arise with respect to the abstracted application are thought to 
be closely analogous to those which arise in the case of an unclaimed 
disclosure in a patent.®° In general it may be said that there is a pre- 
sumption that a patentee dedicates to the public everything disclosed 
but not claimed in his patent, but that this presumption may be re- 
butted, and the unclaimed subject matter claimed in a later patent 
issued to the same applicant upon a copending application, or, under 
certain conditions, upon an application filed within the one year 
statutory period after issue.** In either case, however, the validity of 
the second patent must depend upon there being a separate invention 
from the one or more inventions claimed in the first patent.*? 

If the same doctrine be applied to the abstracted application, there 
will be a presumption of dedication of everything disclosed, because 
nothing is claimed. The difficulty, however, comes in determining 


49 Rev. Star. § 4886, supra note 4. 

50 Note (1950) 18 Geo. Wasu. L. Rev. 226. 
51 Jd. at pp. 229, 231. 

52 Jd. at p. 232. 
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how far the applicant of an abstracted application should be permitted 
to go in rebutting the presumption. If there is only one invention 
disclosed in an abstracted application, it seems clear that no valid 
patent should later issue to the same applicant for that invention even 
if the application therefor was copending with, or filed within a year 
after the publication of, the abstracted application. If, on the other 
hand, there were two or more absolutely independent inventions in 
the original application which later became an abstracted application, 
but upon requirement for division and in compliance therewith, the 
applicant elected to prosecute in that application only the claims 
drawn to one of the inventions, it would seem that the presumption of 
dedication should be irrebuttable only as to the single invention to- 
ward which the claims were directed in that application after election. 
Likewise, where the original application disclosed two or more inven- 
tions but all of the claims throughout the prosecution thereof were 
directed to a single one of them, it would seem that the dedication 
should be irrebuttable only as to the invention toward which the claims 
were directed. The borderline case, however, is the one where two or 
more distinct but related inventions are included in the original appli- 
cation with claims to all inventions being presented and prosecuted 
simultaneously. In such a case, unless it is conclusively presumed 
that the entire disclosure is dedicated, there can be no reliance by 
the public upon a dedication of any portion since it will be put to a 
guess as to what has been dedicated; yet by the very nature of the 
transaction, which involves an abandonment of his application by 
the applicant, the public has a right to expect a dedication of whatever 
invention the applicant was attempting to claim. Indeed, it might 
even be said that dedicating to the public in order to preclude the 
issue of a patent for the same invention to another, is the very purpose 
of this type of abandonment. Such being the case it is submitted that 
an applicant should be absolutely estopped to recapture claims to any 
one of his inventions in the latter type of situation, where the applica- 
tion seeking such claims is filed after the publication of the abstract 
of the original application. In cases where he seeks a patent on one 
of such inventions upon an application which was copending with the 
original, such patent should be valid only in a case where the file of 
the abstracted application clearly shows that said invention was di- 
vided out prior to the publication of the abstract, and any doubts 
should be resolved against him. It is thought that only thus can 
an applicant be prevented from taking advantage of the dedicatory 
features of the abstracted application, to preclude the issuance of a 
patent to another, while at the same time keeping the public in doubt 
as to the extent of the dedication. 
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Conclusion 


Reviewing briefly the nature of the abstracted application, it is seen 
to be an application which the applicant therefor has publicly aban- 
doned, thereby implying, if not specifically agreeing, to pursue no 
further his attempts to get a patent on the invention which he was 
attempting to protect thereby. He has authorized the Patent Office 
to open the complete file of this application to the public, and the 
Patent Office has done so. A notice of the fact that the application 
is available for inspection by the public, together with an abstract of 
the subject matter of the disclosure, has been printed in the OFFICIAL 
GAZETTE, and a copy of the abstract so printed has been placed in the 
classified public search files of the Patent Office. Under these circum- 
stances, and in view of the fact that, in the only closely analogous cases 
found wherein the issue of publication was clearly in issue,** papers 
of a similar nature and of equal or lesser accessibility have been held 
to be publications, while those cases which have denied such treat- 
ment to similar papers either can be distinguished ®* or are of doubt- 
ful significance because of confused language,®® a holding that the 
abstracted application is a “printed publication” within the meaning 
of the Statute is indicated. 

So far as its use as a reference as of its filing date is concerned, 
it is submitted that the same reasoning which was used by the Su- 
preme Court in the Milburn case** in giving that effect to a patent is 
applicable to the abstracted application. In both the patent and the 
abstracted application, the inventors have made disclosures which 
have later been made available to the public. It is not seen upon what 
logical ground it could be said that a patent is any better as a refer- 
ence than the abstracted application, merely because it sets forth a 
claim to some portion of the disclosure. 

With respect to the effect of the abstracted application as a dedica- 
tion, it is submitted that the applicant should be estopped to deny 
dedication of any subject matter in his application toward which the 
claims thereof were directed at the time of the publication of the 
abstract in the OrricraL GAZETTE; and that as to all other matter, 
there should be the same presumptions of dedication as would be 
raised by a patent disclosing but not claiming the same. 


53 Hamilton Laboratories v. Massingill, and Gullicksen v. Halberg v. Edger- 
ton v. Scott, both cited note 9 supra. 


54 The Cornplanter Patent, supra note 16. 
55 Fessenden v. Wilson & Schafer, supra note 20. 
56 Supra note 37. 
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If proposed legislation’? should be adopted, the practice of pub- 
lishing abstracts will undoubtedly be discontinued, and the attendant 
doubts as to the legal effect of the abstracted applications, would, in 
time, become largely academic. This proposed legislation would 
revise the patent laws to provide for printing and publishing of 
entire applications upon request by the respective applicants or as- 
signees, and would specifically give such published applications the 
same effect as patents for use as references. In the meantime, how- 
ever, the problem is very much in existence, and will not be imme- 
diately eliminated even if the proposed legislation should be enacted, 
since those abstracted applications which shall have become aban- 
doned under the terms of the Notice, prior to enactment of that legis- 
lation, will still be around. 

C. R. Patty, Jr. 


Tue Use or ABANDONED APPLICATIONS REFERRED TO IN A 
PATENT AS A REFERENCE 


Rule 78(a)* of the Patent Office Rules of Practice requires, in 
some situations, inventors to include in patent applications cross- 


references to other pending applications. Additionally, this rule 
authorizes cross-references to related applications wherever appro- 
priate. It not infrequently happens that while the application con- 
taining the cross-reference matures into a patent, the referred-to 
application is permitted to go abandoned. Although ordinarily aban- 
doned applications are preserved in secrecy,? an abandoned applica- 
tion referred to in a patent is available to the public and copies may be 


57 Proposed Revision and Amendment of the Patent Laws-Committee Print 
(1950). 35 U. S. C., §37 (Proposed 1950) “Pending applications for patents 
may be printed and published by the Commissioner, at the request and at the 
expense of the applicant or owner. When so published, such applications shall 
have the same effect as an issued patent for the purposes of use as a reference.” 


1“78. Cross-references to other applications. (a) When applicant files an 
application claiming an invention disclosed in a prior filed application of the 
same applicant, the second application must contain a reference to the prior ap- 
plication, identifying it by serial number and filing date and indicating the rela- 
tionship of the applications. When an applicant files, or a common assignee 
owns, two or more applications relating to the same subject matter of invention, 
with one or more of the applications disclosing unclaimed matter that is dis- 
closed and claimed in another of the applications, the applications not claiming 
it must refer to and identify the application claiming it. Cross-references to 
other related applications may be made when appropriate. (See Rule 14(b).)” 

U. S. C. Supp. ITI, §1.78 (1950). 

2 Patent Office Rules of Practice, “Rule 14. Applications preserved in se- 
crecy. . . . (b) Abandoned applications are likewise not open to public inspec- 
tion, except that if an application referred to in a United States patent is aban- 
doned and is available, it may be inspected or copies obtained by any person on 
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obtained upon request.* Under these circumstances, can the referred- 
to abandoned application ever be used as a reference against a subse- 
quent inventor? In other words, can the disclosure of such an 
abandoned application be used either as part of the prior art or as 
proof of prior inventorship in order to negative novelty or invention 
in a subsequently filed patent application or as a defense in an in- 
fringement suit? If it can be so used, what is its effective date? 


Definition of Prior Art and Prior Inventorship 


The patent laws provide that an inventor may obtain a patent, if, 
in addition to the other statutory requirements, his invention was: 


. not known or used by others in this country, before his 
invention or discovery thereof, and not patented or described in 
any printed publication in this or any foreign country, before his 
invention or discovery thereof, or more than one year prior to 
his application.‘ . 

As hereinafter used, “prior art” shall mean any disclosure or knowl- 
edge which is an effective bar to a patent under this statutory pro- 
vision. 

The patent laws also require that the inventor be the original and 
first inventor. However, this requirement appears indirectly in the 
statutes. It appears first in the requirement of the oath: 


The applicant shall make oath that he does verily believe him- 
self to be the original and first inventor or discoverer. . . . 


This requirement again appears in the statute listing defenses to a 
suit for infringement: 


In any action for infringement the defendant may plead the 
general issue, and having given notice in writing to the plaintiff 
or his attorney, thirty days before, may prove on trial any one 
or more of the following special matters: 

Fourth. That he was not the original and first inventor or 
discoverer of any material and substantial part of the thing pat- 
ented.® . 


As hereinafter used, “prior inventorship” shall mean such a showing 
as would be a bar to a patent under these statutory provisions, i.e., 
that someone other than the patentee or the applicant for a patent was 
the original and first inventor. 


written request, without notice to the applicant. Abandoned applications may 
be destroyed after twenty years from their filing date, except those to which 
particular attention has been called and which have been marked for preserva- 
tion. Abandoned applications will not be returned.” 35 U. S. C. Supp. III, 
5B (1950). 
id 

4 Rev. Star. (1875) § 4886, as amended by 29 Srar. 692 (1897) and 53 Star. 

1212 (1939), 35 U. S. C., $31 (1946). 
5 Rev. Srar. (1875) § 4892, 35 U. r & § 35 (1946). 
6 Rev. Stat. (1875) § 4920, 35 U. S. C., §69 (1946). 
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Use of an Abandoned Application, Per Se 


At one time abandoned applications were open to the public and 
were searched and cited as references by the Patent Office and by 
defendants in infringement suits.’ This practice was in effect until 
the leading case of Brown v. Guild,’ commonly cited as The Corn- 
planter Patent. In this case the defendant set up as a defense the 
prior inventorship of Remy and Kelly, as evidenced by their aban- 
doned patent application and their construction of an experimental 
machine. The construction and subsequent destruction of their ma- 
chine was considered by the Court to be an abandoned experiment. 
The Court held that the abandoned application together with the 
abandoned experiment cannot defeat the claim of a later inventor 
to a patent, saying: 


Were it not for the application for a patent it would justly be 
regarded as an abandoned experiment, incapable of being set up 
against any other claim. Can the fact that such an application 
was made and afterwards voluntarily withdrawn, and never re- 
newed, make any difference? We think not. Had a patent been 
actually granted to Remy & Kelly, it would have been different. 
The case would then have come directly within the seventh sec- 
tion of the act of 1836, which makes a “patent” or a “descrip- 
tion in a printed publication” of the invention claimed, a bar to a 
further patent therefor. But a mere application for a patent is 
not mentioned as such a bar. It can only have a bearing on the 
question of prior invention or discovery. If upon the whole of 
the evidence it appears that the alleged prior invention or discov- 
ery was only an experiment and was never perfected or brought 
into actual use, but was abandoned and never revived by the 
alleged inventor, the mere fact of having unsuccessfully applied 
for a patent therefor, cannot take the case out of the category of 
unsuccessful experiments.® (Italics added.) 


It is to be noted that the Act of 1836*° construed in The Corn- 
planter Patent set forth substantially the same requirements as the 
present patent statutes. Furthermore, since the Act of 1836 also 
provided that the invention be “not known or used by others before 
his discovery or invention,” ** The Cornplanter Patent is a clear hold- 


7 See Federico, The Use of Abandoned Applications as References (1946) 
28 J. Pat. Orr. Soc. 160 for a discussion of early Patent Office practice and the 
use of abandoned applications not referred to in a patent. 

823 Wall. 181, 23 L. ed. 160, 6 O. G. 392 (U. S. 1874). 

9 Td. at pp. 210-211. 

105 Srat. 117 (1836), “§7. And be it further enacted, . . . and if, on any 
such examination, it shall not appear to the Commissioner that the same had 
been invented or discovered by any other person in this country prior to the 
alleged invention or discovery thereof by the applicant, or that it had been pat- 
ented or described in any printed publication in this or any foreign country, 

ne ie be his duty to issue a patent therefor.” 

117d. § 6. 
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ing that an abandoned application, although open and available to the 
public, is not such knowledge as will be a bar to a later inventor. 
However, the Court did recognize that an abandoned application can 
have a bearing on the question of prior inventorship when used in 
conjunction with other evidence.’* As a result of The Cornplanter 
Patent decision the Patent Office Rules of Practice were changed to 
provide that abandoned applications will be preserved in secrecy under 
the conditions set forth in Rule 14(b).** In addition, the Rules now 
provide that “abandoned and forfeited application as such will not 
be cited as references.” ** (Italics added.) 

Rule 14(b)** of the present Patent Office Rules of Practice make 
abandoned applications available to the public provided such aban- 
doned applications are referred to in patents. Nevertheless, this rule 
does not affect the holding in The Cornplanter Patent regarding the 
use of abandoned applications, per se. This rule only has the effect 
of making the application public and nothing more. However, since 
the abandoned applications at the time of The Cornplanter Patent 
were equally as public, it is obvious that at the present time an 
abandoned application, per se, can in no way be used as a reference. 
Notwithstanding the fact that they cannot be used per se, there are 
situations where an abandoned application may be used in connection 
with a patent which contains a cross-reference to the abandoned ap- 
plication.*® 


Common Subject Matter in Patent and Abandoned Applications 


Where the patent and the therein referred-to abandoned application 
both disclose in detail the subject matter to be relied upon as a refer- 
ence, only one problem arises, namely, the effective date of such dis- 
closure. If the patent is a statutory bar’’ or if the second inventor 
cannot antedate the filing date of the patent,’* there is obviously no 
need to even consider the abandoned application. However, a differ- 
ent situation is created when the second inventor can antedate the 
filing date of the patent, but cannot antedate the filing date of the 
abandoned application. Such were the facts in In re Switzer.® In 


12 Smith v. Hall, 301 U. S. 216, 57 Sup. Ct. 711, 81 L. ed. 1049, 1937 C. D. 
755, 481 O. G. 211, 33 U. S. P. Q. 249 (1937) (citing the Cornplanter Patent). 

13 See note 2 supra. 

a 108, Patent Office Rules of Practice, 35 U. S. C. Supp. III, § 1.108 
(1950). 

15 See note 2 supra. 

16 The patent may be considered as evidence to go along with the abandoned 
application. See note 12 supra. 

17 Note 4 supra. 

18 Alexander Milburn Company v. Davis-Bournonville Company, 270 U. S. 
390, 46 Sup. Ct. 324, 70 L. ed. 651, 1926 C. D. 303, 334 O. G. 817 (1926). 

1935 C. C. P. A. 1013, 166 F. (2d) 827, 1948 C. D. 369, 612 O. G. 11, 77 
U. S. P. Q. 156 (1948). 
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this case, the applicants filed a Rule 75 *° affidavit to antedate the 
filing date of a patent to Hempel, which patent was used as a refer- 
ence, but said affidavit did not antedate the filing dates of Hempel’s 
parent abandoned application which had the same pertinent disclosure 
as his patent. The court held that: 


The examiner correctly held that the affidavit did not antedate 
or avoid the three abandoned applications which were referred to 
in the Hempel patent as co-pending applications of which the 
patent was a continuation-in-part. Those earlier applications are 
part of the record herein and two of them disclose the use of 
the titanium dioxide just as the patent does.** 


This decision is in line with previous decisions of the Patent Office 
Board of Appeals.?* Several months after /n re Switzer** the same 
issue again came before the Court of Customs and Patent Appeals in 
In re Frey.** This time, however, the applicants antedated the filing 
date of the reference patent (to Morrell) by means of applicants’ ear- 
lier filed copending parent case, but could not antedate the filing date 
of Morrell’s abandoned application of which his patent was a contin- 
uation-in-part. The court considered the disclosure of the abandoned 
application, but held that the disclosure was not sufficient,”* saying: 


Another contention on behalf of appellants is that Morrell’s 
early application failed to disclose the maintaining of an excess 
of paraffin in the reaction zone at all times. (This is disclosed 
as being “preferable” in the patent but, as we understand it, the 
tribunals of the Patent Office were of opinion that in order to 
meet appellants on that point it was necessary that it should have 
been disclosed also in the early application. )*° 


In none of these decisions of either the Board of Appeals®* or the 
Court of Customs and Patent Appeals** did the tribunals offer any 
authority for their holdings nor set out any reasoning to support 
their conclusion. Obviously, since the disclosures of the abandoned 
applications were not available to the public at the time the second 
inventor filed his application, and therefore of necessity, at the time 
the invention was made, the disclosures could not be considered part 


20 Now Rule 131, Patent Office Rules of Practice, 35 U. S. C. Supp. III, 
§ 1.131 (1950). 

21 Note 19 supra at p. 1019 

22 Ex parte Clifford, 49 U. 'S. P. Q. 152 (Bd. of Ap. 1940); Ex parte Peter- 
son, 63 U. S. P. Q. 99 (Bd. of Ap. 1944). 

23 Note 19 supra. 

2435 C. C. P. A. 970, 166 F. (2d) 572, 1948 C. D. 326, 613 O. G. 5, 77 U.S 
P. Q. 116 (1948). 

25 Not sufficient in the sense that the disclosure of the abandoned application 
did not show the invention in issue. 

26 Note 24 supra at p. 980. 

27 Note 22 supra. 

28 Notes 19 and 24 supra. 
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of the prior art, that is, they could not be bars under Rev. Star. 
§ 4886.28 They only could have been considered as proof of prior 
inventorship following what may be considered a self evident appli- 
cation of the leading case of Alexander Milburn Company v. Davis- 
Bournonville Company.*° 

In this case it was held that a United States patent is proof of prior 
inventorship for everything disclosed in the patent as of the filing date 
of the patent. This case was a suit for infringement of a patent to 
Whitford, the defense being that Whitford was not the first inventor 
of the thing patented (fourth statutory defense) ,* since Clifford was 
the inventor as evidenced by Clifford’s patent which was based on an 
application filed prior to Whitford’s application, although the patent 
issued subsequent to Whitford’s filing date. The lower courts held 
that since Clifford did not claim the invention, he could not be a prior 
inventor. The Supreme Court reversed the lower courts, Mr. Justice 
Holmes writing the opinion. Mr. Justice Holmes stressed as a funda- 
mental principle the requirement that “one really must be the first 
inventor in order to be entitled to a patent” ** while recognizing three 
exceptions to the rule in view of the gain to the public intended by the 
patent laws.** These exceptions are (1) a prior written description 
uncommunicated to anyone (2) an abandoned application, per se 
(citing The Cornplanter Patent) and (3) a foreign invention if it has 


not been patented or described in a printed publication. Beyond these 
exceptions the Court refused to go. After briefly discussing these 
exceptions Mr. Justice Holmes continued : 


We understand the Circuit Court of Appeals to admit that if 
Whitford had not applied for his patent until after the issue to 
Clifford, the disclosure by the latter would have had the same 
effect as the publication of the same words in a periodical, al- 
though not made the basis of a claim. The invention is made 
public property as much in one case as in the other. But if this 
be true, as we think that it is, it seems to us that a sound distinc- 
tion cannot be taken between that case and a patent applied for 
before but not granted until after a second patent is sought. The 
delays of the patent office ought not to cut down the effect of 
what has been done. The description shows that Whitford was 
not the first inventor. Clifford had done all that he could do to 
make his description public. He had taken steps that would make 
it public as soon as the Patent Office did its work, although, of 
course, amendments might be required of him before the end 


29 Note 4 supra. 

30 Cited note 18 supra. 

31 Note 6 supra. 

32 Note 18 supra at p. 400. 

83 One of the purposes of the patent laws is to disclose and make available 
to the public new inventions. 





|. o_ en te ww we Te Os UF 


EDITORIAL NOTES 79 


could be reached. We see no reason in the words or policy of 
the law for allowing Whitford to profit by the delay and make 
himself out to be the first inventor when he was not so in fact, 
when Clifford had shown knowledge inconsistent with the allow- 
ance of Whitford’s claim, and when otherwise the publication 
of his patent would abandon the thing described to the public 
unless it already was old. 

The question is not whether Clifford showed himself by the 
description to be the first inventor. By putting it in that form it 
is comparatively easy to take the next step and say that he is not 
an inventor in the sense of the statute unless he makes a claim. 
The question is whether Clifford’s disclosure made it impossible 
for Whitford to claim the invention at a later date. The disclo- 
sure would have had the same effect as at present if Clifford 
had added to his description a statement that he did not claim the 
thing described because he abandoned it or because he believed 
it to be old. It is not necessary to show who did invent the thing 
in order to show that Whitford did not. 

It is said that without a claim the thing described is not re- 
duced to practice. But this seems to us to rest on a false theory 
helped out by the fiction that by a claim it is reduced to practice. 
A new application and a claim may be based on the original de- 
scription within two years, and the original priority established 
notwithstanding intervening claims. A description that would 
bar a patent if printed in a periodical or in an issued patent is 
equally effective in an application so far as reduction to practice 
goes.** (Citations omitted.) 


This last sentence of-the above quoted extract from Mr. Justice 
Holmes’ opinion seems to overrule the doctrine of The Cornplanter 
Patent but such is not the case. The Court cited The Cornplanter 
Patent and accepted its principle and therefore it seems clear that this 
statement should be read as if followed by the words “if application 
matures into a patent.” 

If two or more copending patent applications contain common sub- 
ject matter, for all practical purposes, such a plurality of applications 
may be considered as a single application as regards this common 
subject matter. The effective date or filing date of such common 
subject matter should be that of the earliest filed application. This is 
actually the present practice in interference proceedings between two 
or more inventors of the same invention; a party may rely on the 
filing date of the earliest filed application if the subject matter in 
issue was continuously before the Patent Office and that date will be 
the date of his constructive reduction to practice. This has also been 
the practice when the defendant in an infringement suit sets up as a 
defense the prior inventorship of another as evidenced by a patent to 


34 Note 18 supra at pp. 400-402. 
6 
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a person other than the plaintiff. If said patent was copending with 
an earlier application of the same inventor, subsequently abandoned 
or not, disclosing the invention in issue, the courts hold that the 
filing date of said earlier application must be antedated by the plain- 
tiff to establish his right to a patent.** In these proceedings, the 
person relying upon the earlier filed applications was claiming the 
invention in issue. Nevertheless, since such claims are not a prerequi- 
site to using the filing date of a patent under the doctrine of the 
Milburn case, it seems to clearly follow that it should not be necessary 
to claim the invention in issue when the prior application is relied 
upon. This appears to be the rationale of Jn re Switzer** and the 
other cases** holding similarly, although unexpressed by the tribunals 
ruling on this issue. 

At this point it may be added that the disclosure of the abandoned 
application, whenever it is used as a reference, must possess the usual 
requisites of a reference, for example, the disclosure must be as clear 
and operative as any other reference. 


Patent Incorporates by Reference Subject Matter of 
Abandoned Application 


It is often found convenient and proper for an inventor to incor- 
porate by reference into his specification some or all of the disclosure 


of a patent publication or patent application rather than repeat such 
disclosure in detail and thereby unduly lengthen the specification and 
perhaps render it confusing.*® Whether the specification incorporates 
by reference all, part, or none of the disclosure of such cross-referenced 
material is a matter which must be determined in each individual case 
and no blanket rule may be set out.*° In the discussion which follows, 


35 Benedict v. Menninger, 20 C. C. P. A. 1138, 1933 C. D. 481, 434 O. G. 525, 
64 F. (2d) 1001, 17 U. S. P. Q. 499 (1933). 


37 Note 19 supra. 
38 Notes 22 and 24 supra. 


39 In re Chaplin, 35 C. C. P. A. 1155, 168 F. (2d) 85, 613 O. G. 1086, 1948 
C. D. 511, 77 U. S. P. Q. 601 (1948). Applicant is permitted to amend speci- 
fication by citing, and thereby make part of his specification, certain expired 
patents to show mechanisms to carry out his alleged invention where the speci- 
fication merely said that such mechanisms are well-known in the art. In re 
Stauber, 18 C. C. P. A. 774, 45 F. (2d) 661, 403 O. G. 245, 1931 C. D. 65 
(1930). If applicant had referred in his application to certain patents and by 
such reference, had made them part of his application, his disclosure would have 
been sufficient. 


40 For examples of incorporation by reference, see notes 41 and 42 infra; 
U. S. Patent No. 2,416,232, “The aqueous butadiene resin emulsions employed 
in the treatment of the organic materials, in accordance with the present inven- 
tion, are described and claimed in my copending application Serial No. 481,295, 
filed March 31, 1943, and the disclosure of that application is included herein 
by reference”; U. S. Patent No. 2,276,718 “Another object of the invention 
is to provide an improved method of preparing the copy for use in the processes 
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it will be presumed that the tribunal has found that the pertinent sub- 
ject matter was incorporated into the patent by a cross-reference. 
When the specification containing the cross-reference matures into 
a patent while the cross-referenced application goes abandoned, and 
the subject matter of the cross-referenced application does not appear 
in said patent except as incorporated by reference, three possible 
situations arise. First, the second inventor cannot antedate the issue 
date of the patent. Second, the second inventor can antedate the 
issue date but not the filing date of the patent. Third, the second 
inventor can antedate the filing date of the patent but not the filing 


date of the therein referred-to abandoned application. These will 
be taken up in the above order. 


1. The second inventor cannot antedate the issue date of the patent. 
In such a situation, the question whether the subject matter incor- 
porated by reference can be used as a reference against a subsequent 
inventor has been once adjudicated. In Ex parte Heritage,** the 
examiner rejected the claims using the disclosure of a patent to Finck 
together with the disclosure of Finck’s abandoned application which 
was held to have been incorporated by reference into the patent. Al- 
though Heritage’s claims were found patentable over Finck’s dis- 
closure, the Board of Appeals held that the disclosure was incor- 
porated by reference** and may properly be used as a reference and 
said : 


We are not unmindful that the said application 242,776 is 
now abandoned, but we do not see that this fact is material to 


which are set forth in my application Serial No. 344,845, filed July 11, 1940, 
and in my application Serial No. 368,186, filed on Dec. 2, 1940. 


-After the original copy has thus been prepared by any of the alter- 
native methods above mentioned, the subsequent steps of producing the 
half-tone negatives are the same as those stated in either of the aforesaid 
applications. . . 

The patent itself does not show how to use the prepared copy. 


4177 U. S. P. Q. 179 (Bd. of Ap. 1947 and 1948) (reconsideration). 

42 The Board of Appeals considered and cited the following portions of the 
Finck patent to show incorporation by reference: “The invention also is an 
improvement over my former invention disclosed in my co-pending application 
filed Dec. 27, 1927 Serial No. 242,776, which shall be referred to more partic- 
ularly hereafter... . 

“In introducing the loose insulating material . . . there is preferably employed 
the air pressure process . . . disclosed in my pending application aforesaid. 

As there disclosed the air pressure . . . is utilized. 

“Another embodiment of my present invention consists in ‘the | use of the above 
method of introducing . . . materials . . . as considered in my former ap- 
plication.” 

Then the board continued, “Attention i is also called to Claim 3 which includes 
the ‘introduction by air pressure’ of the insulating materials. 


“From the above excerpts from the specification of the Finck patent it 
appears to us that the only reasonable conclusion that can be drawn there- 
from is that the patentee Finck clearly incorporates in this patent the air 
pressure process of filling disclosed in his application 242,776, filed Dec. 
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the reference thereto and inclusion of the process thereof in the 
Finck patent which was copending therewith.** 


On petition for reconsideration** Heritage requested the Board of 
Appeals to strike from their decision all mention of Finck’s aban- 
doned application together with the discussion of the disclosure of 
Finck’s abandoned application since it was not necessary for the 
board’s decision in view of the board’s finding that Heritage’s claims 
were patentable over Finck’s total disclosure. He made this request 
because the Heritage application was issuing as a patent and the de- 
cision would be subject to publication, thereby publishing to the world 
the disclosure of Finck’s abandoned application, whereas otherwise 
Heritage felt that the abandoned application would be destroyed 
eventually. The Board of Appeals denied the request to change their 


prior decision. The complete opinion of the board to this petition 
was as follows: 


We have carefully considered appellant’s request for revision 
of our decision by striking out that portion thereof dealing with 
abandoned application Serial No. 242,776 of patentee Finck. We 
have carefully considered the law* cited by appellant, but are 
not convinced that we were in error in our holding that the 
abandoned application is incorporated by reference in the Finck 
patent and forms a part of the disclosure thereof. 

We see no reason why the Finck earlier file copending aban- 
doned application would not be available to the public when the 
Finck patent refers to this prior application and relies upon the 
disclosure thereof for information as to the preferred procedure 
for introducing by air pressure, insulating material in a structure 
to be insulated. There are limitations upon the destruction of 
abandoned applications and it is noted that aforementioned aban- 
doned application file bears the following notice: 

“This application referred to in Patent No. 1,923,195. Do 
not destroy. (See Order No. 3,166, 400 O. G. 1) DO NOT DE- 
TACH.” 

The petition has been considered but is denied in respect to 
making any change in our decision.** 


Neither the applicant nor the board cited any decisions to support 
their view. The board apparently felt that once it is determined that 
the disclosure of the abandoned application was incorporated by refer- 
ence into the patent, the patent may be read as if the incorporated 
words were in fact set forth in the patent. Such a rationale is proper 


27, 1927. Said application and the Finck patent application were co- 
pending.” 


43 Note 41 supra at p. 182. 

44 Paper 21 of file of Patent No. 2,439,603. 
45 No decisions or authorities were cited. 

48 Note 43 supra. 
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since the incorporated document was properly identified, is per- 
manent and available to the public. 

Once it is established that the disclosure of the abandoned appli- 
cation is incorporated into the patent, such disclosure can be used as 
proof of prior inventorship against a subsequent inventor, following 
the reasoning of the Milburn case, by saying that the patentee who 
incorporated the disclosure “had done all that he could do to make 
his description public.” *7 True, he could have actually repeated the 
words of the application, but this was not done in order to avoid un- 
necessary duplication. The Patent Office might have required him 
to make an incorporation in fact, but the Patent Office’s not making 
such a requirement should not be used to deprive the public of what 
the patentee gave to them. 

Furthermore, if the patentee had claims based upon the incorporated 
disclosure, as was the case in Ex parte Heritage,**® then the disclosure 
is part of the prior art since it is patented. To be an effective bar to 
a subsequent inventor, the patent need not be printed.*® However, 
incorporation by reference cannot make the abandoned application a 
printed publication. Where a printed publication carries a notice that 
certain information is available to the public, where the notice does 
not go into the details of the information, and where the information 
is in such a form as to not be a printed publication, the printed notice 
does not render the source of the information a printed publication.*° 
Therefore, although the incorporated matter cannot be called a printed 
publication, it still may be used as a reference since it is patented. 

2. The second inventor can antedate the issue date of the patent 
but not the filing date of the patent. Following the decision of Ex 
parte Heritage,** the subject matter of the abandoned application be- 
ing incorporated by reference into the patent forms a part thereof 
as if the subject matter was incorporated in fact. In such a case, the 
entire disclosure should be effective proof of prior inventorship against 
a subsequent inventor, effective as of the filing date of the patent. 
In other words, the patent is treated as having actually incorporated 
in fact the subject matter of the abandoned application and in accord- 
ance with the Milburn decision is effective as of its filing date. 

3. The second inventor can antedate the filing date of the patent 
but not the filing date of the abandoned application. Again following 






































47 Note 18 supra at p. 401. 
48 Note 41 supra. 
49 Sirocco Engineering Co. v. B. F. Sturtevant Co., 220 Fed. 137, 1915 C. D. 

194, 213 O. G. 1447 (C. C. A. 2d, 1914), cert. den., 238 U. S. 636, 35 Sup. Ct. 

939, 59 L. ed. 1500 (1915). 

50 Bayer v. Rice, 64 App. D. C. 107, 75 F. (2d) 238 (1934); Ex parte 

Ullmann, 1925 C. D. 27, 334 O. G. 3 (1924). 

51 Note 41 supra. 
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Ex parte Heritage,** the effect of incorporation by reference is to read 
the patent as if the subject matter incorporated by reference was in- 
corporated in fact. This brings the facts into line with those of Jn 
re Switzer.** The filing date of the incorporated disclosure should be 
considered as the date of prior invention against a subsequent in- 
ventor. 

Summarizing the effect of a patent incorporating by reference all 
or part of the disclosure of an abandoned application, it may be said 
that the practical effect is the same as if the disclosure had been in- 
corporated in fact. A subsequent inventor cannot claim that he 
suffers any harm by such incorporation by reference; the abandoned 
application is just as accessible to him as an obscure foreign publi- 
cation or a single copy of a printed book available in a single library. 


Patent Refers to Abandoned Application but Does Not Incorporate 
Its Disclosure by Reference 


Again a determination must be made as to whether or not the cross- 
reference in the patent has the effect of incorporating some or all of 
the disclosure of the abandoned application. Once it has been deter- 
mined that the cross-reference does not act to incorporate the part 
of the disclosure of the abandoned application which is desired to be 
used as a reference against a subsequent inventor, Jn re Switzer** 
and Ex parte Heritage® no longer apply. What is the effect of such 
a cross-reference? Like any cross-reference in a patent to an aban- 
doned application, it results in the application being open to the 
public.** It gives the public no suggestion that the abandoned appli- 
cation contains any disclosure other than that repeated in the patent. 
If, while the application which eventually becomes a patent is still 
pending in the Patent Office, the cross-referenced application having 
gone abandoned, the inventor files still another application containing 
subject matter earlier disclosed only in the abandoned application, the 
inventor is no longer automatically entitled to the filing date of the 
abandoned application as a constructive reduction to practice in order 
to prove prior invention against another inventor with regard to said 
subject matter. In order to entitle an inventor to the right to rely 
on the filing dates of earlier filed applications for the date of construc- 
tive reduction to practice, the subject matter involved must have been 
continuously before the office from said earlier date until the patent 


52 Ibid. 

53 Note 19 supra. 

54 Tbid. 

55 Note 41 supra. 
56 See note 1 supra. 
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issued or until the interference was set up.°’ The effect of not incor- 
porating the subject matter, either by reference or in fact, should be 
just as if said subject matter were cancelled from an application before 
a later application (which matures into a patent) is filed. To para- 
phrase the words of the Court in the Milburn case, the inventor has 
not done everything he can to make the disclosure available to the 
public. It has been held that a disclosure cancelled from an applica- 
tion prior to its issuance as a patent may not be used as a reference 
against a subsequent inventor.** The same principle should apply 
where the subject matter of an abandoned application is not incor- 
porated into the patent. It should be presumed that by failing to 
incorporate the disclosure the applicant intended that the disclosure 
be not made public. On many occasions an applicant for a patent 
attempts to cancel part of the disclosure, but such cancellation is 
objected to by the examiner on the ground that it changes the tenor 
of the disclosure and is therefore analogous to the introduction of new 
matter. The only recourse the applicant then has is to file a contin- 
uing application, omitting the part of the disclosure which he had 
wanted to cancel. Under these facts, although the abandoned applica- 
tion is cross-referenced in the second application, it is obvious that 
cancellation was intended. Frequently, an inventor filing a divisional 
application omits all the subject matter which is not necessary to sup- 
port the divisional claims. This is another example of the inventor 
intending cancellation of some of the subject matter. As a matter 
of fact if he had included non-pertinent subject matter in the second 
application the examiner might have required cancellation. 

Since the effect of failure to incorporate some of the disclosure of 
an abandoned application is the same as if said disclosure had been 
cancelled from an application which matures into a patent, such dis- 
closure should not be used as prior art or to prove prior inventorship. 
Whether the second inventor can or cannot antedate the issue date 
or filing date of the patent containing the cross-reference is of no 
import in these circumstances.*° 


Conclusion 


Three situations have been analyzed where a patent contains a 
cross-reference to an abandoned application and disclosure of the 
abandoned application is being considered as a reference against a 
subsequent inventor. Although there is a scarcity of court decisions 
in point, from the few decisions three conclusions may be drawn. 


57 See note 35 supra. 

58 Fessenden v. Wilson, 18 C. 
410 O. G. 815, 9 U. S. P. Q. 27 
21, 76 L. ed. 544 (1931). 

59 [bid. 


C. P. A. 1171, 48 F. (2d) 422, 1931 C. D. 419, 
4 (1931), cert. den., 284 U. S. 640, 52 Sup. Ct. 
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1. Where the patent and the abandoned application both disclose 
the subject matter in issue, claimed or unclaimed, the disclosure of 
the abandoned applicant may be used as a reference effective as of 
the filing date of the abandoned application. 

2. Similarly, where the patent incorporates by reference all or part 
of the disclosure of the abandoned application, that incorporated dis- 
closure may be used as a reference as of the filing date of the aban- 
doned application. 

3. However, where the patent merely contains a cross-reference 
to an abandoned application, but does not incorporate the subject 
matter in issue from the abandoned application, that disclosure should 
not be used as a reference. Mitton OsHEROFF. 
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ADMIRALTY—SALVAGE Act oF 1912—StatutTe oF LIMITATIONS. 
—On August 30, 1943, His Majesty’s Rescue Tug Busy, towed the 
American steamship JAMes L. RicHarps, from a mud bank off the 
mouth of the Orinoco River on the coast of South America. The 
RIcHARDs had run aground and after futile attempts to extricate her- 
self broke radio silence to request assistance. After being pulled 
clear by the Busy, The RicHarps proceeded to port under her own 
power. The United States brought a libel in rem against the Ricu- 
ARDs on April 12, 1946 for salvage services rendered by the Busy. 
The action was on behalf of His Britannic Majesty as owner and 
operator of the Busy, and for her officers and crew. The libel was 
brought at the request of the British Government and authorized by 
an International Agreement respecting certain problems of marine 
transportation and litigation. 56 Stat. Part 2, 1780 (1942). Ar- 
ticle 4 of the Agreement provided that each government would liti- 
gate in its own court’s claims of the foreign nation against its private 
vessels or their cargo, when so requested by the foreign nation. Any 
recovery by the United States was to be deposited in its Treasury 
and credited to the United Kingdom’s account under the Lend-Lease 
Act. 55 Strat. 31 (1941), 22 U. S. C., §§ 411 et seg. (1946). On 
October 7, 1947, the claim of the owners and operators of the Busy 
was formally assigned to the United States as final accounting had 
occurred of the Lend-Lease Act, supra. Recovery for the personnel 
of the Busy was still intended to be sent to England for distribution. 
The owners of the RicHarps moved to dismiss the libel claiming it 
was barred by the two year statute of limitations in section 4 of the 
Salvage Act of 1912. 37 Star. 242 (1912), 46 U. S. C., $730 
(1946). The District Court granted this motion. United States v. 
The James L. Richards, 82 F. Supp. 12 (Mass. 1949). The govern- 
ment appealed relying on section 5 of the Act which provides, “That 
nothing in this Act shall be construed as applying to ships of war or 
to Government ships appropriated exclusively to a public service.” 
Held, affirming dismissal, the action is barred as the only ships in- 
volved as legal entities in salvage actions are the ships salved, section 
5 of the Act does not apply because the Busy was the salving vessel. 
United States v. The James L. Richards, 179 F. (2d) 530 (C. A. 
Ist, 1950). 

Salvage is the compensation allowed to persons by whose assistance 
a ship or her cargo has been saved, in whole or in part, from im- 
pending peril on the sea, or in recovering such property from actual 
loss, as in cases of shipwreck, derelict, or recapture. The Blackwall, 
10 Wall. 1, 19 L. ed. 870 (U. S. 1870). The owner of the salving 
vessel is allowed to sue for all parties interested, and to recover on the 
basis of risk to his property and its use, even though he is a corpora- 
tion or not present during the salvage. The Camanche, 8 Wall. 448, 
19 L. ed. 397 (U. S. 1869). 

The Salvage Act of 1912, supra, was enacted to implement the 
Brussels Assistance and Salvage Convention of 1910. 37 Stat. Part 
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2, 1658 (1912). Great Britain and the United States were parties 
to the Convention. Article 14 of the Convention contains a provision 
similar to section 5 of the Act and it was not disputed that the Busy 
was a government ship appropriated exclusively to the public service. 
Recovery was allowed in a suit against the United States for salvage 
services rendered in 1918. Prince Line Ltd. v. United States, 61 Ct. 
Cl. 632 (1926). The initial claim was made in 1922 and the two year 
statute of limitations was not a bar. The provision that nothing in 
the Salvage Act should apply was interpreted comprehensively to ex- 
clude all the Act from application to the government. The United 
States has since specifically relinquished its sovereign immunity and 
consented to be sued by actions in personam for salvage services ren- 
dered to government vessels. Suits in Admiralty Act, 41 Stat. 525 
(1920), 46 U. S. C., §§$ 741 et seg. (1946); Public Vessels Act, 
43 Srat. 1112 (1925), 46 U. S. C., §§$ 781 et seg. (1946). Ina 
salvage action brought by the United States more than two years 
after the services were performed the government was not barred. 
United States v. Imperial Oil Ltd., 287 Fed. 400 (S. D. N. Y. 1922), 
Circuit Judge Ward who was one of the American delegates to the 
Convention, said the reservation as to government ships was intended 
to exclude such vessels from the operation of the Act, as they were 
excluded from the Convention. 

Woodbury J., speaking for the court, did not mention these pre- 
vious decisions. His conclusion that the Salvage Act applied did not 
explain the further application of the time limitation within the Act 
to the United States. It is a well known rule of stautory construction 
that statutes of limitation do not run against the United States unless 
expressly stated in the limitation statute. United States v. Thomp- 
son, 98 U. S. 486, 25 L. ed. 194 (1879); United States v. Knight, 
14 Pet. 301, 10 L. ed. 465 (U. S. 1840) ; United States v. Kirkpat- 
rick, 9 Wheat. 720, 6 L. ed. 199 (U. S. 1824); United States v. 
Hoar, 26 Fed. Cas. 329, No. 15,373 (C. C. Mass. 1821). This ex- 
emption is based on the public policy of preserving the public rights, 
revenue and property from the negligence of public officials, such 
loss not to be sustained by all the citizens and taxpayers for the benefit 
of one of their number. United States v. Hoar, supra. Section 4 
of the Act was held not to create a bar by limitation to suit by the 
Government because it was not so mentioned in the Act. United 
States v. Burns Bros. Inc., 1 F. Supp. 219 (S. D. N. Y. 1932). The 
United States was barred by a New York state statute of limitations 
in an action to recover on an assigned claim of the Russian Govern- 
ment. The Supreme Court held that the public policy of the forum 
exempting the domestic sovereign gives no like support to a foreign 
sovereign’s suit in our courts. Guaranty Trust Co. v. United States, 
304 U. S. 126, 58 Sup. Ct. 785, 82 L. ed. 1224 (1938). Mr. Justice 
Holmes speaking for the Court at p. 136 said, “We lay aside ques- 
tions not presented here which might arise if the national government, 
in the conduct of its foreign affairs, by treaty or other appropriate 
action, should undertake to restrict the application of local statutes 
of limitations against foreign governments. . . .” Although the 
Agreement in the present case did not waive local statutes of limita- 
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tions in favor of the other nation’s claims, its purpose as expressed in 
article 4 is not enhanced by later counting time the claim was held 
in abeyance during the war to bar recovery. This is especially so 
when any recovery for the owner and operators is for the benefit of 
the United States and is so labelled not only before the claim arises, 
but before the time limitation has run, conditions not existing in 
Guaranty Trust Co. v. United States, supra. 

Even though the decision did not squarely hold that the Salvage 
Act of 1912, supra, should be applied to suits for salvage brought 
by the United States, thus overruling United States v. Burns Bros. 
Inc., supra, an application of the court’s idea of vessels as legal entities 
can have only that result. This will remove the last vestige of the 
sovereign’s immunity to his own limitation statutes, a principle already 
impaired by the instant case. H. B. S. 


ConsTITUTIONAL LAW—ADMINISTRATIVE LAW—ABILITY OF 
State Court To ENForce Contract REPUDIATED AS CONDITION 
PRECEDENT TO RENEWAL OF BROADCASTING LICENSE.—The Federal 
Communications Commission conditioned renewal of petitioner’s radio 
license upon disaffirmance of a stock-purchase agreement entered into 
specifically to obviate the objection of the commission to a prior con- 
tract whereby a third party, respondent’s predecessor, operated and 
managed the licensed station. The commission found as a matter 
of fact that the second contract impaired the applicant’s financial abil- 
ity, and further, was an attempt to effectuate the first contract which 
was clearly violative of the Communications Act of 1934, 48 Srar. 
1083 (1934), as amended 49 Srar. 1475 (1936), 47 U.S. C., §§ 301, 
307-310 (1946). In re Application of Georgia School of Technology, 
11 F.C. C. 71 (1945). Petitioner repudiated the second contract and 
the license was renewed. Respondents filed suit for an accounting on 
the contract and were awarded judgment for the amount due on the 
contract. This was upheld by the Court of Appeals of Georgia. Re- 
gents of University System of Georgia v. Carroll, 78 Ga. App. 292, 
50 S. E. (2d) 808 (1948). The Supreme Court granted certiorari, 
338 U. S. 846, 70 Sup. Ct. 86. Held, the Federal Communications 
Commission has no authority under the Communications Act of 1934, 
supra, to directly affect the validity of a licensee’s contracts with third 
parties nor prevent enforcement of such private contracts in a state 
court. Regents of University System of Georgia v. Carroll, 338 U. S. 
586, 70 Sup. Ct. 370 (1950). 

It is well established that Congress has the power to regulate radio 
broadcasting and that the Communications Act of 1934, supra, is a 
valid exercise of this power, Federal Communications Commission v. 
W OKO, Inc., 329 U. S. 223, 67 Sup. Ct. 213, 91 L. ed. 204 (1946) ; 
National Broadcasting Co., Inc. v. United States, 319 U. S. 190, 63 
Sup. Ct. 997, 87 L. ed. 1344 (1943). Cf. Federal Radio Commission 
v. Nelson Bros. B. & M. Co., 289 U. S. 266, 53 Sup. Ct. 627, 77 L. 
ed. 1166 (1933). The Act gave to the commission as its primary 
means of regulation the power to grant licenses as “public conven- 
ience, interest, or necessity requires”. Communications Act of 1934, 
supra, § 307. This “public interest” has been held the “touchstone” 
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by which the commission is to be guided in its licensing function. 
National Broadcasting Co., Inc. v. United States, supra, at p. 216; 
Federal Communications Commission v. Pottsville Broadcasting Co., 
309 U. S. 134, 60 Sup. Ct. 437, 84 L. ed. 656 (1940). However, the 
courts have often cautioned that “public interest” in the radio field is 
limited and is not to be construed as broadly as “public interest” in 
public utility and railroad legislation. Federal Communications Com- 
mission v, Sanders Bros. Radio Station, 309 U. S. 470, 60 Sup. Ct. 
693, 84 L. ed. 869 (1940). The commission’s decisions as to public 
interest are final and subject to review in the federal courts as pre- 
scribed in the Act only if “arbitrary or capricious”. Communications 
Act of 1934, supra, § 402; National Broadcasting Co., Inc. v. United 
States, supra; Black River Valley Broadcasts, Inc. v. McNinch, 69 
App. D. C. 311, 101 F. (2d) 235 (1938), cert. den., 307 U. S. 623 
(1939). Such determinations, rules and regulations have the full 
effect of law and are not subject to collateral attack in state courts. 
Regents of New Mexico College of A. and M. Arts v. Albuquerque 
Broadcasting Co., 158 F. (2d) 900 (C.C.A. 10th, 1947) ; cf. Atchison, 
T. and S. F. Ry. v. Scarlett, 300 U. S. 471, 57 Sup. Ct. 541, 81 L. ed. 
748 (1937). But cf. Radio Station WOW, Inc. v. Johnson, 326 U.S. 
120, 65 Sup. Ct. 1475, 89 L. ed. 2092 (1945). In deciding whether 
an applicant can render the best service in the public interest, the 
commission certainly may inquire into his financial ability and the 
effect that contracts with third parties may have upon such ability in 
the future. Federal Communications Commission v. Sanders Bros. 
Radio Station, supra. In National Broadcasting Co., Inc. v. United 
States, supra, the so-called Networks Case, the Chain Broadcasting 
Regulations which vitally affected the contract relations of every net- 
work station were held valid within the commission’s power. 

The Supreme Court has stressed for many years that private con- 
tracts yield to the exigencies of public regulation of appropriate sub- 
ject matter. The rate making power of a state agency prevails over 
private contracts, Union Dry Goods Co. v. Georgia Public Service 
Corporation, 248 U. S. 372, 39 Sup. Ct. 117, 63 L. ed. 309 (1919) ; 
the power of Congress to regulate money is superior to rights of bond- 
holders, Norman v. Baltimore and Ohio Railroad Company, 294 U. S. 
240, 55 Sup. Ct. 407, 79 L. ed. 885 (1935); “Congress is not fettered 
by necessity of maintaining existing arrangements”; Federal Radio 
Commission v. Nelson Bros. B. & M. Co., supra. In Radio Station 
WOW, Inc. v. Johnson, supra,—cited in the principal case as being 
very much in point—it was held that a state court could adjudicate 
the question of fraud involved in the transfer of a radio station. This 
was so even though the commission had previously approved the 
transfer of the license. However, the portion of the state decision 
ordering the parties to do all within their power to obtain a retransfer 
of the license was said to be improper as an encroachment upon the 
federal power. It should be noted here that in this case Mr. Justice 
Frankfurter felt there would be a “fair accommodation between State 
and Federal authority” if the state court would withhold execution of 
its decree requiring retransfer of the property until the commission 
could act. Implicit in this decision is the requirement that this prin- 
ciple of “fair accommodation” should be respected as far as possible, 
but on the facts of the Johnson case this presented no problem. 
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In the principal case the problem is posed squarely and it is just as 
squarely held that the licensing power of the Federal Communications 
Commission has no effect upon the enforcement of those “private” 
contracts which do not affect the public interest. The process by 
which the state court determined this contract did not affect the public 
interest could conceivably have been held a collateral attack upon the 
commission’s determination. Petitioner and the commission, as ami- 
cus curiae, argued this point but the Supreme Court did not agree 
with that contention. Hence, the net result is that the commission 
may order repudiation of a licensee’s contract with a third party as 
not being in the public interest but a state court may then very effect- 
ively nullify the order by awarding full damages on the contract, hav- 
ing found it does not affect the public interest. The decision seems 
conclusive as far as the commission’s present powers are concerned 
and any extension of those powers will require Congressional ac- 
tion. R 

EMINENT DoMAIN—CONDEMNATION FOR TEMPORARY UsE—LEs- 
SEE’s Costs oF REMOVAL AND CONSTITUTIONALITY OF SEIZURE FOR 
INDEFINITE TERM.—Respondent was lessee of certain warehouse 
property under a lease expiring October 31, 1944. The government 
condemned the premises for use by the Army for a term initially end- 
ing June 30, 1943, with a right to renew for successive annual periods 
during the national emergency, acting under the Second War Powers 
Act of 1942, 56 Srar. 176, 177 (1942), 50 U. S. C. App. § 632 
(1946). Two renewals exhausted respondent’s leasehold. The Dis- 
trict Court awarded a stipulated sum of $25,600 to the condemnee as 
reasonable and necessary removal expenses which should have been 
included in the measure of just compensation together with the fair 
market rental value of the premises taken. United States v. Two 
Parcels of Land in City of Springfield, 71 F. Supp. 1001 (Mass. 
1947). The Court of Appeals affirmed, Chief Judge Magruder dis- 
senting. United States v. Westinghouse Electric & Mfg. Co., 170 F. 
(2d) 752 (C. A. 1st, 1948). On certiorari, held, reversing the Court 
of Appeals, lessee occupying property condemned by United States for 
temporary use not entitled to award based on costs of removing its 
personal property when United States thereafter exercises options 
to extend its occupancy beyond lessee’s term; such award must await 
determination whether government’s occupancy fails to absorb entire 
term, Mr. Justice Jackson dissenting. United States v. Westing- 
house Electric & Mfg. Co., 70 Sup. Ct. 644 (1950). 

The Constitutional guaranty of just compensation has not generally 
been construed to include consequential damages, removal costs in 
particular. Gershon Bros. Co. v. United States, 284 Fed. 849 (C. C. 
A. 5th, 1922). A necessary exception to this rule has been established 
where seizure is for temporary use only. United States v. General 
Motors Corp., 323 U. S. 373, 65 Sup. Ct. 357, 89 L. ed. 311, Note 
(1945) 156 A. L. R. 397. In that case the government in 1942 con- 
demned a term of one year out of a lease-hold expiring in 1948. It 
was held that reasonable costs of vacating should have been considered 
as bearing on the market rental value of the temporary occupancy 
taken. The original petition for condemnation had been amended to 
permit renewals of the term at the election of the Secretary of War, 
but the Court indicated in a footnote that the only effect of this devel- 
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opment would be the necessity of evaluating the option on remand. A 
subsequent case made it clear that the taking of the whole of a ten- 
ant’s lease does not fall within the exception. United States v. Petty 
Motor Co., 327 U. S. 372, 66 Sup. Ct. 596, 90 L. ed. 729 (1946), 
rehearing den., 327 U. S. 818, 66 Sup. Ct. 813, 90 L. ed. 1040 (1946). 
Removal costs were not permitted where the condemnation to June 30, 
1945 extended beyond the lessee’s term, even though the government 
reserved an option to abandon as of any preceding June 30. Appar- 
ently the result of the General Motors case could be avoided merely 
by changing the character of the option. This discordant implication 
is removed in the present case by the expedient of treating removal 
costs as a segregated item to abide the outcome of the government’s 
occupancy—an equitable solution unless the term happens to be very 
long. Good annotations on the General Motors and Petty cases are 
in Note (1949) 3 A. L. R. (2d) 286 (lessee’s damages generally 
under eminent domain), Note (1949) 7 A. L. R. (2d) 1297 (com- 
pensation for temporary taking), and (1949) 34 Iowa L. Rev. 690 
(correctly anticipating solution in present case). 

The majority opinion does not question the power to condemn 
options to renew, indicating by footnote that it was plainly conferred 
by the Second War Powers Act, supra, (“‘. . . to acquire by condem- 
nation any real property, temporary use thereof, or other interest 
therein, . . .”). Another footnote emphasizes that the valuation of 
such an option is not in issue, especially since the stipulations do not 
reveal whether the rental for renewed periods was initially fixed. 

Since the majority of the Court thus declines to consider these 
questions at this time, the dissenting opinion of Mr. Justice Jackson 
brings out the important aspect of the case. His review of the legisla- 
tive history of the Second War Powers Act, supra, indicates that Con- 
gress may never have intended to authorize condemnation of a “flex- 
ible term.” Moreover such a policy is at best on the very fringes of un- 
constitutionality. He would hold the effort to condemn options to be 
a nullity and determine all claims on the basis of the initial fixed term. 
The government could extend a short term seizure only by a new 
declaration of taking. The dissent calls an option to renew no more 
than a hedge against inflation, with the added vice of being unneces- 
sary because the United States has a perpetual option in its condemna- 
tion power. An option to shorten is likewise condemned for its one- 
sidedness and being no more than a hedge against deflation. The 
distinction thus drawn in the dissent illustrates the usual judicial diffi- 
culty in evaluating the economic effects of an indefinite taking. Neither 
device is properly a hedge, i.e., an obligation undertaken to offset one 
already assumed. Their effect is identical. Both protect the con- 
demnor against an increase in the rental. Both permit abandonment 
after the initial period, or assignment as “surplus property”, which- 
ever is most advantageous to the condemnor. 

It is not the nature of the judicial mind to admit that anything is 
incapable of determination through the judicial process. This is a 
useful fiction when a court feels compelled to evaluate an indefinite 
term. A few cases where perplexed courts attempted this impossi- 
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bility will illustrate. In the first, the court was confronted with a fait 
accompli when the claimant proved his title to land on which the 
United States had constructed a military installation. The value of 
the government’s “implied lease” might have been determined retro- 
spectively but it was fixed as of the time of taking as if the claimant 
had willingly leased with due regard to the indefinite nature of the 
occupancy. Johnson v. United States, 2 Ct. Cl. 391 (1866). When 
the owner subsequently sought a reappraisement of the annual rent 
it was held that once judicially established, the rent must remain fixed. 
Johnson v. United States, 4 Ct. Cl. 248 (1868). The Army aband- 
oned its fort but Johnson had to bring another action for accrued rent 
to which the Attorney General demurred, contending that the court in 
the former suit had no right to fix the value of the ocupancy subse- 
quent to the date of judgment. The finality of the award was again 
upheld. Johnson v. United States, 8 Ct. Cl. 243 (1872). See Note 
(1949) 7 A. L. R. (2d) 1297, 1300. The Johnson cases were cited in 
United States v. 16.747 Acres of Land, 50 F. Supp. 389 (Del. 1943), 
which rejected defendant’s contention that the interests sought to be 
condemned were so uncertain as to be impossible of valuation. The 
court recognized the difficulties in appraising a tenancy from year to 
year with an option to renew forever but said the task of fixing a fair 
annual rent was “not insurmountable.” United States v. 9.94 Acres 
of Land, 51 F. Supp. 478 (E. D. S. C. 1943) intimated that a con- 
demnee is entitled to a lump sum settlement, not an annual stipend 
going eventually to his estate, children, or grandchildren, and that it 
is for a jury to determine what, if anything, is left an owner when the 
government takes an indefinite term and to deduct the amount so 
found from the value of the fee in fixing compensation. A mixture of 
theories appeared in United States v. 60,000 Square Feet of Land, 53 
F. Supp. 767 (N. D. Calif. 1943), in which the condemnees were 
held entitled to a present sum, in addition to the annual rental, in 
compensation for the government’s right to alter the premises, though 
admittedly difficult to assess and though the condemnees might collect 
more if they would defer their claim until actual damage to the fee 
occurred. United States v. Certain Parcels of Land, 55 F. Supp. 257, 
264 (Md. 1944) held that a jury must consider the “. . . reasonable 
value of the option itself... .” 

The courts have generally accepted on faith the validity of indeter- 
minite takings. Thus the questions raised by Mr. Justice Jackson 
have not yet been fairly faced. Writers and courts alike have classi- 
fied them merely as novel problems in measure of compensation in the 
broad field of eminent domain. Judicial aversion to “consequential 
damages” has made the use of that term particularly unfortunate. The 
Court should take the earliest opportunity to recognize an indeter- 
minate condemnation for what it really is—a sequestration of capital 
in violation of the Fifth Amendment’s guarantee of just compensation. 
The cases to date engender apprehension of the seizure of wealth in 
any form with an award to its owner of temporary compensation, i.e., 
interest, as long as the government has use for the principal. 

R. A. W. 
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IMMUNITY OF OFFICIALS FROM TorT LIABILITY—EFFECT OF 
MALICE ON IMMUNITY—MEANING OF SCOPE OF OFFICIAL POWERS.— 
Appellant Gregoire was born in Lorraine, Germany, in 1894, but be- 
came a French citizen by virtue of the Treaty of Peace of 1929. He 
came to the United States in 1941 under the French immigration 
quota and on January 5, 1942, was arrested as an enemy alien under 
authority committed to the President over “all natives, citizens, deni- 
zens, or subjects of the hostile nation or government”, 40 Star. 531 
(1918), 50 U. S. C., § 21 (1946), and delegated by him to the Attor- 
ney General. Despite determination by the Enemy Alien Hearing 
Board that appellant was a Frenchman, on advice of the Director of 
Enemy Alien Control Unit, the Attorney General ordered Gregoire 
interned as an enemy alien, and he remained in custody until Septem- 
ber 18, 1946, when he was released from Ellis Island, to which he had 
been removed for deportation. His discharge followed a habeas 
corpus proceeding in which it was found that he was French. United 
States ex rel. Gregoire v. Watkins, 69 F. Supp. 889 (S. D. N. Y. 
1946), aff'd 164 F. (2d) 137 (C. C. A. 2d, 1947). Previously Greg- 
oire had sought release unsuccessfully on a writ of habeas corpus on 
three occasions, second of which is reported in Ex Parte Gregoire, 
61 F. Supp. 92 (N. D. Cal. 1945). After discharge he brought suit 
in two counts against the two successive Attorneys-General of the 
United States, the two successive Directors of the Enemy Alien Con- 
trol Unit of the Department of Justice, and the District Director of 
Immigration at Ellis Island, first for false arrest and imprisonment 
and for malicious and wilful conspiracy to deprive plaintiff of his 
liberty ; second, on the same facts for violation of the Civil Rights Act, 
17 Srar. 13 (1871), 8 U. S. C. § 43 (1946). Motion to dismiss for 
failure to state a cause of action was granted by the District Court on 
December 3, 1948. Held, affirming, the first count is bad “even if 
the defendants had acted altogether from personal spite and had been 
fully aware that they had no legal warrant for arresting or deporting 
the plaintiff; as the situation at bar does not come within the Civil 
Rights Act, the second count also fails to state a cause of action. 
Gregoire v. Biddle, 177 F. (2d) 579 (C. A. 2d, 1949). 

The decision marks an extension of the principle of immunity of 
officials from tort liability. Adopted from English law, Yates v. Lan- 
sing, 5 Johns. 282 (N. Y. 1810), it was accepted by the Supreme Court 
as absolute when applied to judges of limited authority acting within 
their jurisdiction and to judges of general authority even when acting 
in excess of jurisdiction. Alzua v. Johnson, 231 U. S. 106, 34 Sup. Ct. 
27, 58 L. ed. 142 (1913) ; Bradley v. Fisher, 13 Wall. 335, 20 L. ed. 
646 (U. S. 1871). Cf. Randall v. Brigham, 7 Wall. 523, 19 L. ed. 
285 (U. S. 1868). Remedy for judicial torts was declared to be re- 
moval or impeachment rather than a civil action by the injured indi- 
vidual. Bradley v. Fisher, supra; Wilson v. The Mayor of New 
York, 1 Denio 595, 43 Am. Dec. 719 (N. Y. 1845). 

While holding that even a judicial officer is not immune from civil 
action for tortious acts beyond the scope of his authority, Manning v. 
Ketcham, 58 F. (2d) 948 (C. C. A. 6th, 1932) ; Rammage v. Kendall, 
168 Ky. 26, 181 S. W. 631 (1916), the courts have attempted to dis- 
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tinguish acts performed completely without authority from those ex- 
ceeding it but within the court’s power over the person and subject 
matter ; only the latter are within the field of protection. Note (1921) 
13 A. L. R. 1344. Distinction has also been made as to courts of 
inferior jurisdiction between acts performed in a ministerial capacity 
and those requiring a measure of discretion, immunity covering the 
latter only. Fidelity and Casualty Co. of New York v. Brightman, 
53 F. (2d) 161 (C. C. A. 8th, 1931); McCarg v. Burr, 186 N. Y. 
467, 79 N. E. 715 (1906). 

Analogous to the protection of judges is the absolute immunity 
accorded prosecuting attorneys against suits for malicious prosecution 
arising from acts performed in their official role. Cooper v. O’Con,- 
nor, 69 App. D. C. 100, 99 F. (2d) 135 (1938), Note (1939) 118 
A. L. R. 1450, cert. den., 305 U. S. 643, 59 Sup. Ct. 146, 83 L. ed. 
414 (1938) ; Laughlin v. Garnett, 78 App. D. C. 194, 138 F. (2d) 931 
(1943). 


Immunity has been extended gradually to the head of an Execu- 
tive Department “in respect of matters within his authority,” Spalding 
v. Vilas, 161 U. S. 483, 16 Sup. Ct. 631, 40 L. ed. 780 (1896) (Post- 
master General) ; Standard Nut Margarine Co. of Florida v. Mellon, 
63 App. D. C. 339, 72 F. (2d) 557 (1934), cert. den., 293 U. S. 605, 
55 Sup. Ct. 124, 79 L. ed. 696 (1934) (Secretary of Treasury), and 
to executive or administrative officers of lesser rank, Jones v. Ken- 
nedy, 73 App. D. C. 292, 121 F. (2d) 40 (1941), cert. den., 314 U. 
S. 665, 62 Sup. Ct. 130, 86 L. ed. 532 (1941) ; Adams v. Home Own- 
ers’ Loan Corporation, 107 F. (2d) 139 (C. C. A. 8th, 1939) ; Phelps 
v. Dawson, 97 F. (2d) 339 (C. C. A. 8th, 1938) ; Lang v. Wood, 67 
App. D. C. 287, 92 F. (2d) 211 (1937). This immunity is restricted, 
however, in theory to acts committed to the discretion of the officer in 
his quasi-judicial function. Wilkes v. Dinsman, 7 How. 89, 12 L. ed. 
618 (U. S. 1849) ; Kendall v. Stokes, 3 How. 87, 11 L. ed. 506 (U. S. 
1845), rev’g Stokes v. Kendall, 23 Fed. Cas. 140, No. 13,479 (C. C. 
D. C. 1840) ; People v. May, 251 Ill. 54, 95 N. E. 999, Ann. Cas. 1912 
C 510 (1911), dism’d, 232 U. S. 720, 34 Sup. Ct. 601, 58 L. ed. 814 
(1914) ; Logan City v. Allen, 86 Utah 375, 44 P. (2d) 1085 (1935) ; 
Clark v. Kelly, 101 W. Va. 650, 133 S. E. 365 (1926), Note (1927) 
46 A. L. R. 806. 

Although a quasi-judicial officer is not liable for an error in judg- 
ment as long as he acts within the scope of his authority, Tyler v. Cass 
County, 142 U. S. 288, 12 Sup. Ct. 225, 35 L. ed. 1016 (1892) ; Cray- 
ton v. Larabee, 220 N. Y. 493, 116 N. E. 355, there is lack of unani- 
mity as to the effect of malice on the liability of such an officer. Fed- 
eral and state courts have extended absolute immunity to various exec- 
utive and administrative officials. Barsky v. United States, 83 App. 
D. C. 127, 167 F. (2d) 241 (1948), cert. den., 334 U. S. 843, 68 
Sup. Ct. 1511, 92 L. ed. 1767 (1948) ; Laughlin v. Rosenman, 82 App. 
D. C. 164, 163 F. (2d) 838 (1947). Other federal and state deci- 
sions have implied that an officer is liable to civil suit if he acted with 
corrupt or malicious motives, even though the act in question was per- 
formed in a judicial or quasi- judicial capacity. Speyer v. S ~~. Dist., 
82 Colo. 534, 261 Pac. 859 (1927), Note (1928) 57 A. L. R 

7 


; 
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Arnold v. Hubble, 18 Ky. Law Rep. 947, 38 S. W. 1041 (1897) ; 
Tompkins v. Sands, 8 Wend. 462 (1832). Some cases follow the 
principle laid down in an English case, Morgan v. Hughes, 2 T. R. 
225, 100 Eng. Rep. 123 (K. B. 1788), that recourse may be had in 
civil action against a judicial officer of limited jurisdiction or a quasi- 
judicial officer. Brown v. Larimer, 132 Kan. 81, 294 Pac. 906 
(1931) ; Crayton v. Larrabee, supra; see Revill v. Pettit, 3 Metc. 314 
(Ky. 1860) ; Williamson v. Lacy, 86 Me. 80, 29 Atl. 943; Knell v. 
Briscoe, 49 Md. 414 (1876). 

Conclusion in the instant case that the allegation of malice is im- 
material is based squarely on Yaselli v. Goff, 12 F. (2d) 396 (C. C. 
A. 2d, 1926), Note (1928) 56 A. L. R. 1255, aff'd 275 U. S. 503, 48 
Sup. Ct. 155, 72 L. ed. 395 (1927) (involving a special assistant to 
the Attorney General), in line with the trend of recent cases to enlarge 
rather than limit the group of public officers to whom the doctrine of 
immunity is applied. (1939) 12 So. Cauir. L. Rev. 216. 

Scope of powers, within which immunity operates, is redefined as 
meaning “that the occasion must be such as would have justified the 
act” if the official’s power were used for its intended purpose, Gregoire 
v. Biddle, supra, at p. 581; cf. Jaffarian v. Murphy, 280 Mass. 402, 
183 N. E. 110 (1932), Note (1933) 85 A. L. R. 298, thus rejecting 
the argument that it cannot include any act inspired by ill will, spite, 
revenge, greed, or avarice. Gibson v. Reynolds, 172 F. (2d) 95 (C. C. 
A. 8th, 1949). As it was the duty of the Attorney General to decide 
whether Gregoire was an enemy alien, Ludecke v. Watkins, 335 U.S. 
160, 68 Sup. Ct. 1429, 92 L. ed. 1881 (1948) ; cf. Lapides v. Watkins, 
165 F. (2d) 1017 (C. C. A. 2d, 1948), it is held that he should not 
be held liable for a merely erroneous determination of appellant’s 
status as a result of which he acted without jurisdiction. Cf. Brown 
v. Rudolph, 58 App. D. C. 116, 25 F. (2d) 540 (1928); Kittler v. 
Kelsch, 56 N. D. 227, 216 N. W. 898 (1927); Sweeney v. Young, 
82 N. H. 159, 131 Atl. 155 (1925), Note (1926) 42 A. L. R. 763; 
Watts v. Gerking, 111 Ore. 641, 228 Pac. 135 (1924), Note (1925) 
34 A. L. R. 1504. Contra Cottam v. Oregon City, 98 Fed. 570 (C. C. 
Ore. 1899). 

On what theory absolute immunity is extended not only to the 
Attorney General, who is both a department head and in a position 
analogous to that of a prosecuting attorney, but also to the other 
defendants is not clear. Insofar as they performed ministerial func- 
tions under orders from a superior possessing jurisdiction over the 
subject matter they might be protected, even though the superior 
transgressed his power. Erskine v. Hohnbach, 14 Wall. 613, 20 L. 
ed. 745 (U. S. 1871); Hodgson v. Millward, 12 Fed. Cas. 285, No. 
6568 (C. C. E. D. Pa. 1863). To the extent that their duties were 
discretionary, by necessity relegated to them by the Attorney Gen- 
eral, they might be given the same privilege and protection that would 
apply to the department head. DeArnaud v. Ainsworth, 24 App. D. 
C. 167, 181, Note (1904) 5 L. R. A. N. S. 163. Inference is that 
immunity is bestowed on defendants as quasi-judicial officers. 

Granting the common interest in having public servants who are not 
hampered by fear of private retribution when exercising their judicial 
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discretion, it is submitted that that consideration does not require that 
the cloak of non-liability be enlarged to cover quasi-judicial officers to 
the point that a complaint alleging that they were actuated solely by 
spite in arresting plaintiff, knowing that it was without justification, 
can be dismissed as failing to state a cause of action. Historically 
judges of limited jurisdiction and executive or administrative officers 
were not always so guarded. See Jennings, Tort Liability of Admin- 
istrative Officers (1937) 21 Minn. L. REv. 263. It is suggested that 
today, when the number of government officials is increasing, the inter- 
est of the individual demands protection from the tortious conduct of 
public officials that the possibility of impeachment or removal does 
not give. 

The effect of an allegation of conspiracy in the first count is not 
considered in the decision. Other courts have held that a charge of 
conspiracy adds nothing to a complaint otherwise defective. Jones v. 
Kennedy, supra; Fletcher v. Wheat, 69 App. D. C. 259, 100 F. (2d) 
432 (1938). 

Language of the Civil Rights Act, supra, § 43 when read as a whole 
clearly limits its application to acts performed under color of a state 
or territorial law. The second count therefore fails to state a cause 
of action. M. A. Mc. 


Lasor LAW—DETERMINATION OF JURISDICTIONAL DISPUTES BY 
NATIONAL LABorR RELATIONS BOARD UNDER SECTION 10(K) OF THE 
LABOR MANAGEMENT RELATIONS Act oF 1947.—The United Tele- 
phone Organizations, a voluntary unincorporated union, filed charges 
with the Regional Director of the National Labor Relations Board, 
alleging that a rival union was engaging in unfair labor practices to 
force the New York Telephone Co. and certain construction contrac- 
tors to assign particular work to members of that union, rather than 
to members of U. T. O. Upon the refusal of the board, after a pre- 
liminary investigation of the charges, to hear and determine the dis- 
pute, U. T. O. brought suit in the District Court of the District of 
Columbia to compel a hearing by the board. Parsons v. Herzog, 85 
F. Supp. 19 (D. C. 1949). A motion to dismiss the complaint was 
denied an appeal taken by the board to the United States Court of 
Appeals for the District of Columbia. Held, that although the lan- 
guage of Section 10(k) is mandatory in requiring the board to hear 
disputes based on unfair labor practices within the meaning of Section 
8(b)4(D) of the Labor Management Relations Act of 1947, the 
board is not precluded from making a preliminary investigation to 
determine whether the charges made present a prima facie case of 
unfair labor practices. Herzog v. Parsons, 181 F. (2d) 781, 25 L. R. 
R. M. 2413 (1950). 

Section 10(k) of the Labor Management Relations Act of 1947, 61 
Strat. 136 (1947), 29 U. S. C. Supp. I, § 141, et seq. (1948), pro- 
vides: “Whenever it is charged that any person has engaged in an 
unfair labor practice within the meaning of paragraph (4)(D) of 
Section 8(b), the Board is empowered and directed to hear and deter- 
mine the dispute out of which such unfair labor practice shall have 
arisen . . . [unless disputants voluntarily reach agreement within ten 
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days]” (italics added). Appellee, contending that this language is 
clear and unambiguous, argued that the board is compelled to hear 
such disputes whenever such charges are made and that to hold other- 
wise would be to allow the board the same discretion it exercises in 
filing complaints against those using unfair labor practices under Sec- 
tion 10(b) of the Act. The court held, however, that this language 
is not unambiguous, in that the board is directed to hear disputes only 
if an unfair labor practice actually exists, and that a mere charge does 
not, ipso facto, give verity to its existence. Thus the only reasonable 
inference is that the board shall make a preliminary investigation to 
determine whether there are reasonable grounds for believing that 
such an unfair labor practice exists. Herzog v. Parsons, supra. To 
hold otherwise would hamper the board by requiring it to hear dis- 
putes based on frivolous charges, and prevent it from determining 
whether the complaining union had filed the necessary financial reports 
and non-Communist affidavit, which are prerequisites to the board’s 
jurisdiction. Section 9 of the Act, supra. The court correctly avoids 
interpreting Section 10(k) so as to reach such absurd results. See 
Oates v. National Bank, 100 U. S. 239, 244, 25 L. ed. 580, (1879), 
and Black, H. C., ConsTRUCTION AND INTERPRETATION OF THE Laws, 
§ 48 (1896). 

Although the instant case is the first interpretation of Section 10(k) 
by a federal court, it has been construed by the board on several occa- 
sions. Matter of Ship Scaling Contractors Asso., 87 N. L. R. B. 
No. 14, 25 L. R. R. M. 1086 (1949) ; Matter of Los Angeles Bldg. 
Trades Council, 83 N. L. R. B. No. 76, 24 L. R. R. M. 1090 (1949) ; 
Matter of Irwin-Lyons Lumber Co., 82 N. L. R. B. 916, 23 L R. R. 
M. 1623 (1949) ; Matter of Juneau Spruce Co., 82 N. L. R. B. 650, 
23 L. R. R. M. 597 (1949) ; Matter of Moore Drydock Co., 81 N. L. 
R. B. 1108, 23 L. R. R. M. 1452 (1949). This decision is in line with 
the practice followed by the Board. N. L. R. B., Rules and Reg. 
(Series 5) § 203.74 (1947), and cases cited supra. 

However logical this practice may seem, it does not carry out the 
mandatory dictates of Congress in this section of the Act unless the 
board in making its preliminary examination limits its discretion to 
testing the validity of the charge, and does not employ this discretion- 
ary power to dismiss otherwise meritorious charges on grounds of 
public policy. By exercising this wider power, the board would be 
using the same discretion it is allowed under Section 10(b). WN. L. 
R. B. v. Indiana & Michigan Electric Co., 318 U. S. 9, 19, 63 Sup. Ct. 
394, 87 L. ed. 579, (1942); N. L. R. B v. Federal Engineering Co., 
153 F. (2d) 233, 234 (C. C. A. 6th, 1946). While the language of 
Section 10(b) is permissive, that of Section 10(k) is mandatory. 
Where Congress has used permissive language in one section of an 
act and has used mandatory language in another section, the very dis- 
tinction thereby made conclusively indicates that Congress intended 
the latter to have the effect which its language imports. United States 
ex rel. Seigel v. Thoman, 156 U. S. 353, 15 Sup. Ct. 378, 39 L. ed. 
450 (1894) ; Federal Land Bank of Illinois v. Hansen, 113 F. (2d) 
82 (C. C. A. 2d, 1940). 

From the history of Section 10(k) it is not altogether clear that the 





RECENT CASES 99 


board is not exercising this wider discretion. During the first twenty 
months of the amended Act, there were 117 charges of violations of 
Section 8(b)4(D) filed, of which 101 were disposed of before 10(k) 
hearing, and only four proceeded to such hearing. Appellant’s brief 
on appeal p. 26. The investigatory procedure on unfair labor prac- 
tices under Section 8(b)4(D) is the same as that for all other unfair 
labor practice charges. N. L. R. B., Rules and Reg., supra, § 202.30. 
If the present decision extends the rationale of Jacobsen v. N. L. R. B., 
120 F. (2d) 96, 100 (C. C. A. 3d, 1941) (refusal of board to issue 
complaint is not reviewable), to the amended Act, the courts are with- 
out jurisdiction to review the action of the board in refusing, after 
preliminary investigation, to proceed further with the charge. 
However, since there are no means of enforcing the board’s findings 
under Section 10(k) other than by issuing a 10(b) complaint on the 
original charges, determination of jurisdictional disputes by the board 
has not proved to be an efficacious remedy. The court in the present 
case has probably arrived at the only practical solution to the problem. 
The effect of this decision is to limit and define the rather broad 
language used by the Board in its earlier decisions, Matter of Moore 
Drydock, supra, and Matter of Juneau Spruce Co., supra, to the effect 
that whenever a charge is made, the board must proceed to a deter- 
mination of the dispute in all cases. However, in these decisions there 
were strong dissents by Members Houston and Murdock, contending 
that Section 10(k) applied only to disputes involving work-tasks to 
be assigned to non-rival unions by their common employer and did not 
apply to disputes between rival unions of the same trade, craft, or 


skill. This broad language of the majority opinion was directed 
against this contention, and was not intended to mean that the board 
would not make a preliminary investigation of the unfair labor prac- 
tice charges before hearing the dispute. R. B. Y. 


Lazsor Law—Seconpary Boycottr—JURISDICTION OF THE N. L. 
R. B.—UntawFut Picketinc Not Excusep As FREE SPEECH.—A 
contractor named Giorgi, who had agreed to build a house for the 
owner of a lot in Greenwich, Connecticut, let out the carpentry to a 
contractor, named Deltorto, and the electrical work to another con- 
tractor, named Langer. Giorgi and Langer had their business in 
Port Chester, New York. Giorgi himself did the masonry work, and 
bought the materials which he used from a Port Chester dealer who 
delivered them to the job at Greenwich. Deltorto bought his lumber 
from a Connecticut dealer, who imported it from New York. On the 
days here involved Deltorto had two carpenters on the job, members 
of an A. F. L. union, but Langer, who was a non-union employer, 
had no employees working. Patterson, the business representative 
of the local, upon learning that some of the work was being done by 
non-union labor, went to Deltorto and one of his carpenters and told 
them that Langer had hired non-union employees. A few days later, 
Patterson went again to the job and told Deltorto and the two carpen- 
ters that the job was “unfair.”” Patterson then left, returned later in 
the day, and began picketing the premises with a placard which bore 
the legend: “This job is unfair to organized labor.” The two car- 
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nt then left the job whereupon Patterson stopped picketing. 
owever, he telephoned Giorgi the same night and told him that he 
would have to replace Langer with a union contractor or he could 
not complete the job. Giorgi told Langer of this, and Langer agreed 
to throw up his contract and did no further work on the house. The 
National Labor Relations Board ordered an injunction against the 
union to prevent it from carrying on what the board has held to be a 
secondary boycott under Section 8 (b) (4) (a) of the National Labor 
Relations Act, 61 Stat. 136 (1947), 29 U. S. C., Supp. III, § 141 
et seq. (1947). The union appealed for a review of the board’s order, 
and the board petitioned for an enforcing order. Held, affirming the 
board’s order, that the union’s conduct amounted to a secondary boy- 
cott, Clark, J. dissenting. International Brotherhood of Electrical 
Workers, Local 501 v. N. L. R. B., 181 F. (2d) 34 (C. A. 2d, 1950). 

Three questions were before the court on this appeal: (1) Whether 
the occurrences “affected” interstate commerce within the meaning of 
the National Labor Relations Act, supra. (2) Whether the evidence 
supported a finding by the board that the local had engaged in a sec- 
ondary boycott. (3) If it did, then whether the picketing was privi- 
leged under Section 8 (c) of the Act, supra. 

There is little room for dispute with the finding of the board in 
taking jurisdiction of the dispute; but the union argued that the 
occasion was too trivial to warrant intervention and two board mem- 
bers agreed with this contention. This is a question of fact to be 
ultimately decided by the courts, and the court here is on safe ground 
in view of the de minimus doctrine as approved by the Supreme Court 
in National Labor Relations Board v. Jones & Laughlin Steel Corp., 
301 U. S. 1, 57 Sup. Ct. 615, 81 L. ed. 893 (1937); and National 
Labor Relations Board v. Fainblatt, 306 U. S. 601, 59 Sup. Ct. 668, 
83 L. ed. 1014 (1939). See also Groneman v. International Brother- 
hood of Electrical Workers, Local 354, 177 F. (2d) 995 (C. A. 10th, 
1949) ; Slater v. Denver Building & Construction Trades Council, 
81 F. Supp. 490 (Colo. 1948) ; Petredis and Fryer, 85 N. L. R. B. 
241 (1949); Haleston Drug Stores, Inc., 8 N. L. R. B. 1166 
(1949); and Matter of Walter J. Mentzer, 82 N. L. R. B. 389 
(1949). 

A consideration of the finding that the local had engaged in a sec- 
ondary boycott must begin with the language of the statute. Section 
8 (b) (4) (a) provides: “It shall be an unfair labor practice for a 
labor organization or its agents . . . to engage in, or to induce or 
encourage the employees of any employer to engage in, a strike or a 
concerted refusal in the course of their employment . . . where an 
object thereof is . . . forcing or requiring any employer . . . or 
other person to . . .\cease doing business with any other person. 
‘ ” The legislative history of the section was summed up in a 
statement by Senator Taft in the course of the debates on the Senate 
floor when he said, “This provision makes it unlawful to resort to a 
secondary boycott to injure the business of a third person who is 
wholly unconcerned in the disagreement between an employer and his 
employees.” 93 Cong. Rec. 4198 (April 29, 1947). Consider also 





_— eS eS ae ae eC 


' (we 


RECENT CASES 101 


Senator Murray’s statement that, “This provision is presumably de- 
signed to outlaw secondary boycotts; and is predicated on the as- 
sumption that all secondary boycotts are unjustified.” 93 Cong. Rec. 
4035 (April 25, 1947). The boycotts referred to by the Senators are 
limited by the words of the Statute to “a strike or a concerted refusal” 
with the object of forcing an employer to cease doing business with 
any other person. These expressions of the legislative intent must be 
kept in mind while evaluating the effect of the Section on the fact 
situation involved in the principal case. In this case, the undoubted 
object of Patterson’s activities was to reach Giorgi directly, because 
it was Giorgi who gave the contract to Langer. The conclusion would 
be then that Patterson’s picketing against Giorgi was primary, and 
the secondary effect on Langer was only incidental, a fact situation 
which received sanction by the board in Pure Oil Company, 84 
N. L. R. B. 315 (1949), and Ryan Construction Corporation, 85 
N. L. R. B. 47 (1949). Inthe Pure Oil Company decision, the board 
went so far as to declare that primary picketing, a means which unions 
traditionally use to press their demands upon employers, is always 
privileged even though it has incidental secondary effects, for a con- 
sequence of all strikes is some interference with business relationships 
between the struck employer and others. In these two cases, the 
picketing was localized at the scene of the primary dispute as it was 
in the principal case. The dissenting member of the board in the 
Ryan case stated that the decision in this case overruled the decision 
in Matter of Langer, 82 N. L. R. B. 1028 (1949), the decision which 
was approved by the court of appeals in the principal case. A district 
court has also held that picketing an employer for the purpose of 
causing him to employ only union members does not constitute an 
unfair labor practice, even though such picketing causes the em- 
ployees of other employers to refuse to deliver supplies to the picketed 
employer. Sperry v. Building & Construction Trades Council of 
Kansas City, 15 Labor Cases 64,836 (Kan. 1948). 

The decision here is based upon the view that the primary picketing 
was aimed at Deltorto, to induce his employees to quit, thus forcing 
Giorgi to cease doing business with Langer. The majority recognizes 
that had some of Langer’s non-union employees been at work on the 
job, and had Patterson’s only purpose been to induce them to quit, 
then the union activity would have been privileged in spite of its 
secondary effect under the doctrine of the Pure Oil Co. case. This 
reasoning involves a very fine distinction. The court is saying that 
Patterson’s peaceful picketing is not, in and of itself, unlawful, but 
it became unlawful because of the finding that Patterson aimed his 
activities at Langer and not Deltorto nor Giorgi, and even then it is 
unlawful only because Langer had no men on the job. This is not 
a realistic view of what actually took place. The intent of the union 
is not actually considered in the opinion, but rather it is the result, as 
viewed by the court, which is held unlawful. From this assumption as 
to the nature of the picketing, an assumption seemingly based on 
form and not substance, the logical result is a finding of an unlawful 
secondary boycott. It is exceedingly difficult to see the classification 
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ot Giorgi or Deltorto as “a third person wholly unconcerned in the 
disagreement between an employer and his employees.” Statement 
of Senator Taft, 93 Cong. Rec. 4198, supra. 

Having adopted this premise as to the aim of Patterson’s acts, 
however, the court had further to consider whether Section 8 (c) 
of the Act immunizes in any way the operation of Section 8 (b) 
(4) (a), and whether this latter Section violated the First Amend- 
ment to the Constitution of the United States as a denial of the right 
of free speech. Section 8 (c) provides, “The expressing of any views, 
arguments or opinion, or the dissemination thereof, whether in writ- 
ten, printed, graphic or visual form, shall not constitute or be evi- 
dence of an unfair labor practice under any of the provisions of the 
Act, if such expression contains no threat of reprisal or force or 
promise of benefit.” Section 8 (b) (4) (a), on the other hand, ex- 
pressly prohibits a labor organization or its agents from inducing or 
encouraging the employees of any employer to engage in a strike, etc. 
It is the inducing or encouraging which is banned here. Therefore, 
if 8 (c) qualified the prior section in any way, it would render it 
nugatory. The words “induce” and “encourage” certainly do not 
connote any “threat of reprisal or force or promise of benefit.” The 
board expressly rejected the argument that Section 8 (c) qualified 
Section 8 (b) (4) (a) in Matter of Wadsworth Building Co. and 
Klassen and Hodgson Inc., 81 N. L. R. B. 802 (1949), and this 
decision was cited and approved by the majority in the principal case. 
It seems clear that Congress intended to ban inducement or encourage- 
ment of a strike or of a concerted refusal to work, and then meant to 
immunize any other means of conducting a secondary boycott, pro- 
vided there was no “threat of reprisal or force or promise of benefit.” 
Any other specific practices which are held unlawiul in other sections 
of the Act must also be excluded from the operation of Section 8 (c). 

The petitioner presented the further issue that even though Patter- 
son’s acts were not protected by the “free speech” section of the Act, 
they were protected under the free speech provision of the First 
Amendment to the Constitution. Petitioner’s argument in support 
of this contention is based upon a line of so-called “free speech” 
cases from the Supreme Court headed by Thornhill v. Alabama, 310 
U. S. 88, 60 Sup. Ct. 736, 84 L. ed. 1093 (1940). In this case, the 
Court struck down a state statute containing a sweeping prohibition 
against free speech, banning all dissemination of information by people 
adjacent to certain premises in regard to the nature and causes of a 
labor dispute, but the Court did say at pp. 103, 104, that it was within 
the province of states “to set the limits of permissible contest open to 
industrial combatants.” The latest decision of the Court, however, 
was rendered in Giboney v. Empire Storage and Ice Co., 336 U. S. 
490, 69 Sup. Ct. 684, 93 L. ed. 834 (1949). This decision is binding 
upon the lower courts and was cited and followed by the court in the 
principal case. The Giboney case, supra, discussed the Thornhill case, 
supra, and did not overrule the earlier decision, but held that the 
Constitutional right of free speech does not preclude an injunction 
against peaceful picketing where that picketing is part of a course of 
conduct expressly made unlawful by statute. The ban against peace- 
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ful picketing contained in Section 8 (b) (4) (a) is only operative 
when that picketing is directed toward accomplishing a secondary 
boycott. This section does not fall within the ban of sweeping pro- 
hibitions against all peaceful picketing as announced in the Thornhill 
case, supra, but rather, it clearly is the type of statute contemplated 
by the rationale of the Court in the Giboney case, supra. The Gib- 
oney rule was properly applied here. In fact, the court was bound 
by that decision as the latest expression of the Supreme Court on 
the subject. 

Viewing the principal case as a whole, the practical and immediate 
result is that Local 501 is helpless to cope with the situation at hand. 
However, the effect of this case upon the future problems of labor 
unions need not be as drastic as might appear at first glance. It is 
important to note that the court accepted the rationale of the board in 
the Pure Oil and Ryan cases, supra, as well as that of the decision in 
Douds v. Metropolitan Federation of Architects, Engineers, Chemists 
and Technicians, Local 231, 75 F. Supp. 672 (S. D. N. Y. 1948). 
The significance of this reasoning is that the door will be open to 
liberal judges to restrict the principal case to its facts, and to apply 
the doctrine of the above mentioned cases to allow labor unions some 
area of action in cases where more than one employer is engaged in a 
singular operation. This will be so at least until the Supreme Court 
or Congress explains whether the expression “an object thereof” in 
Section 8 (b) (4) (a), supra, refers to the primary object of the 
strike only, or whether it also includes secondary results which may 
be only incidental to the primary object. R. L. A. 


LEGISLATION — STATUTORY CONSTRUCTION — CONSTITUTIONAL 
Law.—Defendant deposited phonograph records, which were admit- 
tedly obscene, with an express company engaged in interstate com- 
merce and was convicted under Section 245 of the Criminal Code 
“Whoever . . . knowingly deposits with any express company . . . for 
carriage in interstate . . . commerce any obscene, lewd, lascivious or 
filthy book, pamphlet, picture, motion-picture film, paper, letter, writ- 
ing, print, or other matter of indecent character .. . shall be fined 
(emphasis added). . . .” Title 18, U. S. C., § 1462 (1948). The 
Court of Appeals reversed, applying rule of ejusdem generis and re- 
stricting the general words “other matter of indecent character” to 
the same genus as those enumerated, i.e., comprehensible by sight. 
The Supreme Court granted certiorari. Held, affirming conviction, 
the statute proscribes the dissemination of matter which, in its essen- 
tial nature, communicates obscene ideas, and obscene phonograph 
records are within the meaning of the act though not specifically enum- 
erated. United States v. Alpers, 338 U. S. 680, 70 Sup. Ct. 352 
(1950), three justices dissenting. 

Traditionally, criminal statutes are strictly construed, Hall, Strict 
or Liberal Construction of Penal Statutes (1935) 48 Harv. L. Rev. 
748, 750, and statutes too vague to apprise men of common intelligence 
of the conduct prohibited are generally held unconstitutional, Winters 
v. New York, 333 U. S. 507, 68 Sup. Ct. 665, 92 L. ed. 840 (1948) ; 
United States v. Petrillo, 332 U. S. 1, 67 Sup. Ct. 1538, 91 L. ed. 
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1877 (1947) ; Whitney v. California, 274 U. S. 357, 47 Sup. Ct. 641, 
71 L. ed. 1095 (1927) ; Connally v. General Construction Co., 269 
U. S. 385, 46 Sup. Ct. 126, 70 L. ed. 322 (1926) ; International Har- 
vester Co. v. Kentucky, 234 U. S. 216, 223, 34 Sup. Ct. 853, 58 L. ed. 
1284 (1914). There are no constructive offenses. United States v. 
Resnick, 299 U. S. 207, 210, 57 Sup. Ct. 126, 81 L. ed. 127 (1936). 

The rule of ejusdem generis, “Where general words follow special 
words in an enumeration describing the legal subject, the general 
words are construed to embrace only subjects similar in nature to... 
those enumerated by preceding specific words,” 2 Sutherland, Statu- 
tory Construction 4909, (3d ed. 1946), is particularly applicable to 
criminal statutes, United States v. Salen, 235 U. S. 237, 35 Sup. Ct. 
51, 59 L. ed. 210 (1914) ; First National Bank of Anamoose v. United 
States, 206 Fed. 374 (C. C. A. 8th, 1913). Thus in McBoyle v. 
United States, 283 U. S. 25, 51 Sup. Ct. 340, 75 L. ed. 816 (1931) a 
stolen airplane was held not within the meaning of the general words” 

. . any other vehicles not designed for running on rails ... ,” where 
the phrase followed an enumeration of automotive vehicles. See also 
United States v. Bhagat Singh Thind, 261 U. S. 204, 43 Sup. Ct. 338, 
67 L. ed. 616 (1923). But where the enumerated items exhaust the 
genus of the legal subject, rendering the general words redundant, 
ejusdem generis is not applicable since effect should be given to the 
entire statute. Mason v. United States, 260 U. S. 545, 554, 43 Sup. 
Ct. 200, 67 L. ed. 396 (1923); American Ice Co. v. Fitzhugh, 128 
Md. 382, 97 Atl. 999 (1916). 

However, these are only canons of construction and serve merely to 
prevent extension of the statute into a field not intended by Congress. 
They should not be employed to defeat the purpose of the legislature 
as evidenced by the language, context and history of the act. United 
States v. Gaskin, 320 U. S. 527, 529, 64 ~~ Ct. 318, 88 L. ed. 287 
(1944) ; United States v. Raynor, 302 U. 540, 552, 58 Sup. Ct. 
353, 82 L. ed. 413 (1938) ; United States v. Bisty 208 U. S. 393, 28 
Sup. Ct. 396, 52 L. ed. 543 (1908) ; United States v. Wiltberger, 5 
Wheat. 76, 95, 5 L. ed. 37 (U. S. 1820). Thus in Gooch v. United 
States, 297 U. S. 124, 56 Sup. Ct. 395, 80 L. ed. 522 (1936), a con- 
viction for kidnapping was sustained under a statute defining the 
crime as where a person is “. . . held for ransom or reward or other- 
wise...” 47 Strat. 326 (1932), as amended, 18 U. S. C., § 408a 
(1934), although defendant was holding the victim for self-protection 
and not for pecuniary purposes. A similar result was reached in 
construing the Mann Act, 36 Stat. 825 (1910), Comp. Stat. 1913, 
§ 8813, where the phrase “other immoral purposes” was held not 
restricted to the enumerated words “prostitution” and “debauchery” 
in their commercialized sense, but was held applicable to illicit inter- 
course though no pecuniary benefit was involved, Caminetti v. United 
States, 242 U. S. 470, 37 Sup. Ct. 192, 61 L. ed. 442 (1917), and 
though the illicit intercourse was based on religious belief, Cleveland 
v. United States, 329 U.S. 14, 67 Sup. Ct. 13, 91 L. ed. 12 (1946). 
See generally Taylor, Manhandling the Mann Act? (1947) 5 Nat. 
B. J. 39. 

In construing a statute similar to that in the principal case, (N. Y. 
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Penal Law § 1141(1) (1941)), a New York court included obscene 
phonograph records within the meaning of the words “article or instru- 
ment,” on the theory that the primary purpose of such a statute is to 
suppress the exploitation of obscene materials, and a construction lim- 
iting the vehicles of contamination to those perceivable by vision alone 
would be unreasonable. People ex rel Kahan v. Jaffe, 178 Misc. 523, 
35 N. Y. S. (2d) 104 (1942). Cf. People v. Strassner, 299 N. Y. 
325, 87 N. E. (2d) 280 (1949). See (1950) 98 U. Pa. L. Rev. 123. 

In the instant case, the Court found the factual situation to be 
within the purposive scope of the statute as intended by Congress and 
the language, considered in context, sufficiently explicit to prevent a 
preclusion of the result reached by application of the rules of construc- 
tion noted above. 

The rationale of the dissenting justices was that personal liberties 
would be endangered if this statute, which is in a sense censorial, were 
not restricted to its narrowest meaning, United States v. Alpers, supra, 
at p. 356. It is argued that any other construction could be used to 
suppress matter of a religious or artistic nature never contemplated by 
Congress. This comports with a suggestion in Winters v. New York, 
supra, at p. 511, that the standard of definiteness should be more strin- 
gent in civil liberties legislation than in ordinary criminal statutes. 
However, the statute in that case was under attack because the nature 
of the matter prohibited was not clearly defined. In the instant case 
the nature of the matter is admittedly within the purpose of the stat- 
ute. The issue here is whether a difference in the physical form and 
medium of communication of this particular instrumentality precludes 
the application of the Act. The danger to free expression would seem 
to derive primarily from liberal construction of words defining the 
nature of the matter prohibited and not those designating the vehicles 
by which it travels. Only in the former case could works of litera- 
ture, art, or religion be suppressed because of a court’s subjective 
notion of immorality or indecency. 

The results reached would seem sound and in line with previous 
constructions by the Court of similar legislation. Mann Act, supra, 
Lindbergh Act, supra. A different holding would have over-empha- 
sized the physical form of the instrumentality of dissemination, while 
ignoring the substantive nature of the ideas promulgated. Such would 
have been an unwarranted disregard of the legislative purpose. 

H. D. H. 


PATENTS— PATENTABILITY—Homo.Locous Compounps.—Appli- 
cant filed an application for a patent for chemical compounds valuable 
for their therapeutic use, especially as anticonvulsants for epilepsy 
having high anticonvulsant activity combined with low toxicity. The 
most specific claim of conceded utility rejected by the Primary Exam- 


iner and the Board of Appeals of the United States Patent Office reads 
as follows: 


3. 5—Isopropoxymethyl—5—phenylhydantoin. 


The reference relied upon was a publication disclosing the next 
lower homologue, 5—ethoxymethyl—5—phenylhydantoin, which when 
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pharmacologically tested in moderate doses caused convulsions which 
is the antithesis of their prevention by appellant’s compound, but was 
silent as to the efficacy of mild doses, nor did it state what quantity 
constituted a moderate dose. A comparison under the same condi- 
tions of dosage was required to show that appellant’s compound pro- 
duced the beneficial results alleged while the compound of the refer- 
ence did not have such effect. No such tests were submitted. Where- 
fore the examiner and board held the appealed claims were lacking in 
invention, and therefore unpatentable, since appellant had not estab- 
lished that the claimed compound had an unexpected or unobvious 
beneficial property, citing the case of In re Hass, 141 F. (2d) 130 
(C. C. P. A. 1944). 

On appeal counsel for appellant contended that invention and pat- 
entability was predicated on the discovery of a new compound and 
its unobvious or unexpected beneficial properties not known to be 
possessed by the compounds of the prior art. Held, that a presump- 
tion of unpatentability arises against a claim directed to a composition 
of matter, the adjacent homologue of which is old in the art. The 
burden is on the applicant to rebut that presumption by a showing 
that the claimed compound possesses unobvious or unexpected bene- 
ficial properties not actually possessed by the prior art homologue. 
The Patent Office as the public’s representative has the right to 
require such evidence of invention as is suitable to dissolve a presump- 
tion of unpatentability arising out of the nature of the subject matter 
where the criteria raising the presumption are of universal acceptance 
by those skilled in the art involved. In re Henze, 85 U. S. P. Q. 261 
(C. C. P. A. 1950). 

A chemical compound, as a composition of matter, to be a proper 
subject of a patent must, like a process, a machine, or a manufacture, 
meet all the requirements of invention, novelty and utility. 29 Srart. 
692 (1897), 35 U. S. C., § 31 et seq. (1946). 

The decisions of In re Hass, 141 F. (2d) 122, 127, 130 (C.C. P. A. 
1944) firmly established a doctrine as to the patentability of homolo- 
gous compounds. The court in its opinion in the first case stated 
at p. 125: 


It is well understood by chemists that the members of a homol- 
ogous series of chemical compounds possess the same principal 
characteristics; that generally the chemical and physical prop- 
erties of the individual members vary gradually from member to 
member; and that knowledge of the properties and chemical be- 
havior of one of the members of the series suggests to the chemist 
the properties and chemical behavior of the other members of 
the series. 


We are of the opinion that the tribunals of the Patent Office 
were right in holding that, in order to be patentable, novel mem- 
bers of a homologous series of chemical compounds must possess 
some unobvious or unexpected beneficial properties not possessed 
by a homologous compound disclosed in the prior art. 

It is elementary that novelty alone is not sufficient to impart 
patentability to a claim. Invention must be present. 
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In other words with respect to homologous compounds a presump- 
tion is raised that inherently such compounds possess similar proper- 
ties and one is not patentable over another for lack of invention. The 
burden is therefore shifted to the applicant to rebut this presumption 
when a prior art homologue has been cited by the examiner. In 
chemical cases, it is incumbent upon applicant to establish unexpected 
superior results by a proper showing. Jn re Swain, 156 F. (2d) 239 
(C. C. P. A. 1946). 

The Jn re Hass cases, supra were affirmed by Jn re Finley, 174 F. 
(2d) 130 (C. C. P. A. 1949), and have been cited in the following: 
In re Levin, 178 F. (2d) 945 (C. C. P. A. 1949}; Ex parte Henze, 
83 U.S. P. Q. 167 (Pat. Off. Bd. of App. 1948); Ex parte Sloan, 
73 U.S. P. Q. 265 (Pat. Off. Bd. of App. 1947) ; In re Riddle, 155 
F. (2d) 268 (C. C. P. A. 1946); but the question of a requirement 
for a comparison between the prior art parent compound and its 
homologue had never been raised and up to this time had been open 
for judicial determination. Appellant attempted to avoid the require- 
ment for a comparison by construing the first case of Jn re Hass, 
supra, to mean that a new compound was patentable if it had unex- 
pected or unobvious properties not known to be possessed by the prior 
art compound, through reference to the second /n re Hass case, supra, 
wherein the court said at p. 129: 


It is not contended here by counsel for appellants that the 
homologous compounds disclosed in the Priebs reference would 
not suggest to one skilled in the art the compound of claim 4, 
or that that compound has any unexpected or unobvious proper- 
ties not known to be possessed by the prior art compounds. On 
the contrary, it is the contention of counsel for appellants that 
novelty alone is sufficient to lend patentability to the claims on 
appeal. 


The ultimate question to resolve patentability remains, what is the 
contribution that is being made to the art? Is it in the unobvious 
properties? It is well established that the greatest amount of inge- 
nuity in discovering new and unobvious properties for an old com- 
pound will not result in a patent for such compound. Jn re Thuau, 
135 F. (2d) 344 (C. C. P. A. 1943). For new homologous com- 
pounds, however, these elements are essential. Jn re Finley, supra, 
commenting on the Jn re Hass cases, at p. 134: 


Obviously appellant construes our holding in those cases to 
mean that if a new and useful product does show unobvious or 
unexpected beneficial properties it follows that such a product is 
patentable. We did not affirmatively, or even by implication, so 
state in our decision there. Our statement meant merely that 
unless a product does show the defined characteristics it is not 
patentable. Even if they be shown, the consideration of other 
factors may be required. 


It is not merely that the new compound must have unobvious prop- 
erties, nor that they are not known in the prior art, but that they are 
“not possessed by a homologous compound disclosed in the prior 
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art.” In re Hass, supra. Logically, this can only be established by 
a comparison of the compounds where as here nothing is known of 
the properties of the reference compound except under “moderate 
dosages.” The requirement of the Patent Office does not appear to 
be especially arbitrary under the particular facts in this case since 
the antithetical properties of pharmacological agents in different doses 
are well known. Sollman, THE MANuAL or PHARMACOLOGY (1948) 
states that: 


The greater number of pharmacologic agents produce at first 
a stimulation which is followed in large doses by depression. In 
this respect, the difference between the different poisons are 
again mainly quantitative. The so called “stimulants” produce 
strong and prolonged stimulation, the depression being noted only 
with relatively large doses. 


It is appreciated that this places an additional financial burden 
upon an applicant inasmuch as the preparation of reference compounds 
that are unavailable may be required and further tests made with such 
compounds. Nevertheless, the Patent Office does not have the facili- 
ties, nor is it empowered by Congress to conduct such tests, desirable 
as it may be. The court here took judicial notice of the fact that 
the assignee was a large and well known pharmaceutical company 
who might reasonably have been expected to have the resources for 
such tests as would be required. 

Even if the decision in the Jn re Hass case did not use the expres- 
sion, “not possessed by a homologous compound,” it should be proper 
to require a comparison as a matter of public policy. The fundamen- 
tal purpose of the patent system is “to promote the Progress of 
Science and useful Arts.” Const. Art. 1, Sec. 8, Cl. 8. It is not the 
mere disclosure of a new compound for which the patent is granted 
but for a compound which marks an advance in the art as is implied 
in the term “progress.” Secondly, as a corollary, the patent system 
encourages full disclosure of inventions. If the standard were to be 
a showing of new and unobvious properties over what is known or 
disclosed in the prior art, it would induce chemists to withhold infor- 
mation as to the various properties of parent compounds in patents 
and publications since it would enable them to later obtain patents on 
their homologues. 


TAXATION—INCOME AND Excess Prorits TAXES—EXEMPT Cor- 
PORATIONS—AUTOMOBILE CLUB.—Appellee, a non-profit corporation 
without capital stock, operated as an automobile club affiliated with 
the American Automobile Association, with membership open gen- 
erally to all owners of automobiles. Its principal place of business 
was San Francisco and by 1943 it operated thirty-four branch offices 
and had a membership approaching one hundred thousand passenger- 
car owners. At all times since 1913 and prior to 1943 appellee had 
been exempt from the imposition of any federal income or excess 
profits taxes. Exemption being denied for 1943 and 1944, appellee 
paid the tax for those years and filed claim for refund, alleging exemp- 
tion under I. R. C. section 101(9). Held, appellee is not entitled to 
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exemption, since it was not organized and operated exclusively for 
pleasure, recreation, and other nonprofitable purposes. Smyth v. 
California State Automobile Association, 175 F. (2d) 752 (C. A. 9th, 
1949), cert. den., 338 U. S. 905, 70 Sup. Ct. 307 (1949). 

Early administrative interpretations held that organizations seek- 
ing exemption from tax, under the provisions of the applicable Reve- 
nue Act similar to I. R. C. section 101(9), must be shown to have 
been organized exclusively for the purposes specified by the law (O. 
D. 190, 1 Cum. Bull. 194 (1919)) and, where so organized, must 
have been operated, without significant deviation, within the confines 
of the enumerated exempt activities (O. D. 953, 4 Cum. Bull. 261 
(1921)). See also Aviation Club of Utah v. Commi’r. of Int. Rev., 
162 F. (2d) 984 (C. C. A. 10th, 1947), cert. den., 332 U. S. 837, 68 
Sup. Ct. 220, 92 L. ed. 409 (1947); West Side Tennis Club v. 
Comm’r. of Int. Rev., 111 F. (2d) 6 (C. C. A. 2d, 1940), cert. den., 
311 U. S. 674, 61 Sup. Ct. 40, 85 L. ed. 434, Note (1940) 130 A. L. 
R. 107; Koon Kreek Klub v. Thomas, 108 F. (2d) 616 (C. C. A. 5th, 
1939) ; Jockey Club v. Helvering, 76 F. (2d) 597 (C. C. A. 2d, 
1935) ; I. T. 3339, 1939-2 Cum. Bull. 106; G. C. M. 20647, 1939-1 
(Part 1) Cum. Bull. 125; G. C. M. 16807, XV-2 Cum. Bull. 157 
(1936) ; I. T. 2622, XI-1 Cum. Bull. 65 (1932); G. C. M. 9470, X-2 
Cum. Bull. 162 (1931) ; I. T. 2557, X-1 Cum. Bull. 149 (1931) ; I. T. 
2117, I1I-2 Cum. Bull. 229 (1924) ; and O. D. 108, 1 Cum. Bull. 203 
(1919). Permissible deviations in operation generally have taken the 
form of incidental sales of property (e.g., Santee Club v. White, 87 
F. (2d) 5 (C. C. A. 1st, 1936) ; Anderson Country Club v. Comm’r. 
of Int. Rev., 2 T. C. 1238 (1943) ; and G. C. M. 19465, 1938-1 Cum. 
Bull. 172) and have been held to include receipt of income from tem- 
porary investments (I. T. 3302, 1939-2 Cum. Bull. 105), incidental 
sales of maps and guide books (I. T. 2693, XII-1 Cum. Bull. 59 
(1933) ), or meals (O. D. 108, supra). “Organized” and “operated” 
are not synonymous. Sun-Herald Corporation v. Duggan, 73 F. (2d) 
298 (C. C. A. 2d, 1934), cert. den., 294 U. S. 719, 55 Sup. Ct. 546, 
79 L. ed. 1251 (1935). 

Administrative consideration of the status of automobile clubs as 
such led to rulings granting exemption from tax on the ground that 
they were organized for “nonprofitable purposes” and income was 
derived from membership fees and subscriptions, no part of which 
inured to the benefit of any private stockholder or individual (O. D. 
643, 3 Cum. Bull. 241 (1920) ); denying exemption where receipts 
from magazine advertisements and rental of garages were significant 
(I. T. 2106, ITI-2 Cum. Bull. 228 (1924)); granting exemption 
although activities included placing of insurance for members and pub- 
lishing a magazine for circulation among members (G. C. M. 2867, 
VII-1 Cum. Bull. 115 (1928) ); and granting exemption where the 
association, while having individual members, functioned also as a 
federation of clubs and sold advertisements in its magazine as an inci- 
dental to the legitimate activities of the organization (G. C. M. 3555, 
VII-1 Cum. Bull. 117 (1928)). These earlier rulings were reconsid- 
ered in G. C. M. 23688, 1943 Cum. Bull. 283, wherein it was deter- 
mined that an association operating as a federation of automobile clubs 
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and having no individual members was neither a “club” nor “organ- 
ized and operated exclusively for pleasure, recreation, and other non- 
profitable purposes.” G. C. M. 3555, supra, and G. C. M. 2867, 
supra, were revoked. Revocation of O. D. 643, supra, and modifica- 
tion of I. T. 2106, supra, were recommended. G. C. M. 13067, XIII- 
2 Cum. Bull. 148 (1934), holding that an organization having for its 
members local clubs and not individuals was not exempt, was cited 
with approval. 

Four other recent decisions deal with exemption of automobile 
clubs under I. R. C. section 101(9) subsequent to the re-evaluation 
set forth in G. C. M. 23688, supra. Chattanooga Automobile Club, 12 
T. C. No. 967 (1949) ; Keystone Automobile Club, 12 T. C. No. 1038 
(1949) ; Automobile Club of St. Paul, 12 T. C. No. 1152 (1949) ; 
and Warren Automobile Club, T. C. Memo. op., June 14, 1949, C. C. 
H. Dec. 17,043. The Keystone Automobile Club case, supra, was 
affirmed on appeal, 181 F. (2d) 402 (C. A. 3rd, 1950), as were the 
Chattanooga and Warren cases, 182 F. (2d) 551 (C. A. 6th, 1950). 

In the principal case the court refused to consider “nonprofitable” 
as a characteristic unrelated to “pleasure” and “recreation.” Going 
no further than appellee’s articles of incorporation and by-laws, (Cf. 
O. D. 190, supra) the court found that at all times subsequent to their 
amendment in 1929 the Association was organized to serve owners 
and operators of commercial vehicles, that such were eligible for mem- 
bership (although the evidence showed that owners of trucks and 
commercial vehicles did not become members), and that nowhere was 
there a restriction of the Association’s purposes to those of pleasure 
and recreation. Adopting the principle of noscitur a sociis applied in 
G. C. M. 23688, supra, Judge Denman said: “. . . the Association 
was not ‘organized . . . exclusively for pleasure and recreation and 
other [similar] non-profitable purposes.’ It was ‘organized’ in part 
for purely commercial purposes.” Looking also to the place occupied 
in present-day life by the passenger automobile, the court took judicial 
notice of the evolution that had taken place over the past forty years 
and found it “. . . inconceivable otherwise than that . . . many such 
cars were used by commercial agents of all kinds for travel in the 
course of their business and many more were used by laborers and 
others going to and from their places of business. By 1943 and 
1944 . . . great numbers of such cars must have been served by the 
Association for purposes other than pleasure.” The Tax Court had 
similarly emphasized the commercial characteristics of the club’s activi- 
ties in denying exemption (Chattanooga Automobile Club, supra) and 
Judge Goodrich, in the appeal of Keystone Automobile Club, supra, 
stressed the changed utility of the passenger car, the effect of this 
change upon the characteristics of Keystone, and denied it the status 
of “club” as well. 

It can, of course, be argued that organizations dependent wholly 
upon dues and assessments levied upon members are unlikely to pro- 
vide significant tax revenues over any extended period of time. The 
facility with which such charges can be adjusted upward or down- 
ward and the current provisions permitting the averaging of net in- 
come over periods longer than one year by means of such devices as 
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carry-forwards and carry-backs, give support to this view. Neverthe- 
less, the fact that such groups can operate at a substantial profit (even 
though under admittedly unusual conditions) has been amply demon- 
strated by the appellee in the principal case and there certainly is no 
basis for exemption upon grounds of prohibitive government admin- 
istrative costs in connection with organizations of this scope. Re- 
evaluation of prior rulings in light of changes in a dynamic society is 
the duty of those charged with enforcement of the taxing statutes and, 
as stated by Judge Goodrich in the Keystone case, supra: “If the 
Commissioner cannot change his mind about the relative place of auto- 
mobile owners in the scheme of things . . ., he is the only human being 
in America so precluded.” 
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SUPREME Court Practice. By Robert L. Stern and Eugene Gress- 
man. The Bureau of National Affairs, Inc. Washington: 1950. 
Pp. xiii, 553. $7.50. 


This is a most useful volume on practice in the Supreme Court of 
the United States. It outlines the jurisdiction of that tribunal, ex- 
plains very precisely just what steps are necessary to bring a case 
there, and sets forth in clear terms the procedure to be followed once 
the Court has granted certiorari or noted probable jurisdiction. Forms 
of briefs, petitions, and motions are included in an appendix. 

The authors do not purport to have written an exhaustive treatise ;* 
rather, they have compiled an excellent practice manual which will 
serve as a valuable checklist to assist the experienced Supreme Court 
practitioner, and which will be ideal for the lawyer who is faced with 
the occasional case which must go to the Supreme Court, but who is 
unable to do what he does when confronted with an unfamiliar ques- 
tion in his local practice, vis., ask the clerk or inquire of an older hand 
at the bar. Practice in the United States Supreme Court is still suffi- 
ciently non-routine to remain a recondite mystery even in fairly large 
cities. This book will, most assuredly, dispel that mystery. 

Stern and Gressman emphasize what is more or less realized by the 
better-educated members of the bar, that the wrongness of the decision 
below is not in itself a ground for certiorari. (They are on somewhat 
weaker ground when they attempt to rationalize the somewhat indis- 
criminate grants of certiorari in particular classes of cases which in the 
past have elicited the requisite four votes from Justices sympathetic 
to the plight of criminal defendants and civil plaintiffs.*) But they 
are at their best when they point out what very few practitioners real- 
ize, that the Jurisdictional Statement required by Rule 12 in the case 
of appeals is virtually a petition for certiorari. The argument neces- 
sary to demonstrate that a case on appeal should not be “Dismissed 
for want of a substantial federal question” is little different, either in 
form or substance, from that which must be adduced to render per- 
suasive the “Reasons for granting the writ.” 


1 For a complete collection of authorities, recourse must still be had to Rob- 
ertson and Kirkham, Jurisdiction of the Supreme Court of the United States 
(1936), new edition by Kurland and Wolfson on the press. 

2 The reviewer began his practice in New England, in the largest law office 
in the particular state. For the three years he was there, that office did not 
have a single case in the United States Supreme Court. 

3 Pp. 114-115. See the concurring opinions in Wilkerson vy. McCarthy, 336 
U. S. 53, 64, 68, 69 Sup. Ct. 413, 93 L. ed. 497 (1949), for a discussion of the 
trend in Federal Employers’ Liability Cases. See Uveges v. Pennsylvania, 
335 U. S. 437, 69 Sup. Ct. 184, 93 L. ed. 127 (1948), and Gibbs v. Burke, 337 
U. S. 773, 69 Sup. Ct. 1210, 93 L. ed. 1659 (1949), both right-to-counsel cases 
from state courts, where, in each instance, certiorari was granted on the peti- 
tion without sending for the record or calling on the respondent for a brief in 
opposition. Note that the comment in the Uveges case that (337 U. S. at 
449-490) “After all, this is the Nation’s ultimate judicial tribunal, not a super- 
legal-aid bureau,” did not gain the concurrence of a majority of the Court. 
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Moreover, the authors have performed a real service in exposing 
the very glaring inadequacies in the Court’s present rules. For in- 
stance, the combined petition-plus-supporting-brief, which the Gov- 
ernment has used for twenty years, which saves much duplication and 
assuredly has the approbation of the Court, is not yet sanctioned in 
terms by the Rules. And the archaic appeal procedure, which requires 
counsel bringing up a case as of right to file at least eight papers in 
the court from which the appeal is taken,* cries out for modernization. 
As the authors pointedly remark, “The citation is a misleading and 
useless anachronism.” *® So, it may be ventured, is the petition for 
allowance of the appeal. Since the appeal is taken as of right, it 
should not be necessary to go through the absurd formality of request- 
ing permission from the court appealed from. The best proof of the 
validity of these strictures can be found in the very much simplified 
procedure prescribed by the Supreme Court for direct criminal ap- 
peals—notice of appeal plus jurisdictional statement, both filed in the 
Supreme Court *—and the almost equally simple procedure which 
the Supreme Court adopted for appeals from District Courts to Courts 
of Appeals.’ It is to be hoped that the emphasis with which the pres- 
ent work necessarily underscores the unnecessary features of the pres- 
ent appeal procedure will before long induce the needed reforms. 

On the other hand, the chapters in this book on briefs and oral argu- 
ment are not as illuminating as they could have been made. If a law- 
yer does not know how to write a good brief or to make an acceptable 
argument by the time he takes his case up to the Supreme Court, these 
two chapters are too short to help him; and if he is competent in both 
fields, he will know most of what is duly set forth. Messrs. Stern 
and Gressman would have been better advised to have restricted them- 
selves to those aspects of briefing and arguing wherein Supreme Court 
practice differs from practice in other appellate courts ; their forms are 
helpful, and so is their admonition to concentrate the oral argument on 
principles rather than on authorities. And some good strong sugges- 
tions on how not to write petitions for certiorari, duly illustrated by 
easily accessible examples of horribles not at all imaginary, could use- 
fully have been added. 

Other criticisms of the present work are of a minor nature. It is 
not at all clear why the sample briefs and petitions should have been 
Bowdlerized by removing the captions and the names of counsel, 
though still retaining the case numbers; just what virtue there is in 
thus making identification difficult is neither explained nor otherwise 
apparent. And, no doubt unavoidably, one or two slips have crept 


4Pp. 204-205: (1) Petition for allowance of appeal; (2) Order allowing 
appeal; (3) Assignment of errors; (4) Citation; (5) Jurisdictional statement; 
(6) Statement calling attention to Rule 12(3); (7) Praecipe for record; 
(8) Order fixing security for costs and cost bond. If a stay is denied, there 
must also be included (9) Application for stay, and supersedeas bond. 

5 Pp. 211. 

6 Pp. 201, 240-242; see F. R. Crim. P., Rule 37(a). 

7F. R. Civ. P., Rule 75; compare F. R. Crim. P., Rule 39(b). 

8 Pp. 310-312. 


9 Per contra, the form for a Summary of Argument (pp. 287-288) gives the 
name of the case in which it was used. 
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in, including one which unfortunately appears on the first page of the 
text.?° 

But these are flyspecks. Messrs. Stern and Gressman have written 
a sound, lawyerlike book, which fills a real need, and which will with- 
out question be the definitive practice manual for the Supreme Court 
bar—until in consequence of the authors’ own persuasiveness, they 
induce the Court to revise its rules. 

FREDERICK BERNAYS WIENER.T 


THE AMERICAN TRADITION IN RELIGION AND EpucaTion. By R. 
Freeman Butts.1 Beacon Press: Boston, 1950. Pp. xiv, 230. 
$3.00. 


The Beacon Press has presented us with another scholarly and pro- 
vocative book in its special series of Studies in Freedom and Power. 
More objective, less disputatious than Paul Blanshard’s controversial 
American Freedom and Catholic Power, Professor Butts’ analysis of 
the historical factors behind the constitutional doctrine euphemistically 
known as “separation of church and state” still will trod on the toes 
of the sensitive sectarians and inflame the dogged dogmatists. Indeed, 
his study of the historical past as an aid to the present understanding 
of the restrictions which the First and Fourteenth Amendments place 
upon federal and state aid to organized religions (and unorganized, for 
that matter) of necessity must boil in the crucible of a deeply partisan 
controversy. His subject matter is one that by its very nature stirs 
up emotional discussion. The forces that are concerned in the proper 
demarcation of the line where private worship ends and state aid be- 
gins are too vocal, too single-minded in their respective causes to 
brook gentle, intellectual argument on the matter. Nevertheless, Pro- 
fessor Butts makes the scholar’s noble effort, and in the mind of this 
reviewer, at least, he succeeds. 

The partisan nature of the question which Professor Butts exam- 
ines is not primarily a result of a disagreement as to constitutional 
principle. Even the more rabid supporters of federal and state action 
in aid of religion should concede that the First and Fourteenth Amend- 
ments establish some line of separation of church and state. The rub 
comes in the attempted application of that principle in the light of 
specific federal or state attempts to furnish free bus transportation, 
textbook aid, health services, etc. to parochial or religious schools and 
institutions. For instance, many proponents of “released time” pro- 


10 At p. 3, 28 U. S. C., 2109, dealing with the disposition of cases where a 
quorum is lacking, is misstated. The statute says, “if a majority of the quali- 
fied justices shall be of opinion’; the text inadvertently reads, “if a majority 
of the Supreme Court believe.” 

P. 44 refers to instances where Congress has made express provisions for 
appeals from the Court of Claims to the Supreme Court, and cites inter alia 

nited States v. Northern Pac. Ry. Co., 311 U. S. 317, 61 Sup. Ct. 264, 85 L. ed. 
210 (1940). But that case involved a specially authorized direct appeal from a 
District Court. See Act of May 22, 1936, c. 444, 49 Stat. 1369. 

+ Member of the Rhode Island and District of Columbia bars; formerly As- 
sistant to the Solicitor General of the United States. Author of A Practica. 
MANUAL oF Martiat Law (1940), Errecrive APPELLATE Apvocacy (1950). 

1 Professor of Education, Columbia University. 
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grams, whereby religious instruction in all the major religions could 
be given during school hours, either on or off public school property, 
have raised the argument that the First Amendment forbids only that 
type of governmental aid or preference which favors one religion over 
the others. Professor Butts’ thorough historical analysis of the con- 
stitutional prohibition that “Congress shall make no law respect- 
ing an establishment of religion, . . .,” scotches that painful, and 
perhaps conscious, misunderstanding of our historical tradition. If 
the historical experiences of the Americans late colonial period, Arti- 
cles of Confederation era, and our early national development, reflect 
anything, they bear irrefutable evidence that the framers of the First 
Amendment meant to forbid by it “multiple establishment,” and not 
merely “single establishment,” or religion. 

Professor Butts discusses fully the active part that both Jefferson 
and Madison played, first in the framing of Virginia’s state constitu- 
tional prohibitions against “multiple establishment” of religion, and 
then later, Madison’s role in the drafting and passing of the First 
Amendment. No fair-minded observer who reads of their fight for 
the complete disestablishment of the civil authority from religion can 
accept any conclusion other than one which affirms the proposition 
that any and all state aid to religion, save certain historical exceptions, 
such as tax exemptions, chaplain corps, etc., is unconstitutional, or at 
least, contrary to the American tradition of the free exercise of con- 
science.® 

However, there is a minority school of thought who now are tak- 
ing a slightly different tack in their efforts to justify state aid to organ- 
ized religions indiscriminately. Their argument roughly considering 
these lines. True, the First Amendment may have embraced the Jef- 
ferson-Madison draconian view of separation of church and state; 
nevertheless, the individual states are not bound by the restrictions of 
the First Amendment. The only Federal Constitutional provision 
that must be satisfied in their case is the Fourteenth. Since at least 
four of the thirteen original states still permitted some form of state 
assistance or encouragement to organized religion even after the pass- 
age of the First Amendment, it cannot be said that our tradition is 
one completely forbidding state aid to religion. Moreover, Madison’s 
attempt to apply the principle of the First Amendment as a limitation 
on state as well as federal power was rejected in the Senate in 1789, 
after its passage in the House. Clearly, the prohibitions against estab- 
lishment of religion by the individual states finds'no justification in the 
First Amendment, says this school of thought.* The answer to this 
somewhat attentuated justification of a “non-separation” of church 


2 See, e.g., America, Nov. 8, 1947. 

3 Both Jefferson and Madison took such a severe view of the restrictions of 
the “establishment” clause of the First Amendment that both, during their ten- 
ures as President, refused to issue proclamations concerning religious fasts or 
thanksgivings. Padover, The Complete Jefferson, 1943, p. 109. This reviewer 
does not concur in such hyper-scrupulous extension of the doctrine of “separa- 
tion,” but reference to it does serve dramatically to give the lie to those who 
argue that the First Amendment referred only to the “single-establishment” 
situation. 

“See, ¢.g., Manion, The Church, the State and Mrs. McCollum, (1948) 23 
Norre Dame Lawyer 456. 
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and state theory on the state level may be discursive, but appears to 
be persuasive. Professor Butts supplies part of it, but unfortunately 
his virtues as a historian are aroused somewhat by his limitations as 
an amateur advocate, and his replication here is not quite all it could 


However, Professor Butts does refresh our learning on a funda- 
mental point which may have been overlooked by many of those critics 
who now argue that the Fourteenth Amendment does not impose the 
limitations of the First Amendment on state aid to religion. The First 
Amendment forbids Congress either to interfere with the free exer- 
cise of religion or to pass laws in aid thereof. These two prohibitions 
are found together in the first complete sentence of the Amendment. 
Their grammatical inter-relation deliberately reflects their philoso- 
phical interdependence. Both are equal parts of the American political 
principle known as, the “free exercise of conscience.” This principle 
rests on two basic assumptions. First, the state shall not interfere 
with the free practice of a religion; and, secondly, but co-equal in its 
necessity, all religious faiths must stand equal in the eyes of the state. 
This does not mean merely that all religions may be “tolerated,” it 
rests on the much broader “natural rights” concept that no citizen 
shall be forced against his will by the medium of the power of the 
state to aid, directly or indirectly, any religious faith, even his own.® 
A freedom of religion which rested only on the Lockian idea of tolera- 
tion would not require this. However, the Madison-Jefferson “Nat- 
ural rights” principle of the “free exercise of conscience” does. That 
principle, as Professor Butts makes very clear, was the corner-stone 
upon which the First Amendment rested. 

Unfortunately, Professor Butts stopped here. The reviewer takes 
the liberty of extending the argument as a final answer to those who 
argue that the Fourteenth Amendment does not bind the states in this 
matter. We will leave aside the minority view of the Supreme Court, 
spearheaded by Justice Black and based on what is probably the orig- 
inal Congressional purpose behind the Fourteenth Amendment, 1.e.,° 
that the Fourteenth was intended to embrace the Bill of Rights and 
make them applicable to the States. That would be an easy reply, but 
unfortunately, we cannot say accurately that the Supreme Court has 
completely rejected the “double standard” in the field of federal and 
state due process questions. However, it can be pointed out that the 
Supreme Court has time and again decided that the fundamental politi- 
cal liberties of our Anglo-Saxon tradition, which were spelled out 
specifically in the Bill of Rights, also are embraced, in a more amor- 
phous state, in the due process provision of the Fourteenth Amend- 
ment.?’ The reviewer assumes that the modern “non-separationists” 
accept decisions of the Supreme Court which invoke “due process” to 


5 Text, pp. 46-57. 

6 Flack, The Adoption of the Fourteenth Amendment (1908). Sed quaere 
Fairman and Morrison, Does the Fourteenth Amendment Incorporate the Biil 
of Rights? (1949) 2 Stanrorp L. Rev. 5. 

7 See e.g., Meyer v. Nebraska, 262 U. S. 390, 43 Sup. Ct. 625, 67 L. ed. 1042 
(1923); Pierce v. Society of Sisters, 268 U. S. 510, 45 Sup. Ct. 571, 69 L. ed. 
1070 (1925); Near v. Minnesota ex rel. Olson, 283 U. S. 697, 51 Sup. Ct. 
695, 75 L. ed. 1357 (1931). 
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protect the free exercise and practice of religion against interference by 
the individual states. If they do, then we will not “let them have their 
cake and eat it too.” The Jefferson-Madison principle of the “free 
exercise of conscience” is a double-edged sword. With one side it 
protects against state action which interferes with the free practice of 
religion ; with the other, it insures that the power of the state will not 
exact of the individual citizen and taxpayer aid, direct or indirect, for 
the support and maintenance of any or all religious faiths or institu- 
tions. “Free exercise of conscience” is a fundamental political prin- 
ciple of our tradition. The First Amendment protects it in the fed- 
eral sphere; the Fourteenth equally guards it in the field of state legis- 
lation. 

Returning now from this digression in advocacy to his more proper 
function, this reviewer would like to indulge in one major criticism of 
Professor Butts’ work. In his opinion, the author has taken an overly 
severe, and in some cases, an unreasonable view of what is the state 
aid to religion that must be forbidden by the Constitution. The re- 
viewer has indicated his complete concurrence with Professor Butts 
on the Constitutional principle of “separation of church and state.” 
However, it does appear to him that the author is indulging in “‘me- 
chanical jurisprudence” when he applies axiomatically the principle 
and concludes that it forbids in toto indirect benefits to parochial 
school children in the form of bus or textbook aid. The author even 
raises doubt as to the propriety of the use of public funds to aid vet- 
erans attending sectarian schools under the G. I. Bill, and expresses 
some dissatisfaction with the idea of “health services” furnished to the 
school children of sectarian schools. We Americans should reject the 
dogma of intransigents of both camps. Those who rely on an abstract 
principle to penalize the many school children of our land are as much 
to be opposed as those who would either deny the principle of “sepa- 
ration of church and state”, or else greatly restrict it along the lines 
previously outlined in this review. Bus transportation to protect 
school children of all faiths against the vicissitudes of climate and 
traffic is a reasonable solution to a practical problem. When a state 
chooses that answer it is only an abstractionist who can see the founda- 
tions of the republic to be in grave danger. On other questions, those 
same opponents of bus aid, for instance, would be proud to call them- 
selves “American pragmatists”. However, here they use the same 
weapons of strained logic and florid rhetoric, the use of which by 
others normally would arouse their criticism. They do the tradition 
of James and Dewey a disservice when they so perform. In the eyes 
of this reviewer Professor Butts understands well the principles in- 
volved in the First and Fourteenth Amendments. It is in the matter 


8 The core of the disagreement is that the modern “non-separationists” do not 
accept the Jefferson-Madison “natural rights” doctrine of “free exercise of con- 
science” but accept only the more limited concept of “freedom of religious prac- 
tice,” which, as Professor Butts makes clear, is only one half of the principle 
actually involved. See, e.g., Manion, note 4 supra at 463, where the author 
constantly indulges in the assumption that “religious liberty” does not include 
the freedom of conscience protected by the “establishment” restrictions of the 
Constitution. 
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of their application from case to case that he falls out of character. 
Nevertheless, his work is a very worthwhile contribution to the prob- 
lem separating “church” from “state.” AuFrepD L. SCANLAN.T 


+ Assistant Professor of Law, on leave of absence 1950-51, College of Law, 
Univ. of Notre Dame Law School. Office of Counsel, Secretary of Defense, 
Washington, D. C. 





